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Editorial

anaging IP’s Japanese Buyers’ Guide 2023 pro-

vides a guide to the hot topics, recent legal prac-

tice, and significant legislative developments

involving intellectual property (IP) for Japanese
organisations that have an interest in doing business around Asia.
The guide is complemented by firm and author profiles from lead-
ing firms in the region, and IP Stars patent rankings for several ju-
risdictions.

The guide begins in India, with Remfry & Sagar explaining
how the country’s legislature and judiciary have addressed the
issue of the protection of computer-related inventions. The buzz
around ChatGPT and other generative artificial intelligence tools
has raised more questions in this burgeoning area and the article
considers recent case law in tracking the response of the Indian
authorities.

Staying in India, Anand and Anand focuses on the poten-
tially powerful weapon of voluntary and mandatory divisional
patent applications in the arsenal of patent applicants. In consid-
ering recent cases that have addressed this area, the author ex-
plains how a simple punctuation mark in statutes can have a
significant impact.

FirstLaw PC’s article draws regional attention to South
Korea’s recent administrative measures that have been designed
to strengthen the protection of intellectual property rights. The
introduction of punitive damages, the facilitation of proactive
criminal investigations for patent infringement, and an expansion
of the Special Judicial Police’s powers are among the initiatives.

A landmark ruling in Thailand on trademark non-use can-
cellation involving a Japanese beauty and healthcare company is
cited by Satyapon & Partners as demonstrating that courts will
not allow parties to ‘sit on’ trademarks with no proof of use and
no intention to use. The decision marks a long-awaited departure
from a traditionally conservative approach to the subject.

Finally, Liu Shen & Associates review the history of China’s
Patent Law as it pertains to inventions developed in China and
confidentiality examinations, before discussing best practices for
filing patent applications in the region.

New legislative landmarks are being established in a rapidly
developing IP landscape. Japanese businesses with IP interests in

other Asian nations would do well to take note.
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Confidentiality
examinations for
inventions
developedin
China - the legal
landscape and
best practice

of
reviews the history of China’s Patent
Law as it pertains to inventions
developed in China and
confidentiality examinations, and
discusses best practices for filing
patent applications

ny entity or individual intending to file a patent ap-

plication in a foreign country for any invention or

utility model developed in China, must request in

advance a confidentiality examination with the Chi-
nese Patent Office. This rule was first stipulated in the third
amendment to the Chinese Patent Law of 2008.

The legal provisions on foreign applications for inven-
tions developed in China have changed over the years with
amendments to the Patent Law. In the background are Chinese
companies’ enthusiasm for the global market and foreign
patent filings with growing technical capabilities, and the in-
crease in technologies produced by cross-border R&D such as
at the R&D bases set up by foreign companies in China.

The purpose of establishing a confidentiality examination
system is to make it more convenient to file a foreign patent

for inventions developed in China, and to prevent the public

release of technologies related to national security and vital in-

terests.

Development of legal provisions

The provisions of the Chinese Patent Law regarding foreign
patent applications for inventions developed in China have
shifted from the initial “obligation to file first in China “ to

the “obligation to request confidentiality examination “ as

summarised below. In the meantime, penalties were stipu-

lated so that patent rights shall not be granted in China if a
foreign patent application was filed without undergoing the
confidentiality examination.
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Patent law
JABUE

1984 Patent Law

1984F I TERE

2000 Patent Law
(the 2nd amendment)

2000F HEEFE
(582[E1241E)

2008 Patent Law
(the 3rd amendment)

2008FHIEFEFE
(883[E1K1E)

2020 Patent Law
(the 4th amendment)

2020F HIEFF)E

CHINA fh[EFE

Contents of Article 20
FE20FXDHNE

Subject: Chinese organisation or individual.
Restriction: Before filing a foreign patent application, the applicant must file a Chinese
patent application first.

T PE OB ISMEA
PR : SAEANLFE T BH0IC. FICHFETHEAL B ITFUIESEUL,

Subject: Chinese organisation or individual.

Restriction: Before filing a foreign patent application, the applicant must file a Chinese
patent application first.

Must comply with the provisions of Article 4 for confidentiality.

K AR OHEBISEA
HIPR : AEANLHFEY ZR0IC. SEICHETHELBITUIR S,
BRERARICRE SNIRBRFREICREDRITNUSE 5730,

Subject: Any entity or individual.

Restriction: Before filing a foreign patent application, the applicant must request a
confidentiality examination first.

Penalties for violation: No patent rights are granted for corresponding applications in China.
FIK D WHRBHEBIZEA

FIR : AEALHFET BH1IC. BRIICHBRIEEZZITAITUIES AL,

g8 PETEAEEEZRE LGS, EMEZLE LAV,

Article number was changed to Article 19, while the content remained the same.

KNBSHBIIRICHBINLD. REEERIEL,

(5B4EIHIE)

As for how to interpret “invention developed in China’,
according to Rule 8 of the “Implementing Regulations of the
Patent Law”, it refers to an invention of which the substantive
contents of the technical solution were made within the terri-
tory of China.

Patent applicationin practice

There are three ways to request a confidentiality examination:

1) Ifapatent application is filed in China first and a for-
eign application is filed later, a request for a confiden-
tiality examination can be filed with the Chinese
Patent Office at the same time as the Chinese appli-
cation or thereafter. Since the contents of the inven-
tion are already described in the Chinese application
documents, only the title of the invention, name of
the applicant and the application number should be
stated in the request form for the confidentiality
examination;

2) If a foreign patent application will be filed first, a re-
quest for a confidentiality examination must be submit-
ted to the Chinese Patent Office before filing the
foreign patent application, together with documents
that describe the technical details of the invention;

3) IfaPatent Cooperation Treaty application is filed with
the Chinese Patent Office, it is deemed that the request
for a confidentiality examination has been submitted,
such that there is no need to submit any separate re-
quests.
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When the request for the confi-
dentiality examination is submitted si-
multaneously with the Chinese patent
application, the shortest processing pe-
riod to receive confidentiality examina-
tion results is about a week. In other
cases, the confidentiality examination
results are issued in about a month. If it
is concluded that “the invention does
not need to be kept confidential and for-
eign application is allowed”, the appli-
cant may file a foreign patent
application for the invention.

The Chinese Patent Law stipulates
that an invention made in China cannot
be granted patent rights if a foreign ap-
plication has been filed without a confi-
dentiality examination, but it appears
that this provision has yet to be applied
by the Patent Office to reject an applica-
tion.

Patent invalidation

Breaching confidentiality examination
obligations is also one of the grounds
for patent invalidation.

Since the third amendment to the
Chinese Patent Law came into effect, this
ground for invalidation has only been
raised in a limited number of cases, where
it rarely succeeded before the Patent Of-
fice due to evidentiary difficulties.

The “telescopic transmission as-
sembly” case (Invalidation Decision
No.55586, April 2022) is known as the
first case where a patent was invalidated
for breach of a confidentiality examina-
tion obligation. Prior to this case, there
were several cases where validity of
patents was challenged based on breach
of confidentiality examination obliga-
tions, but the Patent Office had never in-
validated a patent on this ground.

In the “telescopic transmission as-
sembly” case, the panel clarified bur-
den of proof in this kind of case: “If
there is preliminary evidence of high
probability that the substantive con-
tent of the invention related to the Chi-
nese patent or utility model was
completed in China, and the patentee
cannot provide sufficient evidence that
the substantive content of the inven-
tion is completed abroad, the patentee
shall bear the legal consequence that
the invention cannot be granted patent
protection in China”

In this case, the petitioner pointed
out that the patentee had filed a provi-
sional U.S. application before filing the
Chinese utility model application, with-

CHINA fh[E

Xuelan Yue

Xuelan Yue is a partner at Liu Shen & Associates
who has been active in a wide range of technical
fields since joining the company in 2006,
including machinery, materials, semiconductors,
fuel cells, and telecommunications.

In addition to handling invalidation trials,
administrative lawsuits, and civil infringement
cases, she has extensive experience in providing
legal opinion on right validity, rights
infringement, evidence collection, and litigation
strategy formulation. Furthermore, as a leader of
the Japanese language group of the firm, Xuelan
Yue has been involved in many cases involving
rights enforcement, rights transfer, and patent
licensing for Japanese companies in China.

Xuelan Yue completed a doctoral degree course
(energy and advanced materials major) in 2002,
at the Department of Mechanical Engineering,
Saga University, Japan, and received a Ph.D.
She is the director of the China Intellectual
Property Research Assaociation and an expert
committee member of the China branch of the
International Association for the Protection of
Intellectual Property (AIPPI) for Q221.
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out undergoing a confidentiality examination. The petitioner
submitted as evidence the patentee’s IPO prospectus, an online
article about one inventor, and an announcement of the high-
tech company certification of the patentee, proving that the in-
vention at issue had been completed in China.

Based on this evidence, the panel found that it was
highly probable that the invention was completed in China
when the patentee’s location and R&D base were both in
China, and the four inventors, as employees of the patentee,
were all Chinese nationals with no permanent residency in
any foreign country.

Regarding one inventor’s traveling records to the United
States submitted by the patentee, the panel indicated that it was
unreasonable to assume that the invention was completed dur-
ing a mere 10-day stay in the United States.

Until now, the lack of evidence proving the invention was
completed in China has been the most common reason why
the Patent Office does not support allegations of breach of con-
fidentiality examination obligations. Having clarified the dis-
tribution of the burden of proof, Invalidation Decision No.
55586 was selected as one of the top ten reexamination and in-
validation cases of the Chinese Patent Office in 2022, which
shall provide valuable guidance for future practice.

Patentee nationality

The most important criterion for determining whether a con-
fidentiality examination is necessary is the place of completion
of the invention. The nationality of the inventor or patentee
(applicant) receives some consideration, but cannot decide by
itself the place of completion of the invention.

In the “electrical single-wheel bicycle” case (Invalidation
Decision No.36591, May 2018), the petitioner alleged that the
Chinese patent should be invalidated for failing to request a
confidentiality examination, where a previous U.S. application
had the same contents as the Chinese patent and both the in-
ventor and the patentee were Chinese citizens. The panel held
that since the nationality of the inventor and the actual place
of completion of the invention are not necessarily the same,
the nationality of the inventor alone cannot prove that the in-
vention was completed in China.

In recent years, it is common for foreign inventors to con-
duct R&D at R&D bases in China. The resulting inventions
from such R&D activities are inventions developed in China.
Even if the inventor is a foreigner or the applicant is a foreign
company, before filing a foreign patent application for these in-
ventions, a request for a confidentiality examination must be
submitted with the Chinese Patent Office.

Records of R&D activities should be kept
In the “reagent pack” case (Invalidation Decision No.41282,
July 2019), the petitioner highlighted that two inventors of
the U.S. priority application were recruited through the Shen-
zhen overseas talent recruitment project which required
them to work in Shenzhen. Therefore the invention de-
scribed in the U.S. application must have been completed in
Shenzhen, meaning the application was improperly filed in
the United States without a request for the confidentiality ex-
amination.

In response, the patentee submitted emails and drawings
among the inventors to prove that the invention was completed
in the United States.
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The panel accepted the patentee’s argument by finding that
drawings, as a recording medium of technical content, can rep-
resent the main contents of a technical solution, and can serve
as a basis for judging whether the invention has been completed.

While it is necessary to comprehensively consider various
factors to determine where an invention was completed, doc-
uments and records in R&D activities are important pieces of
evidence showing progress of the invention and should be kept
carefully.

Confidentiality examination regulations
in other countries
Regulations on confidentiality examinations for foreign filing is
not unique to China, existing in other countries as well. Since
there are differences in specific provisions, it is necessary to care-
fully consider the confidentiality examination requirements in
relevant countries when conducting international joint develop-
ment and filing a patent application for technical achievements.
Ifa part of the substantive content of the invention is com-
pleted in China and another part is completed abroad, the con-
fidentiality examination regulations of both countries must be
followed. To submit the application smoothly, it is necessary
to determine the country where the application will be filed
and the timing of the application, giving due consideration to
the necessary procedures of confidentiality examinations and
the length of the examination period.

Summary

Nowadays, with the globalisation of companies, technological
development is often carried out at Chinese bases where tech-
nological achievements are made. When filing a patent appli-
cation for such achievements in a foreign country, it must
undergo a confidentiality examination in accordance with the
provisions of Chinese Patent Law.

With the invalidity opinion of the Chinese Patent Office
based on violation of the obligation of the confidentiality ex-
amination, applicants who wish to obtain a foreign patent must
take serious measures to fulfill the obligation of the confiden-
tiality examination stipulated in the Chinese Patent Law.

CHINA fh[E
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Divisional patent
applicationsin
India: the power
of acomma

of
explains the significance of
punctuation in statutes with
reference to the Indian case law
regarding voluntary and mandatory
divisional applications

ivisional patent applications play a crucial role in

the strategic arsenal of patent applicants to enable

them to protect different facets of their invention

originally disclosed in their primary (parent)
patent application.

The landscape surrounding divisional applications under-
went a significant shift following the inaugural ruling in 2012
by the Intellectual Property Appellate Board (IPAB) in the LG
Electronics case that examined the maintainability of a divi-
sional application. The IPAB’s decision in LG Electronics estab-
lished three essential conditions for the maintainability of a
divisional application:

Addressing any defects associated with the multiplicity

of invention in one application;

. Facilitating the filing of divisional applications for mul-
tiple inventions disclosed in one application; and

.  Permitting the priority date of the parent application
for the corresponding divisional application.

The LG Electronics case introduced the foundational cri-
teria for initiating voluntary divisional applications, stipulating
that the claims of the voluntary divisional application must per-
tain to a “distinct invention”.

Subsequent to this seminal decision, a cascade of rulings
reverberated with the same criterion. In 2020, the IPAB, in the
case of Esco Corporation v The Controller of Patents & Designs,
introduced an additional criterion for determining the main-
tainability of a divisional application. This criterion mandates
that the claims of the divisional application, whether filed vol-
untarily or mandatorily, must be rooted or deducible and de-
rived from the claims of the parent application. The IPAB’s
pronouncement further emphasised the legal principle that
“what is not claimed is disclaimed”.

Subsequently, the High Court of Delhj, in its judgment
in Boehringer Ingelheim International GMBH v Controller of
Patents and Another (2022), concurred with the IPAB’s findings
in the Esco case. The court, in alignment with Section 10 of the
Indian Patents Act, 1970, asserted that the crux of the inven-
tion resides within the claims and the determination of
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whether unity of plurality of inventions form a single inventive
concept hinges on an examination of the claims.

Language of the legislation
The application of these criteria must be scrutinised through
the lens of Section 16 of the Indian Patents Act, 1970, which
covers the submission of voluntary and mandatory divi-
sional applications and states as follows: “A person who has
made an application for a patent under this Act may, at any
time before the grant of the patent, [(A)] if he so desires [ ...
] file a further application in respect of an invention disclosed
in the provisional or complete specification already filed in re-
spect of the first mentioned application [or (B) file a further
application] with a view to remedy the objection raised by
the Controller on the ground that the claims of the complete
specification relate to more than one invention [emphasis
added]”

The two criteria stipulated for divisional applications may
seem discordant with the ordinary and natural meaning of Sec-
tion 16(1), as limbs A and B stand as self-contained alterna-

tives. The emphasis in Section 16(1) is on the following

aspects:
. “Disclosed” in limb A versus “claimed” in limb B;
o “Provisional/ complete specification” in limb A versus

“complete specification” in limb B; and
«  The presence of a comma in Section 16(1) that distin-

guishes the requirements of filing voluntary and

mandatory divisional applications.

Clearly, from the wording of the provision, the filing of a
divisional application, whether voluntary or mandatory, rests
on the disclosure rather than the claims contained in the pro-
visional application or complete specification. It is evident that
the legislature’s intent was to allow divisional applications
based on the disclosure of the invention of a patent application,
whether complete or provisional. A provisional application nei-
ther undergoes examination nor includes a claim.

If the intention of the legislature was for the claims of the
divisional application to be contingent upon the claims (in ad-
dition to disclosure) in the parent application, the language
could have been as follows: “File a further application in re-
spect of an invention disclosed and claimed in the provisional
or complete specification already filed in respect of the first
mentioned application”.

This artificial distinction drawn is not a legislative cre-
ation. Section 16 does not operate differently for divisional ap-
plications based on disclosure in provisional applications
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versus those based on the claims of a
complete specification. Clearly, the
specifications of patent applications,
whether in India or elsewhere, may in-
clude numerous inventive concepts and
embodiments, yet only claim one inven-
tive concept or embodiment in the filed
claims. This by no means obstructs and
forecloses the right of an applicant to
file one or more divisional applications
based on the disclosure in the patent

specification.

Mandatory divisional
applications

Analogously, in the context of manda-
tory divisional applications, the com-
pulsion to file one or more divisional
applications emerges from an objec-
tion raised by the Indian Patent Office
concerning a plurality of distinct in-
ventions under Section 10(S) during
the scrutiny and examination of a
patent application under sections 12
and 13 of the Indian Patents Act,
1970.

This interpretation is also aligned
with the Agreement on Trade-Related
Aspects of Intellectual Property Rights
and Article 4(G) of the Paris Conven-
tion for the Protection of Industrial
Property.

Article 4(G)(1) of the Paris Con-
vention for the Protection of Industrial
Property envisions two distinct scenar-
ios warranting the finding of a divi-
sional application. Article 4(G)(1)
envisages such an application being
filed when the first examination report
reveals that the original application em-
bodies more than one invention.

Article 4(G)(2) provides for the
filing of a divisional application suo
moto. The provision is unequivocal in
including the necessity of a plurality of
distinct inventions in the application ex-
clusively with regard to Article 4(G)(1).
Article 4(G)(2) lacks any such requi-
sites. Even so, neither Section 16(1)
nor Article 4(G)(1) and 4(G)(2) re-
quires the claims of a divisional applica-
tion to be based on, or derivable from,
the claims of the parent application.

Asignificant addition to
the case law

More recently, in sync with the afore-
mentioned criterion, a co-ordinate
bench of the High Court of Delhi, in
Syngenta Limited v Controller of Patents
and Designs (July 26 2003), diverged
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from the previous orders of the IPAB and the High Court

of Delhi decisions. The crux of the court’s ruling lies in the

analysis of three expressions and a punctuation mark within

Section 16(1) of the Indian Patents Act, 1970; namely:

«  Two distinct expressions used in Section 16(1); i.e., “re-
late to” and “disclosed in”;

«  The absence of a comma in Section 16 (1) of the In-
dian Patents Act, 1970 after the expression “or with a
view to remedy”; and

«  The acknowledgment that the basis for the further ap-
plication can be the “disclosure in the provisional or
complete specification”.

The court asserted that the significance of the expressions
“relate to” and “disclosed in” cannot be overlooked and under-
estimated.

It was held that when the controller raises objections re-
garding the claims of the complete specification in the parent
application encompassing more than one invention, the appli-
cant retains the right to file additional application(s) concern-
ing an invention disclosed in the provisional or complete
specifications. As the provision stands, it does not necessitate
that a plurality of inventions be included in the claims of the
parent application.

The court asserted the significance of the expressions and
held that “a provisional application is not required to contain
claims. Section 16(1) of the Patents Act permits a divisional
application to be filed even in respect of an invention disclosed
in the provisional specification filed in respect of the parent ap-
plication. If the requirement of plurality of inventions being
claimed in the parent application were to apply, therefore, no
divisional application could ever be filed where the parent ap-
plication contains only provisional specifications, as provi-
sional specifications are not to include claims. Inasmuch as
Section 16(1) permits divisional applications to be filed in re-
spect of inventions disclosed in provisional or complete speci-
fications in the parent application, the specification of plurality

of inventions in the claim can never be an imperative.”

Theimportance of punctuationin

statutes

Additionally, the court held that the absence of a comma in
Section 16(1) following the term “controller” unmistakably
delineates two scenarios under which a divisional applica-
tion can be lodged. First, the applicant of the parent applica-
tion may file a divisional application if they so desire.
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The second circumstance arises when the applicant aims
to address an objection raised by the controller on the ground
that the claims of the complete specification relate to more than one
invention. This interpretation stems from the fact that Section
16(1) includes a comma after “if he so desires”, while no such
comma follows “raised by the controller”.

The court also upheld the importance of a punctuation
mark in a statute. In a statute, punctuation is often determina-
tive of its construction and interpretation. While the court may
be driven to ascribe a legal position to a statutory provision, it
cannot disregard the syntactic structure meticulously crafted
by the legislature.

The court ruled that there exists no justification to pre-
sume that the absence of the pivotal comma after “by the con-
troller” in Section 16(1) would compromise the statutory
intent. Instead, such a construction would harmonise Section
16(1) with the corresponding provision in the Paris Conven-
tion for the Protection of Industrial Property.

Lastly, the court held that Section 16(1) envisages the
submission of a divisional application based on the disclosure
within the complete specification. The legislature has refrained
from instituting an artificial distinction between the filing of a
divisional application grounded solely in the claims of the par-
ent application. It is common practice in patent law across var-
ious jurisdictions, including India, that a provisional
application need not encompass claims. Consequently, the act
offiling a divisional application based on the disclosure within
the provisional application cannot be deemed redundant,
given the interpretation of preceding orders.

Considering the divergence in views among judges of the
co-ordinate bench of the High Court of Delhi, this matter has
been referred to a larger bench. For the time being, it is Anand
and Anand’s opinion that the latter order should take prece-
dence, as it meticulously considers all previous decisions ren-

dered by the IPAB and the High Court of Delhi.
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Evolution of the
patenting of
computer-
related
inventionsin
India

The rise of Al has intensified the
global focus on the protection of
computer-related inventions.
and of
explain how India’s legislature
and judiciary have addressed the

issue

ith the buzz around ChatGPT and similar

tools, artificial intelligence (AI) has become

the hot topic of conversation everywhere.

While the world debates the disruptive reach
of these tools and, consequently, the impact on life as we know
it, the innovator community — governments and individuals —
is trying to understand the parameters of intellectual property
(IP) protection available for such tools and inventions. But, be-
fore we get there, the protection of computer-related inven-
tions (CRIs), in some ways the foundation of Al inventions,
becomes more critical.

The jurisprudence for the patentability of CRIs has been
debated for many years across all major patent jurisdictions,
and in light of AT tools, they are now being looked at even more
closely across the globe.
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“Computer programme per se”

In India, “a mathematical or business method or a computer
programme [sic] per se or algorithms” are excluded from
patentability under the provisions of Section 3(k) of The
Patents Act, 1970 (the Act). The phrase “computer pro-
gramme per se” in Section 3(k) was introduced in The
Patents (Amendment) Act, 2002, based on the recommen-
dation of the Joint Parliamentary Committee (JPC) Report,
2001. The addition of “per se” to “computer programme”
shows the clear legislative intent to grant patents to inven-
tions that go beyond being mere computer programs.

Support for this proposition is found in the JPC report,
which clarified that “[t]his change has been proposed because
sometimes the computer programme may include certain
other things, ancillary thereto or developed thereon. The in-
tention here is not to reject them for grant of patent if they are
inventions. However, the computer programmes as such are
not intended to be granted patent.”

Although the intent of the JPC to include per se is seem-
ingly clear, patent practice has evolved in a somewhat arbitrary
and non-uniform manner. The primary reasons are the lack of
aproper definition of the phrase “computer programme per se”
in the Act, and the ever-changing CRI guidelines of the Indian
Patent Office (the Patent Office), which did not explain what
interplay between hardware features and technical aspects of
the invention would need to be satisfied to allow for the
patentability of CRIs.

A major point of contention has been (by some con-
trollers) the insistence on including novel hardware features in
claims relating to CRIs. This approach has no basis in the Act
or The Patents Rules, 2003 and has resulted in a headache for
many applicants.

Caselaw

To make things more confusing for applicants, judicial deci-
sions over the years have ruled against the restrictive ap-
proach of the Patent Office. Starting with the erstwhile
Intellectual Property Appellate Board’s (IPAB’s) decisions
in Enercon India Ltd. v Aloys Wobben (2010) and Accenture
Global Service GMBH v The Assistant Controller of Patents &
Designs (2012), case law has shed some light on the
patentability of CRIs and offered a way to separate
patentable computer-related applications from the ambit of
“computer programme per se”.

In the Accenture case, the patent application relating to a
system and method for developing an internet-hosted business
application composed of web services was initially refused by
the Patent Office on the grounds of Section 3(k). The Patent
Office relied on a twofold standard for analysing the patentabil-
ity of the invention to ascertain whether:

o The invention related to a hardware implementation
performing a novel function; and

o The novel features of the invention resided in a set of
instructions designed to cause the hardware to perform
the desired operations without special adoption of the
hardware, or the novel features of the invention resided
in modification of the hardware (novel hardware).

The Patent Office concluded that in the absence of novel
hardware, the invention was precluded from patentability
under Section 3(k).
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In an appeal before the IPAB, Ac-
centure asserted that the standards re-
lied upon by the Patent Office are not
prescribed in the Act or the Manual of
Patent Office Practice and Procedure.
The IPAB agreed, and observed that
the ‘novel hardware’ feature is not
mandatory to clear the bar of Section
3(k). The application was remanded
back to the Patent Office, which later
granted the application and found that
the invention resulted in the improve-
ment of web services and software,
thereby not falling under the category
of “computer programme per se” as
given in Section 3(k) of the Act.

CRI guidelines

Following this decision, the Patent Of-
fice endeavoured to streamline its ex-
amination practices through its
guidelines and manuals, and issued its
draft Guidelines for Examination of Com-
puter Related Inventions (CRIs) in 2013.
The guidelines defined the terms
“technical contribution” and “techni-
cal effect” as valid criteria for
patentability and laid down the param-
eters based on which CRIs should be
examined by the controllers. The
guidelines also provided illustrations
and examples of eligible and non-eli-
gible inventions.

However, the fact that the guide-
lines were not legally binding — and
with no clear definition of the phrases
“per se”, “technical advancement” and
“technical contribution” in the Act -
meant the Patent Office’s position var-
ied based on the view of the individual
controller examining the application
and the position on the patentability of
CRIs under the Indian patent regime re-
mained ambiguous for stakeholders.

Although the need for streamlin-
ing the law for patenting CRIs in India
continued to be felt strongly, not much
happened until 2015-16, when Section
3(k) again garnered attention in the Er-
icsson standard essential patent saga
(against Intex Technologies and Lava
International Ltd.), wherein the validity
of Ericsson’s patents was challenged on
the grounds of Section 3(k).

In these cases, the High Court of
Delhi observed that inventions exhibit-
ing a technical improvement and capa-
ble of actual physical representation are
not excluded under Section 3(k). Par-
ticularly, in the Intex case, the Single
Bench opined that an “invention having
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technical contribution or technical ef-
fect is not merely a computer pro-
gramme per se and should be
patentable”. These findings were reaf-
firmed on March 29 2023, by the Divi-
sion Bench of the High Court of Delhi.

Impelled by judicial precedents
and the rapidly growing technology
space relating to CRIs, the Patent Office
revised its CRI guidelines in 2016. Un-
fortunately, and to everyone’s surprise,
the 2016 guidelines were more restric-
tive compared to the 2013 version.

After receiving strong criticism
from the stakeholders, the 2016 guide-
lines were revised in 2017 and like the
earlier iteration of the guidelines and ju-
dicial precedents, the 2017 version at-
tempted to demystify the ambiguity
surrounding Section 3(k) by establish-
ing a relationship between a “computer
programme per se” and technical ad-
vancement/contribution. The new
paradigm stated that inventions featur-
ing technical advancement or exhibiting
a technical effect would not fall under
the category of “computer programme
per se” and were eligible for patent pro-
tection.

This position was affirmed by the
High Court of Delhi in Ferid Allani v
Union of India & Ors. (2019), wherein
the court allowed a writ petition against
the order of the IPAB, and held that Sec-
tion 3(k) only bars inventions relating
to a “computer programme per se” and
not all computer programs. The court
observed that if the invention exhibits a
technical effect and a technical contribu-
tion, it is said to meet the eligibility cri-
teria for patentability.

Current position -
technical effectis
determinative

Despite the judgments and revisions
in the guidelines, the current position
on the patentability of CRIs in India
continues to suffer the residual effects
of inconsistent application by the
Patent Office, which, unsurprisingly,
has led to the erroneous rejection of
deserving applications. When coupled
with unreasoned rejection orders - i.e.,
decisions by the Patent Office that
give no analysis and/or lack detailed
reasoning — the situation puts the ap-
plicant in a predicament because they
have no basis of knowing the position
the Patent Office is willing to take with
respect to CRI patentability.
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This issue was recently discussed in the High Court of
Delhi’s judgment in Microsoft Technology Licensing, LLC v As-
sistant Controller of Patents and Designs (May 15 2023).

The petitioner, Microsoft, had filed an application relat-
ing to a two-tier authentication by way of two different cookies.
The claimed technique secures the authentication of a user
while accessing one or more sub-location(s) in a network ad-
dress and effectively foils the attempts of a malicious user to
gain access to network sub-location(s) by illegally obtaining
cookies from another user.

The controller, in his refusal decision, held that the sub-
ject matter of the claims relates to a “computer programme per
se” and the inventive step of the invention lies in the non-
patentable subject matter under Section 3(k) of the Act.

Microsoft assailed the decision of the controller; inter alia,
on the ground that the controller’s interpretation of Section
3(k) was incorrect. Relying on the precedents of the court in
the Ferid Allani and Intex cases, Microsoft argued that the in-
vention cannot be categorised as a “computer programme per
se” as it relates to a technical process and solves a technical
problem of securing data accessed on a network.

The Patent Office opposed the appeal by arguing that Mi-
crosoft had failed to appreciate the legislative intent behind the
Section 3(k) provision and the controller rightly rejected the
application as the invention prima facie lies in the set of instruc-
tions implemented on a “computer programme per se”.

The High Court of Delhirenders its decision
The High Court of Delhi comprehensively discussed:

The origin and evolution of Section 3(k) of the Act;

o The legislative intent behind the inclusion of “per se”
in the Act; and

The CRI guidelines of the Patent Office.

It also discussed the tests of technical effect and reviewed
the legal positions in the US and the EU on the patentability
of CRIs.

Emphasising the need to adopt a clear definition of per
se for proper application of the law, the court held that “per se”

makes it clear that “computer programmes as such” are non-

patentable. Accordingly, inventions which exhibit a technical
effect and provide a technical solution to a technical problem
though an underlying software may be patentable.
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Reaffirming the point of law in the Ferid Allani case, the
court added that a proper understanding and application of
technical advancement and technical effect are crucial in any
determination of the patentability of CRIs.

The court clarified that technical effect or contribution
can be shown in an invention if the invention solves a “techni-
cal problem, enhances a technical process or has some other
technical benefit”. It held that just because an invention merely
involves a mathematical method or computer program per se,
it does not render the invention to be non-patentable under
the Act.

Expressing discontent with the Patent Office’s stringent
requirement of novel hardware for allowing a CRI application,
the court held that “patent applications should be considered
in [the] context of established judicial precedents, Section 3 (k)
provisions and extant guidelines related to CRIs and other ma-
terials indicating [a] legislative framework”.

The court also observed that the examiners should anal-
yse each application individually, understanding the core of an
invention, rather than focusing solely on the claims of the in-
vention, to allow patent protection for deserving applications
that feature technical advancement and offer a solution to real-
world problems.

Criticising the deletion of examples and illustrations of
patentable and non-patentable inventions from the 2017 CRI
guidelines, the court also directed the Patent Office to prepare
‘signposts” and ‘indicators’ based on case law to the examiners,
which may provide guidance for examination and further help
in achieving uniformity in the examination process of CRIs by
the Patent Office and consistency with standard international
practice, such as that of the USPTO and the EPO.

In the end, the court found that the claimed invention of-
fers a novel and inventive solution to a security problem by pro-
viding a two-tier authentication process and improving the
overall user experience. The court found the controller had
overlooked the technical aspects of the invention; it remanded
the matter back to the Patent Office and asked it to reconsider
the application based on the criteria subject to which a com-
puter-related invention must be analysed as a whole, including
its technical contribution.

A critical moment for the Patent Office

In a report published by Nasscom in April 2023, more than
50% of the emerging technology patents filed in India over
the past decade were from internet of things or AI domains.
The fast-paced growth of software technology therefore calls
for the creation of a sustainable IP ecosystem for technology-
driven inventions, with relaxed laws for patenting and pro-
tecting software technologies in India.

2023 began with judgments from the High Court of
Delhi on the proper application of Section 3(k). In addition to
the Microsoft judgment, on March 29 2023, the Division Bench
of the High Court of Delhi, in Intex v Ericsson, reaffirmed the
findings of the Single Bench that an “invention having technical
contribution or technical effect is not merely a computer pro-
gramme per se and should be patentable”.

In OpenT'V Inc. v The Controller of Patents and Designs and
Anr, the court held that inventions that have a technical effect
and solve a technical problem can be excluded from the scope
of Section 3 (k). The court also referred to the 161st Report of
the Review of the Intellectual Property Rights Regime in India
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presented by the parliamentary standing committee, and
opined that “a large number of inventions in emerging tech-
nologies including by SMEs, start-ups and educational institu-
tions could be in the field of business methods or application
of computing and digital technologies, therefore, there is a
need to have a re-look at the exclusions in Section 3(k) of the
Act, in view of the growing innovations”.

While the recent judgments are a step forward, what
awaits us is how the Patent Office will react and adopt new
practices. Principally, a more well-balanced and consistent ap-
proach, which has proved elusive for applicants over the years,
is required by the Patent Office to allow worthy CRI owners
to seek patent protection in India and help the IP regime to
reach its true potential.
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Legislative and
administrative
measures to
strengthen the
protection of IP
rightsin Korea

of
summarises the recent steps taken
towards the reinforcement of IP
rights in South Korea, including the
introduction of punitive damages
and an expansion of the Special
Judicial Police’s powers

n an effort to enhance the practical and effective protec-
tion of intellectual property (IP) rights in Korea, there
have been a series of legislative amendments and adminis-
trative improvements in recent years. The following sum-

mary provides an overview of these measures.

Introduction of punitive damages and
expanded damages exceeding patentee’s
production capacity
Punitive damages for patent infringement, which became ef-
fective as of July 2019, is one of the most significant changes
to the Korean IP system in recent years. The newly available
punitive damages provision of the Korean Patent Act (KPA)
allows treble damages for intentional or wilful patent in-
fringement. When assessing the amount of such punitive
damages, courts are to consider various factors, such as:
The infringer’s dominant market position;
. The infringer’s knowledge of harm caused;
o The significance of any such damages;
The infringer’s economic benefits;
«  The duration and frequency of infringement;
Criminal penalties;
The infringer’s financial status; and
«  Theinfringer’s efforts to minimise harm to the patentee.
Since its implementation in 2019, there have been no re-
ported court decisions recognising punitive damages. The rea-
son may be that the eight factors for awarding additional
damages involve subjective elements, leading to a cautious ap-
proach by the courts in granting treble damages.
Furthermore, effective as of December 2020, the method
of calculating damages for patent infringement has been
amended to redress the conventional ‘lost profit’ calculation
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Recent five-year mediation requests and resolution status

=T 5 #FE(2019~2023.4.21) DFRERRE R U ULIRIR R

2019
Requests H&5 45
Resolved (A) F%3Z(A) 19
Non-acceptance
of mediation 2
No AERTER
resolution
B) Disagreement 8
Status FRuE) ot
g Subtotal 10
w’R NEt
Refusal 15
Withdrawn 1
In progress
Success rate (A/(A+B)) 6%
FRIIZE(A/(A+B))

method capped by the patentee’s production capacity, even if
the total sales volume of infringing goods exceeded the paten-
tee’s production capacity. Specifically, the amendment made
in December 2020 to the KPA allows the patentee to receive,
in addition to the damages within the patentee’s production ca-
pability, damages calculated by multiplying a reasonable roy-
alty with the number of infringing articles exceeding the
patentee’s production capability. Accordingly, the new calcula-
tion method enables the patentee to claim expanded damages,
in excess of the past limitation.

The above amendments have been extended to other
areas of IP law, including the Trademark Act, the Design Pro-
tection Act and the Unfair Competition Prevention and Trade
Secret Protection Act (UCPA). However, it should be noted
that punitive damages under the UCPA are applicable only to
acts of business method misappropriation and trade secret mis-
appropriation.

Facilitation of proactive criminal
investigations for patentinfringement
Traditionally, trademark infringement may be criminally
prosecuted even without a complaint filed by the trademark
owner. By contrast, in the case of patent infringement, the
initiation of police or prosecutorial investigations required
a complaint filed by the patentee. However, since October
2020, investigative authorities are now able to initiate their
own patent infringement case investigation, even if there is

no complaint lodged by the patentee, unless the patentee ex-

pressly opposes such investigation. This amendment to the
KPA has particularly empowered the Special Judicial Police

(SJP) within the KIPO to proactively investigate patent in-

fringement cases encountered during its duties.

2020

70

32

17

22

16

59%
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2021 2022 April 2023 Total
83 76 38 312
38 35 6 130

4 5 16
10 15 3 53
14 20 3 69
31 19 4 85
2 3
25 25
73% 64% 67%
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Similar amendments were also
made to the Design Protection Act and
the Utility Model Act, and, therefore, au-
thorities may now initiate investigations
ex officio against offences related to any
industrial property rights — such as patent,
utility model, trademark or design — with-
out the need for a criminal complaint.

Strengthened protection
against business
information
misappropriation under
the UCPA

An amendment to the UCPA, which
took effect in April 2021, enhanced
protection against misappropriation of
business information, which is defined
under the UCPA as an act of utilising
or enabling the use of another party’s
valuable technical or business ideas ac-
quired during transactions without the
other party’s consent.

Previously, civil damages against
business information misappropriation
were regarded as insufficient because the
damages were based on lost profit calcu-
lation. To redress this limitation, the
amendment introduced punitive dam-
ages, enabling compensation of up to
three times the actual damages incurred.
Furthermore, the amendment expanded
the administrative agencies’ (including
the KIPO’s) investigative authority for
recommending corrective measures
against such misappropriation. In partic-
ular, in cases where the violating parties
(usually large corporations that have sub-
contracting transactions with SMEs) fail
to comply with such corrective measures,
the administrative agency may publicly
disclose the details of the violation and
the details of the corrective measures.

Despite the above amendments to
the UCPA, however, lack of enforceabil-
ity has remained an issue. In fact, be-
tween 2018 and May 2023, although
the KIPO had issued corrective mea-
sures regarding business information
misappropriation six times, only two
cases were resolved with the parties’ vol-
untary compliance. Therefore, the
KIPO announced in June that it will in-
troduce a new system that imposes fines
when the recommended actions are not
followed by the violating parties against
which the corrective measures were
taken. Furthermore, the KIPO aims to
significantly reduce the period for the

administrative investigation to about six

SOUTH KOREA §&[F

Hokyun Cho

Partner, FirstLaw PC

Hokyun is a partner and patent attorney at
FirstLaw PC, which he joined in 2002. He
received his undergraduate degree in material
science and engineering from Seoul National
University in 1995. Hokyun obtained his JD
degree at the Washington University in St.
Louis School of Law in 2012.

As a member of the Korean Patent Bar
and the New York State Bar, Hokyun has
provided advice on all aspects of intellectual
property law for leading Japanese and US
companies. In particular, he has extensive
experience in advising semiconductor and
high-tech industry clients on patent
procurement at home and abroad, and patent
analysis such as validity, infringement, and
freedom-to-operate analusis.

Hokyun's area of technical expertise
covers various aspects of material engineering,
including metallurgy, semiconductor
engineering, polumer science, optics and
mechanical engineering.

He is a member of the Korea Patent
Attorneys Association (KPAA) and the Asian
Patent Attorneys Association (APAA). Hokyun
served as director of international affairs of the
KPAA in 2016 and 2017 He is fluent in
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Recent application status by applicant classification

B 5 [(2019~2023.4.21) DERFEA S 5ER D RERER N (F )

2019 2020

Large corporations
Kz
Medium-sized corporations
rhER{bEE
Small businesses
VTS
Individuals
A
Others
Z Dfth

Total
o 45
[=N-]
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months from the current 11 months by prioritising business
information misappropriation cases.

The KIPO also announced in June 2023 that, for the ex-
peditious and comprehensive resolution of business informa-
tion misappropriation cases, the industrial property rights
dispute mediation service and criminal investigation by the SJP

(both described in detail below) will be involved in the admin-

istrative investigation.

Promotion of alternative dispute
resolution by mediation

Resolving IP disputes takes considerable cost, time and re-

sources, especially for individuals and SMEs that often have

difficulty securing resources. To offer an option to resolve

disputes quickly and amicably at a lower cost through con-

sultation and settlement outside the courtroom, the KIPO
has established ‘industrial property rights dispute mediation),

which is accessible to any parties involved in IP-related dis-

putes, such as patents, trademarks, designs, utility models,
trade secrets, unfair competitions, and employee inventions.

According to the KIPO, the number of requests for me-

diation has increased by an average of 19% over the past four

years, from 45 cases in 2019 to 76 cases in 2022, with the num-

ber projected to exceed 100 by December 2023. Furthermore,

the success rate of mediation has been significant, with an av-
erage of 66% of the cases resulting in successful resolution dur-

ing the same period.
As seen from the requesters’ spectra over the recent five

years (2019-April 2023), it is evident that the number of re-

quests from individuals and SMEs is high, with 297 out of the
total 312 requests being individuals and SMEs, accounting for

95%. This shows the advantages of the industrial property dis-

pute mediation system. Disputes can be resolved expeditiously

(within an average of two months), without incurring any offi-
cial fees, and the mediation process is simple and uncompli-

cated, making it easily accessible, even for SMEs with limited
financial resources.
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The achievement of the Trademark Police within the SJP

FHHREER(BIRER)OMR

2001-18 2019
Number of referrals to
the Pro;gcutOf s Office 274t 376
(unit: persons)
GUESVACIPN)
Number of seized goods
(unit; items) 5,141,270 6,269,797

U (R)

Expanded authority of the Special

Judicial Police

Since March 2019, the SJP of the KIPO has had the authority
to conduct criminal investigations and raids in connection
with patent and design infringement, trade secret misappro-
priation and counterfeit activities under the UCPA, in addi-
tion to its previous investigative power (e.g, raid and
confiscate counterfeit goods and even arrest infringers) in con-
nection with trademark infringement under the Trademark
Act and confusion of well-known marks under the UCPA.

In order to determine infringement of a patent, design or
trade secret, expert knowledge of IP law is required. For patent
or trade secret disputes, it is sometimes very difficult to under-
stand the patent or trade secret in question without expertise
in relevant technologies. For this reason, the KIPO, which has
a pool of experts comprising about 1,200 examiners and trial
examiners (including about S00 Ph.D. holders), has been given
the expanded authority to take more effective measures to pro-
tect individuals and companies who have suffered from in-
fringement of their IP rights through the SJP.

In this regard, the SJP has seen huge success. In fact, from
April 2019 to 2022, the so-called Technology Police within the
SJP undertook a total of 650 cases and had 1,333 suspects ar-
rested (i.e., referred to the Prosecutor’s Office for criminal in-
dictment). Meanwhile, the so-called Trademark Police had
more than 4,600 suspects arrested for producing and/or selling
counterfeit goods and had more than 12 million counterfeit
items seized in total over the past 12 years.

To further strengthen its investigative power, since July
2021, the KIPO has expanded the Intellectual Property Inves-
tigation Division, which includes the SJP, to have about 60 in-
vestigators and supporting members, and reorganised the
division into three subdivisions, namely:

The Technology Police Division;

The Trademark Police Division; and
«  The Unfair Competition Investigation Division.

In particular, the Technology Police’s involvement in
trade secret misappropriation cases has increased dramatically,
with criminal charges doubling each year and referrals to the
Prosecutor’s Office jumping from nine cases in 2020 to 68
cases in 2021.

In view of its huge success and effectiveness, the SJP will
be a viable option for IP right holders who are in need of
enforcing their IP rights in Korea.
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Thailand’s
landmark ruling
on trademark
non-use
cancellation:
awelcome
change froma
conservative
trend

and
of
review crucial Thai case law
which indicates a long-awaited
departure from a conservative
approach to trademark non-use
cancellation

rademark cancellation petitions in Thailand based

on the ground of non-use are quite common; how-

ever, actually succeeding in cancelling the registered

trademark due to its non-use is a massive challenge
faced by petitioners. There is a plethora of reasons for an ex-
tremely low percentage of successful non-use cancellation de-
cisions, including proving that the petitioner is an interested
person, stringent evidentiary hurdles for the petitioner, as well
as the conservative nature of the Trademark Board in can-
celling registered marks.

The legal provision for non-use cancellation is provided
under Section 63 of the Thai Trademark Act, stating: “Any in-
terested person or the Registrar may petition the Board to can-
cel a trademark registration if it is proved that, at the time of
registration, the owner of the trademark had no bona fide inten-
tion to use the trademark with the goods for which it was regis-
tered and there was no bona fide use whatsoever of the
trademark for such goods or that during the three years prior to
the petition for cancellation there was no bona fide use of the
trademark for the goods for which it was registered unless the
owner can prove that such non-use was due to special circum-
stances in the trade and not to an intention not to use or to aban-
don the trademark for the goods for which it was registered.”
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In order to successfully cancel a registered trademark, the

petitioner needs to prove the following:

1) That the petitioner is an interested person; and

2) At the time of registration the registrant had no bona
fide intention to use the trademark with the goods for
which it was registered and there was no bona fide use
whatsoever of the trademark for such goods; or

3) During the three years prior to the petition for cancel-
lation there was no bona fide use of the trademark for
the goods for which it was registered.

The first and foremost challenge for a petitioner in a non-
use cancellation in Thailand is to prove that they are an inter-
ested person. Even before examining the merit of the
arguments and the evidence, the Trademark Board reviews
whether the petitioner is entitled to file the non-use cancella-
tion petition in the first place. The Thai trademark law does
not define an “interested person’, but the authorities generally
interpret this term to include any person whose rights are or
will be affected if the registered trademark is not cancelled from
the record.

After the Trademark Board is convinced that the peti-
tioner is an interested person, it examines the evidence submit-
ted by the petitioner. Unlike other jurisdictions, Thai law does
not require the registrant to submit any affidavit or other evi-
dence to prove that they have put their trademark into use after
registration. Consequently, the onus of proof of non-use of the
registered trademark is on the petitioner. A key piece of evi-
dence is a market investigation report, which can help
strengthen the arguments that despite extensive investigation
in relevant online and offline channels covering the registered
goods or services, no use of the trademark was found. If the
registered goods are related to drugs or cosmetics, the peti-
tioner may also submit a letter from the Thai Food and Drug
Administration (FDA) to confirm whether the registrant had
obtained the necessary approval before using the registered
trademark for the goods.

The registrant is entitled to raise the defence of existence
of “special circumstances in the trade” which prevented them
from using the trademark, and that such non-use was not an
intention not to use or to abandon the trademark. Broadly in-
terpreted, these special circumstances may include trade re-
strictions, poor market or economic conditions, war or
epidemic situations etc. However, generally, the conservative
trend indicated that if the registrant simply indicated that they
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did not have an intention not to use or
to abandon the trademark, the Trade-
mark Board would dismiss the petition,
without considering if any special cir-
cumstances existed which prevented
the registrant from using their trade-
mark.

Central Intellectual
Propertyand

International Trade (CIPIT)
Court’s ruling on non-use
cancellation

In this case, the petitioner, a renowned
Japanese company engaged in the
manufacturing and sale of beauty and
healthcare products, intended to ob-
tain registration for their trademark in
Thailand for cosmetic goods in Class
3. However, the petitioner’s trademark
application was refused due to the reg-
istration of a prior mark comprising
the same word (in a different style) in
the name of a Thai company. The
prior mark was registered in Thailand
since 2009. Prior to filing the non-use
cancellation petition, the petitioner
conducted market investigations in
2015 and 2017 to discover whether
the registrant had used their trade-
mark in relation to the registered
goods. Along with conducting the in-
vestigations, the petitioner also re-
ceived an official response from the
Thai FDA that the registrant had not
obtained FDA approval for the goods
covered under the registered trade-
mark.

Consequently, the petitioner filed
anon-use cancellation petition with the
Thai Trademark Board in February
2018. In their response to the non-use
cancellation petition, the registrant
merely stated that they had not begun
using the registered mark as they were
finalising their marketing management
and production plan. Expectedly, the
Trademark Board dismissed the cancel-
lation petition and decided in favour of
the registrant. The petitioner filed an ap-
peal to the CIPIT Court against the

Trademark Board’s decision.

While deciding the case, the CIPIT Court outlined that
the key issue was whether the petitioner proved that at the time
of registration, the registrant had no bona fide intention to use
the trademark with the goods for which it was registered, and
in fact there was no bona fide use of the registered trademark
for such goods, or that during the three years prior to the peti-
tion for cancellation, there was no bona fide use of the trade-

mark for the goods for which it was registered.

THAILAND X

Kritsana
Mingtongkhum

Partner, Satyapon & Partners
T. +66 02 254 8858
E: satyapon®satyapon.com

Kritsana Mingtongkhum is a partner at
Satyapon & Partners and heads the trademark
and litigation departments, overseeing
enormous volumes of trademark prosecution,
enforcement and litigation matters.

Kritsana’s reputation in the IP industry has
been growing exponentially; he was recently
elected by his peers to a second term on the
ASEAN IPA Thailand Committee, and is now
elected to serve on the APAA committees as a
member of the APAA Trademark committee.

After many years of volunteer service to
the Intellectual Property Association of
Thailand, Kritsana has now been appointed
General Secretary of the organisation.
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After reviewing the market inves-
tigations, the FDA confirmation letter
and the registrant’s response admitting
that they had not begun using the trade-
mark, the CIPIT Court issued its deci-
sion in November 2021. It ruled that
the registrant had not provided any jus-
tifiable reason for not putting their reg-
istered trademark to use, despite
registering the mark since 2009 up until
the non-use cancellation petition was
filed in 2018. The CIPIT Court re-
jected the registrant’s argument of
preparing the marketing plan prior to
using the trademark and held that they
had not used their trademark in a bona
fide manner, nor proven any bona fide
intent to use the trademark in respect of
the registered goods, as required under
the law. Further, the registrant had not
submitted evidence of any actual use of
the registered trademark within the
three year period immediately preced-
ing the date on which the non-use can-
cellation petition was filed.

Importantly, in their defence, the
registrant had also stated that they did
notintend to abandon the trademark or
not use it in respect of the registered
goods. But the CIPIT Court rejected
this argument, ruling that according to
the legal provision, the registered owner
must satisfactorily prove both condi-
tions that:

1) The non-use of the trademark
was due to special circumstances
in the trade; and

2) Not due to an intention not to
use or to abandon the trademark
for the goods.

Thus, the registrant could not sim-
ply state they did not intend to abandon
the trademark or not use the trademark,
without showing that special circum-
stances existed in the trade which pre-
vented them from using the trademark.
The CIPIT Court also interpreted the
term “special circumstances” to mean
conditions which affect the overall busi-
ness activities in the country, such as im-
port restrictions, or any prohibition

orders by the government, and not the
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Shantanu
Ajit Tambe

Senior Assaciate, Satyapon & Partners
T +66 02 254 8858
E: satyapon®satyapon.com

Shantanu Ajit Tambe is a senior associate at
Satyapon & Partners.

Shantanu has more than eight years of
experience in advising clients on brand creation
and protection strategies, managing brand
portfolios, IP acquisitions and IP licensing. He
mainly oversees the firm'’s outgoing trademark
and copuright prosecution, litigation and
enforcement matters abroad including in India,
China and ASEAN region.

An integral part of the firm's business
development group, Shantanu has a broad,
hands-on-knowledge of various IP issues, with
particular expertise in trademark, copyright and
domain names and frequently liaises with
international clients on these matters.
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personal decisions taken by individual registrants such as a
delay in marketing or manufacturing plans.

Based on the above grounds, the CIPIT Court over-
turned the Thai Trademark Board’s decision and allowed can-
cellation of the registrant’s trademark on the ground of non-use.

Though the registrant filed an appeal against this decision
to the Court of Appeal for Specialized Cases, the Court of Ap-
peal affirmed the CIPIT Court’s decision in October 2022,
confirming cancellation of the mark based on non-use. The
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matter is currently pending at the Supreme Court level and a
final decision on this issue is expected in the near future.

These judgments clearly indicate that the courts will not
allow parties to sit on their registered trademarks with no proof
of use and no intention to use, especially if it affects the rights
of third parties genuinely wishing to use their trademark in
Thailand. The court gave solid legal reasoning and refused the
registrant’s frivolous claims of having an intention to use the
trademark and not abandon their trademark, without submit-
ting any evidence to support the claims or proving existence
of special circumstances to prevent use.

However, a key question still lingers. Would the courts
have issued the same decision in the absence of a letter issued
by the Thai FDA? It remains to be seen whether the ruling will
be maintained and abided by the courts in future cases involv-
ing non-medical or non-cosmetic products as well.

Hopefully, the court judgments reverse a traditionally con-
servative trend on non-use cancellation matters, where the Thai
Trademark Board rarely grants a non-use cancellation and rules
in favour of trademark registrants. The judgments set an impor-
tant precedent that if the registrants wish to continue enjoying
the rights over their registered trademarks, they must actually
use the trademarks, and not simply claim “having an intention
to use” or “having no intention to abandon the trademark”

Brand owners are therefore well-advised to start using
their registered trademarks and collect evidence on record to
keep their trademarks valid and enjoy protection in Thailand.
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RANKINGS

Top firms for patent work

Managing Intellectual Property is delighted to publish the
IP Stars 2023 rankings of the leading firms for selected juris-
dictions. These are the results from the research for IP Stars
2023, which started in September 2022. The rankings over
the following pages cover 16 selected jurisdictions. For the
full list covering over 70 jurisdictions, please visit
ipstars.com.

Ipstars.com is a searchable website with news and analysis
on firms and individuals practising IP. Bookmark it and
check back regularly for the latest updates on the ranked
firms and this year’s research.

IPSTARS is not a directory of all firms offering IP services
and therefore many firms, including those that participated

in research, have not been listed.

Congratulations to all the firms listed this year.

Methodology

These rankings are based on information available at the
time the research was completed (January 2023). The re-
search was conducted rigorously and impartially by our team
of researchers in London, New York and Hong Kong. No
firm can pay to be included or to influence the results, and
there is no fee to pay to participate in the research.

Each year our research analysts obtain information from
thousands of firms, IP practitioners and their clients through
interviews, emails and online surveys. Before compiling the
rankings, our research analysts also conducted their own in-
dependent research, including an analysis of publicly avail-
able information (such as court or IP office data) and
existing data we hold on firms. The aspects assessed for the
firm rankings include expertise, workload, market reputa-
tion/record, outcomes achieved for clients, and unique
strengths in a given practice area. Judgments about which
firms to include in the rankings, and which tier and practice
area they should be in, take account of all this information.
This makes IP STARS the most comprehensive and author-
itative survey of the IP legal market yet published. Firms are
ranked alphabetically in tiers, or as highly recommended or
recommended. The total number of firms listed varies from
jurisdiction to jurisdiction. For most jurisdictions, the rank-
ings are split into prosecution and contentious work. How-
ever, in smaller jurisdictions we evaluated and ranked firms
for their IP practice as a whole.

36

Except for name changes, any subsequent developments or
information that could influence our rankings will be con-
sidered during the research for the 2024 edition of IP
STARS, which starts in September 2023. For the avoidance
of doubt, the tables do not suggest or indicate that the IP ex-
pertise or services of the listed firms are limited to the prac-
tice area in question. Managing IP does not recommend or
endorse any particular firm for IP work. IP STARS rankings
are subject to change each year. Visit ipstars.com to learn
more about our research.
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RANKINGS Z>F >4

CHINA (DOMESTIC FIRMS)
PATENT CONTENTIOUS PATENT PROSECUTION
TIER1 OTHER NOTABLE FIRMS TIER1 TIER3
King & Wood Mallesons AFD China Intellectual Property CCPIT Patent and Trademark AFD China Intellectual Property
Lifang & Partners Law Office Law Office Law Office
An Tian Zhang & Partners China Patent Agent (HK) Beijing East IP
TIER2 Chang Tsi & Partners King & Wood Mallesons Beijing Sanyou Intellectual
CCPIT Patent and Trademark Global Law Office Liu Shen & Associates Property Agency
Law Office JunHe China Science Patent &
China Patent Agent (HK) Lusheng Law Firm TIER2 Trademark Agent
Fangda Partners Watson & Band NTD Intellectual Property China Sinda Intellectual Property
Han Kun Law Offices Zhongzi Law Office Attorneus Han Kun Law Offices
LexField Law Offices ZY Partners Unitalen Attorneys at Law Jeekai & Partners

Liu Shen & Associates

Unitalen Attarneus at Law

Wanhuida Intellectual Property

TIER3

Kangxin Partners

Lung Tin Intellectual Property
Agent

NTD Intellectual Property
Attorneys

Zhong Lun Law Firm

| /A\AFD China

Utility Model

Litigation
& Other Services

Copyright

Kangxin Partners

Lung Tin Intellectual Property
Agent

Shanghai Patent & Trademark
Law Office

Wanhuida Intellectual Property
Zhongzi Law Office

OTHER NOTABLE FIRMS
Advance China IP Law Office
Chang Tsi & Partners
PatentSino IP Firm

PATENTS - TRADEMARKS - COPYRIGHTS

AFD China Intellectual Property Law Office
TERGEFEARFTRRKEFTRLF

AFD China Intellectual Property is a top-tier
privately-owned IP firm in China. We have
over 250 people working in our Beijing Office.
Two third of them are IP practitioners including
patent attorneys, trademark attorneys, and
attorneys-at-law. We also have a client-sup-
porting team including several U.S. patent
agents located in Washington, U.S.A.

We provide services to clients worldwide in all
areas of intellectual property law, including
patents, trademarks, copyrights, unfair
competition, trade secrets, domain names,
licensing, and other legal areas dealing with
technology and IP.

Head Office: Golden Towers, Tower B, 21st Fl.,
38 Xueqing Road, Beijing 100083, China

Tel: +86 10 8273 0790

Fax: +86 10 8273 0820
Email: afdbj@afdip.com
Website: www.afdip.com

WWW.MANAGINGIP.COM
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CHINA (FOREIGN FIRMS)

PATENT

TIER1
Bird & Bird

TIER2

Baker McKenzie

DLA Piper

Jones Day

Orrick Herrington & Sutcliffe
Rouse

TIER3

AWA

Deacons

Gowling WLG
Hogan Lovells
Spruson & Ferguson

OTHER NOTABLE FIRMS
Allen & Overy
Finnegan Henderson Farabow Garrett & Dunner

FRANCE

foroverthree decades.

Law firms need practical information when
advising their clients; not reactionary or news-

focused, but informed and actionable.

What keeps in-house
counsel awake at night?

Find out more
Www.managingip.com

Get unlimited seven-day access simply visit
www.managingip.com or contact Jack Avent,
jack.avent@euromoneyplc.com | +44 (0)20 7779 8379

PATENT CONTENTIOUS

PATENT CONTENTIOUS

PATENT PROSECUTION

(LAW FIRMS) (PATENT & TRADE MARK TERY
ATTORNEY FIRMS) -

TIER1 Beau de Loménie

Allen & Overy HIGHLY RECOMMENDED Lavaix

August Debouzy Bardehle Pagenberg Plasseraud IP

Bird & Bird Casalonga Regimbeau

Hoyng Rokh Monegier Santarelli
RECOMMENDED

TIER2 abello IP TIER2

Duclos Thorne Mollet-V/iéville & Associés (DTMV) Lavoix Atout Pl Laplace

Gide Lourette Nouel Plasseraud IP Casalonga

Hogan Lovells
Schertenleib Avocats

Germain Maureau

TIER3
TIER3 Cevers
Armengaud Guerlain LLR
Jones Day Novagraaf
Linklaters
Pinsent Masons OTHER NOTABLE FIRMS
Reed Smith abello IP
Simmons & Simmons Ipsilon
Szleper Henry Naumann Avocats Nony

OTHER NOTABLE FIRMS

Amar Goussu Staub

Cousin & Associes

de Marcellus & Disser Avocats
Dentons

JAPANESE BUYERS' GUIDE 2023



GERMANY

RANKINGS S >F >

PATENT CONTENTIOUS

PATENT CONTENTIOUS

(LAW FIRMS) (PATENT & TRADEMARK
ATTORNEY FIRMS)

TIER1 OTHER NOTABLE FIRMS
Bird & Bird Ampersand TIERL OTHER NOTABLE FIRMS
Hogan Lovells Baker McKenzie Bardehle Pagenberg Braun-Dullaeus Pannen
Houng Rokh Monegier CBH Cohausz & Florack Emmerling

(Clifford Chance df-mp (Dorries Frank Molnia & EIP
TIER2 DLA Piper Pohlman) Isenbruck Bésl Horschler

Arnold Ruess

Freshfields Bruckhaus Deringer

Finnegan Henderson Farabow
Garrett & Dunner

Hoffmann Eitle

Michalski Huttermann & Partner

Vossius & Partner

Ter Meer Steinmeister & Partner

Kather Augenstein Gleiss Lutz Wallinger Ricker Schlotter
Krieger Mes & Graf von der Hengeler Mueller TIER2 Tostmann (WRST)
Groeben Heuking Kuhn Lter Wojtek Eisenfuhr Speiser WBH Wachenhausen
Preu Bohlig & Partner Jones Day Grnecker Weickmann

Quinn Emanuel Urquhart & Linklaters Konig Szynka Tilmann von

Sullivan Taliens Renesse

Rospatt Osten Pross

Taulor Wessing

Wildanger Kehrwald Graf von
Schwerin & Partner

TIER3

Allen & Overy

Klaka

Simmons & Simmons

GERMANY

PATENT PROSECUTION

Maikowski & Ninnemann

Maiwald

Samson & Partner

TIER3

Boehmert & Boehmert

Meissner Bolte

Peterreins Schley

Wuesthoff & Wuesthoff

PATENT CONTENTIOUS

PATENT PROSECUTION

TIER1 TIER3 TIER1 TIER1
Boehmert & Boehmert df-mp (Dorries Frank Molnia & Anand and Anand Anand and Anand
Griinecker Pohlman) Remfry & Sagar K &S Partners
Hoffmann Eitle Dompatent von Kreisler Singh & Singh Lakshmikumaran & Sridharan
Maiwald Isenbruck Bosl Horschler Remfry & Sagar
Vossius & Partner Kanig Szynka Tilmann van TIER2 RK Dewan & Co
Renesse K& S Partners
TIER2 Maikowski & Ninnemann S Majumdar & Co TIER2
Bardehle Pagenberg Michalski Hittermann & Partner Saikrishna & Associates Krishna & Saurastri Associates

Cohausz & Florack

Viering Jentschura & Partner

Rahul Chaudhry & Partners

Eisenflhr Speiser

Weickmann

TIER3

S Majumdar & Co

Meissner Bolte

Inttl Advocare

Subramaniam & Assaociates

Samson & Partner

OTHER NOTABLE FIRMS

Krishna & Saurastri Associates

Uexkull & Stolberg Dreiss Lakshmikumaran & Sridharan TIER3

Wuesthoff & Wuesthoff Kraus & Weisert Lall & Sethi Chadha & Chadha
Kuhnen & Wacker Obhan & Associates De Penning & De Penning
Manitz Finsterwald RK Dewan & Co Kan & Krishme
Muller Schupfner & Partner LexQOrbis
Prifer & Partner OTHER NOTABLE FIRMS Obhan & Associates

Ter Meer Steinmeister &
Partner

Khaitan & Co

Rahul Chaudhry & Partners

OTHER NOTABLE FIRMS

Wallinger Ricker Schlotter
Tostmann (WRST)

Witte Weller & Partner

ZSP (Zwicker Schnappauf &
Partner)

WWW.MANAGINGIP.COM

Khurana & Khurana
LS Davar& Co




INDONESIA

RANKINGS S >* >4

MALAYSIA

PATENT PATENT CONTENTIOUS PATENT PROSECUTION
TIER1 TIERL TIERL
Hadiputranto Hadinoto & Partners Shearn Delamore & Co Henry Goh & Co
Rouse (in association with Suryomurcito & Co) Skrine Marks & Clerk
\Wong & Partners (Baker Shearn Delamore & Co
TIER2 McKenzie) Skrine
Am Badar & Am Badar
Januar Jahja & Partners TIER2 TIER2
K&K Advocates LindaWang Su & Boo (a DCCAdvanz
Tilleke & Gibbins member of ZICO IP) KASS International
LindaWang Su & Boo (a
TIER3 TIER3 member of ZICO IP)
SKC Law Chooi & Company + Cheang & Wong & Partners (Baker
Ariff McKenzie)
OTHER NOTABLE FIRMS Christopher & Lee Ong
AMR Partnership Rahmat Lim & Partners TIER3
FAIP Advocates & IP Counsels Shook Lin & Bok Mirandah Asia
Spruson & Ferguson Tay & Partners Pintas
Wong Jin Nee & Teo Rahmat Lim & Partners

MEXICO

PATENT CONTENTIOUS

PATENT PROSECUTION

Tay & Partners

OTHER NOTABLE FIRMS

Raja Darrul & Loh

OTHER NOTABLE FIRMS

Wong Jin Nee & Teo

NETHERLANDS

PATENT CONTENTIOUS

PATENT PROSECUTION

TIER1 TIERL TIER1 TIERL
Arochi & Lindner Arochi & Lindner Brinkhof Arnold & Siedsma
Basham Ringe y Correa BC&B Law & Business Houng Rokh Monegier De Vries & Metman
OLIVARES OLIVARES NLO
Uhthoff Gomez Vega & Uhthoff TIER2 VO
TIER2 Bird & Bird
BC&B Law & Business TIER2 Freshfields Bruckhaus Deringer  TIER2
Calderon & De La Sierra Basham Ringe y Correa Hogan Lovells AOMB
Uhthoff Gomez Vega & Uhthoff ~ Calderon & De La Sierra Simmons & Simmons EP&C
Dumont Taylor Wessing
TIER3 Vondst TIER3
Dumaont TIER3 Patentwerk
Goodrich Riguelme y Asociados  AVA TIER3
ClarkeModet De Brauw Blackstone OTHER NOTABLE FIRMS
OTHER NOTABLE FIRMS Goodrich Riguelme y Asociados Westbroek HGF
AVA Iberbrand Vriesendorp & Gaade
Baker McKenzie Mendez + Cortes OTHER NOTABLE FIRMS
Muggenburg Gorches y Panamericana de Patentes y Allen & Overy
Penalosa Marcas BarentsKrans
Santamarina y Steta DLA Piper
TMI Abogados OTHER NOTABLE FIRMS NautaDutilh

Baker McKenzie

Pinsent Masons

C&L Attorneus

Santamarina y Steta

TMI Abogados

Vila Abogados
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PHILIPPINES

SINGAPORE

PATENT PATENT CONTENTIOUS PATENT PROSECUTION
TIERL TIERL TIERL
ACCRALAW Allen & Gledhill Marks & Clerk
Quisumbing Torres Bird & Bird ATMD Spruson & Ferguson
Sapalo Velez Bundang & Bulilan Dentons Roduk & Davidson Viering Jentschura & Partner
SyCip Salazar Hernandez & Gatmaitan Drew & Napier
TIER2
TIER2 TIER2 Allen & Gledhill
Cruz Marcelo & Tenefrancia Amica Law Amica Law
Romulo Mabanta Buenaventura Sayoc & De Los Angeles Donaldson & Burkinshaw
TIER3 Drew & Napier
TIER3 Baker McKenzie Wong & Leow
Castillo Laman Tan Pantaleon & San Jose Mirandah Law TIER3
EB Astudillo & Associates Rajah & Tann Baker McKenzie Wong & Leow
Federis & Associates Ravindran Associates Bird & Bird ATMD
Hechanova Group Shook Lin & Bok Davies Collison Cave
Dentons Roduk & Davidson
OTHER NOTABLE FIRMS OTHER NOTABLE FIRMS McLaughlin IP

Baranda & Associates

Lee & Lee

Bengzon Negre Untalan

SOUTH KOREA

THAILAND

OTHER NOTABLE FIRMS
Mirandah Asia

PATENT CONTENTIOUS PATENT PROSECUTION PATENT
TIER1 TIER1 TIER1
Bae Kim & Lee FirstLaw PC Baker McKenzie
Kim & Chang Kim & Chang Domnern Somgiat & Boonma
Lee &Ko YP Lee Mock & Partners Tilleke & Gibbins
TIER2 TIER2 TIER2
Shin & Kim BaeKim & Lee Rouse
Yoon & Yang Lee International Satyapon & Partners
Yulchon NAM & NAM
TIER3
TIER3 TIER3 Ananda Intellectual Property
FirstLaw PC Koreana Patent Firm LawPlus
Lee International Lee &Ko ZICOIP
Muhann Patent & Law Firm
OTHER NOTABLE FIRMS You Me Patent & Law Firm OTHER NOTABLE FIRMS
AIP Patent & Law Firm ILCT
Darae Law & IP Firm OTHER NOTABLE FIRMS S&l International Bangkok
AIP Patent & Law Firm SCL Nishimura & Asahi
Darae Law & IP Firm Spruson & Ferguson
Hanol IP & Law
KBK & Associates
Yoon & Lee International Patent
& Law Firm
Yoon & Yang

WWW.MANAGINGIP.COM



UNITED KINGDOM (ENGLAND)

RANKINGS S >* >4

UNITED STATES

PATENT CONTENTIOUS PATENT CONTENTIOUS PATENT CONTENTIOUS PATENT PROSECUTION
(LAW FIRMS) (PATENT & TRADE MARK
EY FIRMS) TIERL TIERL
TIER1 ATTORN Desmarais Finnegan Henderson Farabow
Allen & Overy TIER1 Finnegan Henderson Farabow  Garrett & Dunner
Bird & Bird Carpmaels & Ransford Garrett & Dunner Fish & Richardson
Bristows EIP Fish & Richardson Knobbe Martens
Hogan Lovells Gibson Dunn & Crutcher Sterne Kessler Goldstein & Fox
Pinsent Masons TIER2 Kirkland & Ellis
Powell Gilbert HGF Law Latham & Watkins TIER2
Taylor Wessing Marks & Clerk Law Quinn Emanuel Urquhart & Cooley
Potter Clarkson Sullivan Fenwick & West
TIER2 WilmerHale Foley & Lardner
Gowling WLG TIER3 Kilpatrick Townsend & Stockton
Herbert Smith Freehills AAThornton TIER2 Oblon McClelland Maier &
Kirkland & Ellis Haseltine Lake Kempner Arnold & Porter Neustadt
Simmons & Simmons VVenner Shipley Cooley Schwegman Lundberg &
WilmerHale Covington & Burling \Woessner
OTHER NOTABLE FIRMS Irell & Manella Venable
TIER3 Withers & Rogers Jones Day
Mishcon de Reya Keker VVan Nest & Peters TIER3
Osborne Clarke McKool Smith Banner Witcoff
Morrison Foerster Bookoff McAndrews
OTHER NOTABLE FIRMS Orrick Herrington & Sutcliffe Choate Hall & Stewart
CMS Paul Hastings Harness IP
Freshfields Bruckhaus Deringer Sidley Austin Haynes and Boone
Wiggin Susman Godfrey Hunton Andrews Kurth
Weil Gotshal & Manges LLeydig Voit & Mauer
Williams & Connolly Marshall Gerstein & Borun
Winston & Strawn McDermott Will & Emery
Merchant & Gould
PATENT PROSECUTION TIER3 Morrison Foerster
TIERL TIER3 Alston & Bird Perkins Coie
Boult Wade Tennant Abel & Imray Baker Botts Pillsbury Winthrop Shaw
Carpmaels & Ransford Appleyard Lees DLA Piper Pittman
D Young & Co EIP Goodwin Procter Rothwell Figg Ernst & Manbeck
Dehns Elkington + Fife Kilpatrick Townsend & Stockton ~ Wolf Greenfield & Sacks
HGFE Keltie King & Spalding Womble Bond Dickinson
JAKemp Knobbe Martens
Kilburn & Strode OTHER NOTABLE FIRMS Mayer Brown
Mewburn Ellis AAThornton McDermott Will & Emery
Potter Clarkson Beck Greener O'Melveny & Myers
Cleveland Scott York Paul Weiss Rifkind Wharton &
TIER2 Forresters Garrison
Barker Brettell Greaves Brewster Perkins Coie
Gill Jennings & Every Murgitroyd Ropes & Cray
Haseltine Lake Kempner Page White Farrer Venable
Marks & Clerk Slingsby Partners
Mathys & Squire Wilson Gunn
Maucher Jenkins
Reddie & Grose
Venner Shipley
Withers & Rogers

JAPANESE BUYERS' GUIDE 2023
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UNITED STATES

VIETNAM

PTAB LITIGATION PATENT

TIER1 TIER1

Finnegan Henderson Farabow Garrett & Dunner Pham & Associates
Fish & Richardson Tilleke & Gibbins

Haynes and Boone

Vision & Associates

Paul Hastings

Sterne Kessler Goldstein & Fox TIER2

WilmerHale D&N International
INVESTIP

TIER2 Rouse

Baker Botts

Cooley TIER3

Kilpatrick Townsend & Stockton BMVN International (Baker McKenzie)

Kirkland & Ellis Winco

Knobbe Martens

Perkins Coie OTHER NOTABLE FIRMS

Quinn Emanuel Urquhart & Sullivan Ageless

Ropes & Gray Annam IP & Law

TIER3

Alston & Bird

Banner Witcoff

Foley & Lardner

Irell & Manella

Mauyer Brown

McAndrews Held & Malloy

Morgan Lewis & Bockius

Oblon McClelland Maier & Neustadt
Robins Kaplan

Sidley Austin

\Venable

Weil Gotshal & Manges

Wilson Sonsini Goodrich & Rosati
Wolf Greenfield & Sacks
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foroverthree decades.

Law firms need practical information when
advising their clients; not reactionary or news-

focused, but informed and actionable.

What keeps in-house
counsel awake at night?

Find out more
Www.managingip.com

Get unlimited seven-day access simply visit
www.managingip.com or contact Jack Avent,
jack.avent@euromoneyplc.com | +44 (0)20 7779 8379

WWW.MANAGINGIP.COM
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AUSTRALIA

Davies Collison Cave

Address: Level 15, 1 Nicholson Street, Melbourne VIC 3000

Tel: +61 3 9254 2777

Fax: +61 3 9254 2770

Email: mail@dcc.com (English, for instructions or urgent enquiries)
JPmail@dcc.com (Japanese, for general enquiries only)

Website: https:/dcc.com

Contact: Michael Wolnizer — Group Managing Principal

No of partners: 37
Total no of attorneys and lawyers: Over 100
Languages spoken: English; Japanese; Mandarin

Main area of practice: IP

With a history that spans more than 140 years, Davies Collison

Cave (DCC) are leaders in Intellectual Property in the Asia Pacific

region. Practice areas include:

- Patent drafting, prosecution and counselling

- Trade mark filing, prosecution and counselling

- Design filing, prosecution and counselling

- Patent, trade mark and designs oppositions

- Legal services including: IP litigation and commercialisation;
technology, media and telecommunications (TMT) advice; and
privacy and data protection advice.

Our trademark practice

Our experienced attorneys work closely together to offer a full range
of trade mark services including expert advice in search analysis,
preparing and filing trade mark and domain name applications,
prosecution — both Australian and overseas including international
registrations, oppositions, domain name disputes, portfolio, and
brand management.

Since 2000 DCC has filed more trade mark applications in Australia
than any other firm.

Our patents practice

DCC's patent practice is unrivalled. We have filed a large share of the
patent applications in the region for a number of years and we
consistently file amongst the highest number of originating patent
applications across all technical disciplines in Australia and New
Zealand. Our Singapore team files for the largest local filers in
Singapore, in addition to filing regionally for many of the world’s
largest companies and our Hong Kong and Malaysian teams bring a
wealth of experience and local knowledge to their markets. DCC has
a depth of technical expertise and legal experience across Asia
Pacific that our competitors find difficult to match.

DCC Law Practice
DCC's associated law firm, Davies Collison Cave Law (‘DCCL) is a

dedicated IP litigation and commercialisation firm.

DCCL is the largest dedicated IP law group in Australia (larger than

DAVIES
COLLISON
CAVE

our ‘full service law firm’ competitors) and has been highly successful
in protecting our client’s rights and defending their interests. In addition
to the DCCL IP litigation team DCCL also advises clients in the TMT,
privacy and data protection, tax and commercial law areas. When
appropriate DCCL works closely with DCC, whilst closely protecting the
confidential information of both the clients of DCC and DCCL, to
achieve the best possible resolution of disputes before Australian
courts.

Industry recognition

Year after year, DCC is recognised and awarded by peers and industry

badies for the qualitu of service provided. Some of our recent firm

awards include:

» Law Firm of the Year for Intellectual Property Law, Best Lawuers,
2023

- Australia: Patent Contentious (Patent and Trade Mark Attorney) Firm
of the Year, Managing IP Awards, 2022

- Australia: Trade Mark (Patent and Trade Mark Attorney) Firm of the
Year, Managing IP Awards, 2022

- Asia Pacific: Trans-Tasman IP Firm of the Year, Managing IP Awards,
2022.

Japan services

DCCs Japan Group is dedicated to our Japanese clients. With our team
of Japan-focused IP professionals we can assist with any of your IP
services. We represent some of the world’s most recognisable
Japanese companies and brands, as well as SMEs and cutting-edge
start-ups. Our expertise and long-standing experience in working with
Japanese clients and IP professionals give us an understanding of the
specific needs of Japanese clients, and ensure that we deliver high-
quality and timely services to protect their innovation, branding,
creativity and commercial success.

If you would like to make a general enquiry, please email us at
JPmail@dcc.com in Japanese, or mail@dcc.com in English.

(For sending formal instructions or urgent enquiries, please contact us
in English using mail@dcc.com or call us on +61 3 9254 2777).

WWW.MANAGINGIP.COM
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CHINA

AFD China Intellectual Property Law Office AAF D China

INTELLECTUAL PROPERTY LAW OFFICE
LRZEFEANRA-RKEETERLA

Address: Golden Towers, Tower B, 21st FI, 38 Xueging Road, Haidian, Beijing, 100083, China
Tel: +8610 8273 0790

Fax: +86 10 8273 0820

Email: info@afdip.com

Website: www.afdip.com

Contact: Xia Zheng

Total number of lawyers: 150

Languages spoken: English, Japanese, Korean, German, Chinese

Main area of practice: patents, trademarks, copyrights, domain names, integrated circuit layouts, trade secrets, unfair competition, IP
litigation, plant varieties, technology and legal translation

AFD China Intellectual Property Law Office was founded by Ms. Xia Zheng in 2002 upon the commitment of high-level IP services. With the
main office located in Beijing, China, and an international client-supporting team in Washington State, US. A, we offer one-stop solutions and
comprehensive range of intellectual property services in China to individuals and cooperate clients all over the world — including IP strategu,
patent mining, patent drafting, IP filing and prosecution, free-to operating analysis, validity or invalidity analysis, portfolio management,
investigation, IP due diligence, dispute solutions and IP litigation - to strengthen and protect clients’ IP rights in China.

Over the years, we have grown from a boutique firm into @ medium-sized firm with over 210 employees. The professionals at AFD China are
well-versed in IP laws and some of them won titles such as “National IP talent”, “Outstanding Patent Attorney of year”, “IP Star”, “Leading
Individual” and “IP Attorney to Watch”.

Our practice is distinguished by creative mindsets and effective approaches. Our working manner was described as “in the best spirit of the
law, rather than advising clients to sidestep requlations based on technicalities”. We provide forward-thinking advice at each step of the
prosecution or litigation process and utilize every possible opportunity during a prosecution process to advance clients’ cases. We have
implemented and maintained a mandatory quality control policy that applies to all filings, opinion letters and litigation filings. We enforce a
two-step at every key point of prosecutions to ensure consistency, accuracy, reliability and compliance. Our quality control includes a
complete set of control procedures of problem finding, training, watching, auditing, retraining, re-watching and re-auditing.

We stay up to date with the latest changes in their respective areas of IP practices. We provide prompt communications with clients on
changes on governmental, statutory, regulatory laws and regulations, examination guidelines and specific handlings.

Because of the commitment to good practice and high professionalism over the years, we are constantly recommended and recognized by
clients, industrial associations, local autharities and professional rankings. We are a director firm of the Beijing Patent Attorneus Associations, a
committee member firm of the China Intellectual Property Development Alliance, and a council member firm of the China Trademark
Association. We were accredited to local patent agency service standards as an AAAAA-level (top tier) Patent Agency in Beijing, awarded with
the titles of Outstanding Patent Agency and Preferred IP Service Providers for Medium Small and Micro Enterprises. Our litigation case was
selected as an exemplary IPR protection case by the Beijing Higher Court.
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