INTELLECTUAL PROPERTY

Japanese Buyers’
Guide 2022

MBYBAE S
1 K7w202022




Best-in-class trademark search,
watch and brand protection.

+ The best-trained algorithms in the industry find +99% of potential conflicts
+ Relevance-ranked results delivered in minutes

+ Global coverage of trademark, domain, business and common law databases

Request a free trial o
markify.com MCI r k I fl.J



15

21

28

35

40

52

Contents BX

CHINA R [E

Rewards for employeeinventionsin
China for foreign companies
NAERRICE > TOREICHIT BRFHFFEBDIR
BIOVT

INDIA 1>

Notice of allowance - animportant
missing link in Indian patent procedure
HEFEEEA - 12 ST FRSICBITZEKR
BRIy IUDY

INDIA 1>

Amending claimsin Indian patent
applications

1 > FOFFEFHFEIC BT 55 R DIELE

INDIA >

Game-changer: the Intellectual
Property Division of the High Court of
Delhi

RERE(L: T') —BFEHIPAF RIS E SR

PHILIPPINES Z s U E>

Whattrademark owners should know:
An overview of Philippine registration
EIEFAEEDH > THEIRNSEIZL : 70 VEY
IS IROBE

SOUTH KOREA &[F

Statistical insights on patent
revocation casesin Korea
EFEUE R OMET LIEM

IP Stars rankings 2022
2022£EIP STARS S >* >4

Firm profiles
BHA7IO71—)L

1

JAPANESE BUYERS' GUIDE 2022



Editorial

anaging IP’s Japanese Buyers’ Guide provides in-

sights into the recent developments and legal

framework shaping intellectual property (IP) in

significant Asian markets that Japanese businesses
interact with. Expert practitioners from India, China, South Korea,
and the Philippines draw on their experience to enhance Japanese
companies’ knowledge, complemented by firm profiles from
across the continent and IP Stars patent rankings for several juris-
dictions.

The protection and monetisation of IP is gaining promi-
nence in India, and three of the articles focus on this increasingly
important jurisdiction. The authors provide answers to the fol-
lowing questions:

«  Which institution could be a game-changer in Indian IP
resolution?

«  What is the missing link in Indian patent procedure?

«  How can patent applications be amended in India?

Remfry & Sagar presents the High Court of Delhi as an ex-
ample to follow across India because of its moves towards effi-
ciency and streamlined IP jurisprudence. The firm notes that any
delay in the protection of rights or the settlement of disputes can
threaten the economic value of an intellectual asset.

Anand and Anand argues that the lack of a notice of al-
lowance provision in the Indian patent system is leading to uncer-
tainty for patent applicants, particularly regarding the timing of
decisions. The article compares the Indian system with that used
in the US, European Patent Office (EPO) jurisdictions, and Aus-
tralia.

Keeping the focus on Indian patent procedure, Obhan & As-
sociates details the limited conditions under which a patent appli-
cation can be amended. The contributors explain what applicants
should look out for when making changes.

Liu Shen & Associates reports on China’s initiatives to incen-
tivise foreign companies’ research and development. Foreign com-
panies with Chinese subsidiaries, or those establishing a base in
the country, need a sound understanding of the employee inven-
tion system.

FirstLaw PC analyses the statistical trends since the intro-
duction of the ex parte patent revocation procedure in South
Korea in 2017. Japanese patentees comprised the majority of the
foreign entities that instigated patent revocation cases, while the
procedure has been most commonly used in the chemistry/met-
allurgy field. Electronics is the next most active sector, which in-
dicates Japanese companies’ influence in this area.

Hechanova Group presents the main questions regarding the
registration of trademarks in the Philippines and answers them in
a systematic manner. The registration procedure is conducted ei-
ther through a direct filing with the Intellectual Property Office
of the Philippines or via the Madrid System, and the article helps
applicants to navigate either route.

The Japanese Buyers’ Guide answers many other IP-related
questions and is a valuable resource for Japanese businesses with
IP considerations involving other Asian jurisdictions.
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Rewards for
employee
inventionsin
China for foreign
companies

An increasing number of foreign
companies are conducting research
and development in China.

of
considers the implications and how
to incentivise inventors

Introduction

In China, corporate innovation activities are intensifying as the
protection of intellectual property rights is strengthened across
the board. In order to motivate inventors and encourage them
to participate more actively in research and development
(R&D), there is a growing awareness of inventors’ research
achievements, and inventor incentive systems within compa-
nies are gradually being developed.

As the globalisation of R&D progresses, more and more
foreign companies are conducting R&D by establishing bases
in China or by collaborating with local Chinese subsidiaries.
Under these circumstances, the issue many foreign companies
are facing is how to encourage the inventors of employee in-
ventions originating in China.

This article will explain some points about the reward sys-
tem for employee inventions in China based on actual cases.

Entities paying rewards

According to the Chinese Patent Law (as amended in 2020),
inventions completed by an employee in the performance of
the company’s duties or mainly using the company’s material
and technical conditions are employee inventions. Rights to
apply for a patent and patent rights related to employee inven-
tions belong to the company from the beginning. The law
states that the organisation that is granted a patent right should
reward the inventors after the patent right has been granted for
an employee invention.

Rewards for employee inventions are primarily based on
employment relationships, but in the case of foreign compa-
nies, employee inventions made by employees of Chinese sub-
sidiaries are often transferred to the parent company and filed
in the name of the parent company. At that time, there is an ar-

gument that the inventor is not an employee of the parent com-

pany, so the parent company cannot pay the reward, while the
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Chinese subsidiary is not the patentee and should not pay the
reward either, according to the provisions of the Patent Law.

In the Zhang Weifeng v. 3M China and 3M Innovation Com-
pany case filed by a former 3M Chinese employee ((2014) H.
G.M.S.(Z.) Z.Z. No. 120 Civil Judgment), the court found
that the Chinese subsidiary of a global company should pay the
reward for employee inventions created by it.

According to 3M’s intellectual property policy, 3M
China’s right to employee inventions was transferred to 3M In-
novation Company, another subsidiary of 3M, and a patent ap-
plication was filed in the name of 3M Innovation Company.

The court stated that the intent of the provisions of the
Patent Law concerning the payment of rewards to inventors of
employee inventions is to provide the inventors with a labour
remuneration equivalent to their contribution to the employee
inventions, and that the rights of the inventors to obtain re-
wards cannot be eliminated through internal consultations
within the global companies.

Although 3M China is not the owner of the patent at
issue, the court ruled that it should reward the inventor as the
employer of the inventor in this case.

Also, in the Wu Fengging v. CMECH and BETTELI case
((2018) Y. M. Z. No. 1824 Civil Judgment), the court ruled
the same.

CMECH transferred the rights to its employees’ inven-
tions to its affiliate company, BETTELI. After BETTELI had
filed a patent application in the United States, BETELLI com-
missioned the manufacture of the patented product to
CMECH, and the manufactured products were all exported
and sold in the United States.

The court ruled that ‘the organisation that is granted a
patent right” as defined in the Patent Law is an organisation
that has an employment relationship with the inventor and
should have the right to apply for a patent on the employee in-
vention once the employee invention is completed. CMECH
is not the owner of the US patent, but has an employment re-
lationship with the inventor. CMECH also manufactured the
patented products based on BETTELI’'s commission and actu-
ally made a profit, so the court ruled that CMECH should pay
the inventor a reward.

As can be seen from the precedents above, regardless of
the intellectual property management policy within global
companies, Chinese subsidiaries are obligated to reward inven-
tors for employee inventions created in Chinese subsidiaries.

In addition, even if a patent application is not filed in
China for an employee invention of a Chinese subsidiary, re-
ward for the inventor is required if the company makes a profit
from the employee invention.

Contents of reward and timing of
payment
Rewards for employee inventors are divided into incentives
and remunerations, each with different payment conditions.
Incentives should be paid to inventors after patents related to
employee inventions have been registered, but remuneration
should be paid to inventors in proportion to the profits earned
by exploiting the patents, under Article 15 of the Patent Law.
There are many cases in which the inventor was paid
under an unclear name, and the inventor requests a reward for
an employee invention again, or cases in which incentives were
paid after the registration of the patent but the inventor
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requests a remuneration after the patent exploitation since it
was not paid.

In the Huang Zhiwei v. Lier Chemical case ((2018) C. M.
Z.No. 615 Civil Judgment), Lier paid CNY 100,000 ($14,000)
in incentives to the R&D team members, including the plaintiff,
when the research results were produced, and gave the plaintiff
1% of the company’s stock to encourage his work as the leader
of the R&D team. The plaintiff received a profit of about CNY
30 million from the shares.

Nevertheless, after the patent based on the research re-
sults was registered, the plaintiff claimed remuneration from
Lier for exploitation of the patent. The court ruled that the
CNY 100,000 and 1% of the company’s stock were incentives
for R&D activities before filing a patent application, and were
not an employee invention reward under the Patent Law. The
court ruled that Lier was obliged to pay the plaintiff further re-
muneration based on the profit from the exploitation of the
patent.

Various incentives are sometimes given to researchers
during development to promote R&D activities, but such in-
centives are not rewards for employee inventions as stipulated
in the Patent Law. To prevent disputes, it is better to clearly de-
fine the conditions and timing of the payment of rewards in
line with the provisions of the Patent Law, and to clarify the
name of the rewards and their relevance to employee inven-

tions when paying rewards in company rules.

Restrictions on contractual priority

Pursuant to the provisions of the Implementing Regulations
of the Patent Law, the company may stipulate the method and
amount of reward with the inventor, and if there is no such stip-
ulation, the company shall pay incentives and remuneration
above the minimum amount stipulated in the Implementing
Regulations of the Patent Law.

Therefore, if the company has rules for employee inven-
tions, rewards should be given according to the company rules.
In addition, the amount of rewards determined by internal reg-
ulations does not have to be above the legal minimum amount.
The court allows that “A company may, according to its own
characteristics and needs, agree to reward inventors with re-
wards higher than the statutory minimum standards, but this
is the company’s voluntary choice and is not obligatory. The
amount of rewards agreed between the company and the in-
ventor can be higher or lower than the statutory minimum stan-
dards” ((2014) S.Z. M. C. Z.No. 06031 Civil Judgment).

However, there are some restrictions on internal regula-
tions. For example, since the criteria for a vague agreement that
a promotion or an increase in wages will be given for the com-
pletion of an employee invention are unclear, it is deemed as
not conforming to the provisions of the Implementing Regu-
lations of the Patent Law. Also, the rule that an employee in-
vention that reduces the company’s production costs and
increases profits can be paid a reward is not in line with the pro-
visions of the Implementing Regulations of the Patent Law be-
cause it imposes excessive conditions ((2013) S.Z.F.Z. M. C.
Z.No. 272 Civil Judgment).

In other words, contractual priority does not mean that
companies can establish internal rules just for their own con-
venience, and there is a certain degree of freedom in terms of
specific amounts and payment methods, but the overall con-
tent must comply with the legal framework.

CHINA fh[E
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Xuelan Yue

Xuelan Yue is a partner at Liu Shen & Associ-
ates who has been active in a wide range of
technical fields since joining the company in
2006, including machinery, materials, semi-
conductors, fuel cells, and telecommunications.

In addition to handling invalidation trials, admin-
istrative lawsuits, and civil infringement cases,
she has extensive experience in providing legal
opinion on right validity, rights infringement,
evidence collection, and litigation strategy for-
mulation. Furthermore, as a leader of the
Japanese language group of the firm, Xuelan
Yue has been invalved in many cases involving
rights enforcement, rights transfer, and patent
licensing for Japanese companies in China.

Xuelan Yue completed a doctoral degree course
(energy and advanced materials major) in
2002, at the Department of Mechanical Engi-
neering, Saga University, Japan, and received a
Ph.D. She is the director of the China Intellectual
Property Research Association and an expert
committee member of the China branch of the
International Association for the Protection of
Intellectual Property (AIPPI) for Q221
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Summary

Although there are not many legal provisions regarding em-
ployee inventions in China, due to the vigorous innovation ac-

tivities, there have been many disputes related to employee
inventions in recent years.

For foreign companies, when expanding R&D activities
in China, it is necessary to have a good grasp of the employee
invention system in China and formulate employee invention
regulations for the Chinese subsidiary accordingly to stimulate
the motivation of local inventors and produce better technical
results.

In addition, since the employee invention system in
China has unique provisions, it is better to create internal rules
suitable for the Chinese subsidiary that balance the interests
of the company and the interests of inventors while considering
Chinese practice, since there is a possibility of causing dispute
if the relevant provisions of the parent company are applied to
the Chinese subsidiary as they are.
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Notice of
allowance - an
important
missing linkin
Indian patent
procedure

and
of
identify an issue in the Indian patent
process that is leading to uncertainty
for patent applicants over the timing
of decisions

on’ble Justice Manmohan Singh, the chairman of

the Intellectual Property Appellate Board (IPAB),

in Esco Corporation v. Controller of Patent, 2020,

expressed the need for “notice of allowance or in-

timation of grant” in the Indian patent system and stated as fol-
lows:

“14.5 The time of filing the divisional application is also

an important factor. Prior to the Patents (Amendment)

Act, 2005, the divisional application could be filed till

the date of putting the application in order for accep-

tance under the provisions of Section 16 read with Sec-
tion 21 as it existed then. After the Patents
(Amendment) Act, 2005 the provisions ‘before the
grant of the patent’ was introduced in Section 16(1) for
the phrase ‘before the acceptance of the complete spec-
ification’ Similarly, the heading of Section 21 was
amended to read “Time for putting the application in
order for grant’ in place of “Time for putting application
in order for acceptance), under the said Amendment Act
2005. Through this amendment, though the applicant
has got the time for filing a divisional application till the
grant of patent, but since the date of grant is uncertain
and differs from case to case, the applicants are not cer-
tain for the date till which they can file the divisional ap-
plication. An intimation to grant, if introduced, may
bring certainty for the date of filing divisional
applications.”

Indian Patent Act amendments

Several amendments have been introduced to the Indian

Patents Act, 1970 since 1995. To streamline the patent pro-

cess and achieve an efficient mechanism of dealing with

patent applications, the legislature omitted, as well as
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introduced, some provisions in the Indian Patents Act

through a series of amendments. Two such changes were:

o The practice of issuance of notice of allowance was
done away with; and

«  The provision relating to the sealing of patents was
deleted.

Patent office practice was also modified to align with the
changes.

If not both, the reintroduction of at least one aspect that
was omitted several years ago seems to have become expedient,
in some form or other. This will safeguard the rights of patent
applicants and provide some sort of certainty for the applicant
as to when to expect an outcome in their case, which will then
be seen as a closure date, or the grant date, so that all events
and activities that otherwise culminate on the grant date can
be taken care of by the applicant.

This missing link between the hearing or filing of a re-
sponse to the office action and actual grant is ‘sealing of patent
or notice of allowance’ Why is this the missing link in the In-
dian context of relevance and how does one reconcile this con-
cept of notice of allowance with the grant of a patent?

The Indian Patents Act, 1970 had a provision relating to
the ‘sealing of patent’ that emanated from the Ayyangar report
(a report on the revision of the Patents Law, by Shri Justice N.
Rajagopala Ayyangar). By the Patents (Amendment) Act,
2005, the provision was omitted. Taking a step back, prior to
the amendment, once the application for a patent was found
to be in order, the Patent Office issued a notice of acceptance
or intimation of grant of patent. The applicant was then re-
quired to pay a sealing fee and thereafter a patent would be
granted and published in the journal. The typical language in
the notice of intimation of grant then was:

“Your above said application for patent has been found in

order for grant. However, the patent certificate thereupon

will be issued only after processing of the application
under Section 11(a) and completion of the statutory time
limit and disposal of pre-grant opposition, if any, under

Section 25(1) of the Act”

Procedure in other jurisdictions
Similar provisions are available, for instance, in the US, the
EPO, and Australia.

In the US, once the examiner is satisfied on merits in the
examination process, they issue a notice of allowance and ask
the applicant to verify the nature of claims, inventors, etc., and
to comply with other formalities. After filing of the grant fees,
the applicant may correct clerical errors in claims.

The wording of the notice of allowance is as follows:

“The application identified above has been examined and
is allowed for issuance as a patent. Prosecution on the
merits is closed. This notice of allowance is not a grant
of patent rights. This application is subject to withdrawal
from issue at the initiative of the office or upon petition
by the applicant. See 37 CFR 1.313 and MPEP 1308.

“The issue fee and publication fee (if required) must be
paid within three months from the mailing date of this
notice or this application shall be regarded as abandoned.
The statutory period cannot be extended. See 35 U.S.C.
151. The issue fee due indicated above does not reflect a

INDIA 1 >

10

ICABDNURERMD AR FRT I T4 ET IS
ABZISCENTEELIICHABDET,

EEROT I aAORSICEAT ZEEPRH
. EBEORMErOBTI v I )V ei3
DH. THEFIECRFETEN) T, BEC
nh. 1Y R TOBEEORTICEVWVTI v Y
T2 eRZBDTLLOD. FHFEEEHDOEL
BREEBROMEELEDLSICBETBRI N TE
BDOTL&DDS

1970 &£ > REFFFEICIE. Ayangar L R— D5
LEofc TFEFEEEN) ICBET3KBAHD L1
o 2005 FE4FEF (BIE) AICKD . FEFIBISBELES
NTWET, BT BRENTONBZHEIETIE
. FHEFHBENEYI RO S NBE. "R T
ZHROBHVCRFNEOBEE ZRITLTUVWEL
feo TOME. HEEEF TREENFHR) XIS H
ENHO. FEHOZHIER, FEFHMTEIN. T
TYTRARTINE LT, HF 5z @EET 2BA
TlE. ROKSBXEN—MHTLE

AR DFFFHREIL. FEFASICE L TEIC
BOSNE Lo et Ly HFFFEIF. 115
(@) ICEDHFEDMIB, 745 TNTHRFFTE 25
& (1) ICEDAERRKES L UNSHR
EHIL (H35F) DWEBORTRICOAFE
TEINET,

BfkDOFREN KE. BUNKFF. 2 —X L3507
BRETHRFE LTEATNTLEY,

KETIE. BEREBICKDEETOEXDFEA
DTHZLHROONB & BFABEBHNFE
TEh . HEEIBRCPRBAELCICHTZMHE
ZHEREL. MOFHRESZETID O RO5N
79, HEERZ. HFATEFHEHOZIVEALIL
TR BRICET2HE5PZEHHLRRD Z5TIE
LT BFEICBBERFENEIS T
ETET,

LFEROEREISEEIN. FHFORTHERDH S
NTWVWET, FMICH T 2FFBIFKRTLTVL
¥9, AFHFEEENIIFHFEDORLSTIED
DEHA, AHEEIF. EEROAZCT T+
TEIFHEEDEBICESVWTERTHRLED
WRICKRBBEDHD £J, 37cfr1313H &
Umpep 13082 BB L T 2T L\,

EITFHR B LUOLEN (BERIFSE) &
ABHMOEZEADS 3HNBURNICTIAS BRE
BHDET , ZIHBRWVEE. AHBEITHE
INFEHbORABINET. COETEHMIZ
HEETEFFH Ao 35us.c. 151FBBLTLE
TV, EREEHOETFHRMICIE. AHET
YA Z > T BITFEE AR I TV
FthAo AHBETURICFEFHNAZINo7=C
EHhHBHE (EE8xB88B) . T0T7+—L4
D/IN— bt b NRED) RO L. UEHISZ A
SIERITFHHE ERETEORTFHMNICEER
THEHBZEREZTVETD,

WWW.MANAGINGIP.COM



Archana Shanker

Senior partner, Anand and Anand
E: archana@anandandanand.com

With over 31 years of practice, Archana has
broken the stereotypes with landmarks
addressing some of the most complex patent
issues and resolving long-pending
administrative bottlenecks.

Ranked highly by leading intellectual
property (IP) publications, Archana manages an
extensive portfolio of patents — from technical
to mechanical, medical devices, etc. — for a
wide array of clients from across the globe.

A firm believer in effective prosecution
being the backbone of a robust IP enforcement
strategy, Archana is the go-to person for
patent protection, prosecution, pre-grant and
post-grant oppositions, appeals, revocations,
and plant variety protection, while also
providing straightforward advice in contentious
matters.

31 £ EDEFE#ZER% 5D Archana Shanker K i
. OO TEMGFTEEICVL < DB LD,
EEICOIZBEEORMNLRY IEBRLIED TS
BREODBEFLWEEZREL T, BEHEIEEL
TWETd,

IAM 2K D THIBTRABEINZINO TLBEED
LZHHEMR] CRIBSN. BAHRIP BRI TE VT
fixZ T T3 Archana i, tHRAPOTEFIEA
TZAT > hDEEHIC. FMRZIFECH. ERHRPY
EEMBRARYE. BLFFOR— T+ ) 4%E
BLTWETD,

B P RITHHOLEL BB HRNAIE %
{B% £ 33 Archana KKl HEHRE. TB. 4540
BEUIHSRRENIL. M. BEL ENFERE
ICBVWTRDMEBVAITH D SFeHERREIC
BLTHONDPTVHEERHBLTVET,

INDIA 1 > F

11

Devinder Singh
Rawat

Partner, Anand and Anand
E: devinder(@anandandanand.com

Devinder is a partner in Anand and Anand'’s
patent team. With his master’s in
biotechnology and rich work experience, he
has drafted over 75 patents in diverse fields
including chemicals, pharmaceuticals,
healthcare, and medical devices, for various
jurisdictions, including the United States, the
United Kingdom, Australia, Singapore, and
India.

Devinder delivers end-to-end patent
strategy and services to his clients. He is
heavily involved in patent prosecution and
patent analytics, including patentability and
freedom-to-operate searches and opinions.

Devinder is also regularly involved in
complex pharmaceutical and life sciences
contentious patent matters.

Devinder Singh Rawat Ecid Anand Kk & Anand Ec®
B F—LD/N—FF—T7,

NAFTO /O —DELS L BBLEBRREHF
D Devinder K&, KE. &E. #—XFZ U7,
SUAR=I AV RBREDS E LB T
BF HE ERESEREOSRBDEF TS B
M EDFFFE BB L TVWE D,

®lE. 2547V IV RY—TIT Y RO
PH—EXERHELTWET, KEFER FTORE/
BRAY. BFEECREFINISRCESE LTV E
9o Ffo. BEOSA THA I RBREDERERD
FoRFHFEBICHREICHID ERNICES L TL
F9,

JAPANESE BUYERS' GUIDE 2022



credit for any previously paid issue fee in this application.

Ifan issue fee has previously been paid in this application

(as shown above), the return of part b of this form will be

considered a request to reapply the previously paid issue

fee toward the issue fee now due.”

The EPO also issues a notice of grant prior to grant and
allows the applicant to file claims in three languages, after
which a patent is granted.

The relevant text is as follows:

“You are informed that the examining division intends to

grant a European patent on the basis of the above appli-

cation, with the text and drawings and the related biblio-
graphic data as indicated below.”

In Australia, a similar provision is in practice for the is-
suance of a notice of acceptance for a patent application that
requires the applicant to correct any typographical error or re-
solve any other issues with the application and thereafter the
patent can be granted.

Indian patent process

In India, the importance of such a provision is well reflected

in the order passed by the IPAB in Esco Corporation v. Con-

troller of Patent, 2020. Many activities and processes under
the Indian Patents Act are linked to the grant date, including:

«  The filing of divisional applications;

. Providing details of corresponding foreign applica-
tions;

o The filing of pre-grant oppositions; and

«  The filing of post-grant oppositions.

Under the current Indian process, once a response to the
first examination report is filed, the applicant is unaware as to
when a grant will be received or if there will be a hearing notice
under Section 14 of the Indian Patents Act. If a hearing has
taken place, the applicant is unaware of which claims will be al-
lowed or disallowed, or if there is any other issue with the
patent application.

After the hearing, the grant or refusal can happen within
one week to a couple of months, but sometimes years, from
the hearing date. This open-ended timeline makes the patent
application and the applicant vulnerable. Let us consider the
issues one by one.

o The filing of details of corresponding foreign applica-
tions is mandatory under Section 8 of the Indian
Patents Act and failure to comply with this requirement
is a ground for invalidity. In the given circumstances,
the applicant may endlessly provide information or
sometimes, unintentionally due to the passage of time,
may not provide information.

o  The patent office may not allow some claims for unity-
related issues and grants the patent, as a result of which
the applicant loses their opportunity to file one or
more divisional applications. On the other hand, the
applicant may file a precautionary divisional applica-
tion that, pursuant to the grant, is abandoned or with-
drawn.

o This uncertainty leads to serial pre-grant oppositions
that further delay the processing of the patent applica-
tion.

o There is no mechanism to verify the details of the ap-
plicant, claims, etc. prior to grant.
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The provision of a notice of allowance, if reintroduced in
amodified form, will facilitate the applicant completing all the
formalities referred to above, which otherwise are closed once
the grant happens. ‘Modified form’ means that the provision
or procedure, once re-introduced, has to also take into account
the pre-grant opposition provision wherein as on the date of
notice of allowance, no further oppositions will be entertained.
This is in line with the order of Hon’ble Justice Muralidharan
in Snehlata Gupte vs Union of India in the Delhi High Court in
2007 that stated as follows:

“Reverting to Section 43 (1), the language used is that ‘a
patent shall be granted as expeditiously as possible. Therefore
the patent has to be granted once it is found that either the ap-
plication has not been refused in terms of Section 25(1) read
with Rule 55 (6) or it has not been found in contravention of
any provision of the Act. In other words, at this stage the Con-
troller is not expected to delay the pronouncement of the final
decision. The thrust of Section 43 (1) and Rule 55 (6) is that
of expeditious decision making by the Controller. Section 43
(1) indicates that the ‘patent shall be granted... with the seal of
the patent office and the date on which the patent is granted
shall be entered in the Register. When read continuously, the
language of Section 43 (1) does appear to indicate that it is the
decision taken by the Controller on file which is the determin-
ing event for ascertaining ‘the date of grant of patent. The seal-
ing of the patent and the entering of the patent in the Register
obviously follows the act of the Controller passing an order to
the effect that the patent has been granted. In other words, the
sealing of the patent and the entering of the patent in the Reg-
ister are, given the language of Section 43 (1) of the Act, in-
tended to be ministerial acts evidencing the grant of patent,
which is at a stage anterior to those ministerial acts.”

Changes in the procedure and practice will have several
advantages, including certainty, and will facilitate the imple-
mentation of the act.
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Amending claims
in Indian patent
applications

, ,and
of
explain the limited set of
conditions under which a patent
application can be amended in India
and what to look out for

hen filing for a patent, applicants make every

effort to ensure that the claim and the speci-

fication contained in the application are ab-

solutely perfect. But on many occasions,
claims and specifications need to be amended. Indian patent
law recognises that it is not possible to always get it right in the
first instance and provides for a limited number of circum-
stances in which claims can be amended, and the process that
needs to be followed.

In India, Section 57 of the Indian Patents Act 1970 (the
‘Act’) allows a patent application, the complete specification,
or related documents to be amended, either voluntarily or in
response to objections raised during the examination of the ap-
plication, and the amendments may be made before or after
the patent is granted.

Section 58 of the Act states that amendments may be
made where the validity of a patent is challenged in a legal suit
before a court of law. So, for example, if a court decides that a
patent is invalid, it may permit the specification to be amended
instead of having the patent revoked outright.

However, amendments under Sections 57 and 58 are sub-
ject to conditions stipulated in Section 59 of the Act, which are
as follows:

«  Anamendment can only be by way of a disclaimer, a
correction, or a clarification/explanation;

o The amendment must only be for the incorporation of
an actual fact;

o The amendment should not add any matter that has
not already been disclosed in the specification; and

«  Any claim that is amended must fall entirely within the
scope of the claim of the specification filed originally.

This article explains the permissible claim amendments,
while identifying key factors that applicants must look out for
while seeking such changes.

Amendments by disclaimer, correction, or

clarification

Amendment by way of a disclaimer entails, for example,

adding a feature or a clause to narrow down the scope of the

claim, merging multiple claims, or deleting a claim.
Sometimes, adding a disclaimer clause in the claim may

be helpful to overcome objections relating to subject matter ex-
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clusions. For example, in the case of a
method involving the use of stem cells,
a claim may be allowed if a disclaimer is
added to the effect that the method
does not use stem cells derived from
embryonic cells. Similarly, a disclaimer
may be added to a claim directed to a
method of treatment to specify that the
method pertains to a cosmetic proce-
dure only. However, such disclaimers
are only allowed if there is support in
the specification as filed for such meth-
ods.

The deletion of a claim must be
done with particular caution. The In-
dian courts have time and again held
that “what is not claimed is disclaimed”.
Thus, deletion of a claim may be con-
strued as disclaiming the subject matter
itself. This may also adversely affect the
possibility of filing a divisional applica-
tion based on that claim.

The next type of amendment is
correction, which is usually for correct-
ing clerical or typographical mistakes.
However, the nature of the corrections
also need to be carefully determined.

In Enercon (India) v Alloys Wobben
(ORA/39/2009/PT/CH), the paten-
tee sought amendments to avoid revo-
cation. Several claims were sought to be
amended, some of which were classified
as corrections. Some corrections were
rejected because the Intellectual Prop-
erty Appellate Board (IPAB) (now abol-
ished) concluded that the corrections
in fact altered the function of the adjust-
ing device originally claimed. By alter-
ing the scope of the claims, the
corrections in effect widened the claims
and thus could not be permitted.

A third type of amendment to
claims is by way of explanation, which
is usually to provide a clarification to
the claim, or to make the claim clear.

In Allegro Pharmaceuticals v. Con-
troller  of Patents and  Designs
(OA/12/2020/PT/CHN), the origi-
nal claim 1 read as “A composition of
matter comprising an RGCysteic Acid
Peptide comprising Glycine-Arginine-
Glycine-Cysteic(Acid)-Threonine-Pro-
line”. The controller interpreted the
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patent (SEP) discussions with SEP owners.

Essenese advises many companies, including
some from the Fortune 500 and India’s leading
businesses, on developing and maintaining their
patent portfolios and IP strategy and licensing.
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claim as a claim directed to a composition and raised an objec-

tion for clarity, insisting the claim be amended to recite all com-

ponents of the composition.

The applicant amended the claim to read as “A com-
pound comprising a peptide, wherein the peptide comprises
Glycine-Arginine-Glycine-Cysteic(Acid)-Threonine-Proline”.
The controller rejected the amended claim 1 for violating the

provisions of Section 59 as the claim directed to a compound 16
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would be broader than a claim directed
to a composition containing said com-
pound, that the present application was
a national phase application, and origi-
nal claims were drafted in compliance
with US patent practice. As per US
patent law, ‘composition of matter’ is
one of the four principal categories of
things that may be patented. A newly
synthesised chemical compound or
molecule can be patented as a composi-
tion of matter.

The IPAB held that no applicant
should suffer for the error in the initial
drafting of the claims. The IPAB, con-
sidering this a special case, allowed the
amended claim with further amend-
ment.

Specification must
supportamendments

Any amendments that are made to
claims must always be supported by
the specification that was originally
filed. So, if a claim is amended by
adding a feature that was not part of
any of the original claims, that new fea-
ture must be supported in the original
specification. In AGC Flat Glass Europe
v. Anand Mahajan and Ors. (I.A. No.
13519/2007 in CS (OS) No.
593/2007), the Delhi High Court al-
lowed the patentee to bring limitation
from the description into the claim, so
long as it did not alter the scope of the
invention.

The specification as a whole is
considered while assessing if the amend-
ment is supported. The support may be
explicit or implicit. In Prism Cement v.
Controller of Patents and Designs
(OA/7/2016/ PT/MUM), the IPAB
held that drawings filed with the patent
application may be used to show sup-
port for claim amendments.

Amendments must not expand
the scope of the originally filed claims

Section 59 requires that the scope
of the amended claims must be wholly
within the scope of the original claim
set.

‘Product by process’ claim
amended to ‘process’ claims

In Nippon A&L v. Controller of Patents (C.A.(COMM.IPD-
PAT) 11/2022), the original ‘product by process’ claims
were converted into a process method claim that was re-
jected by the controller on the ground that it was in contra-
vention of Section 59. The Delhi High Court said that there
was common understanding that a product claim is broader
in scope than a process claim. Therefore, this amendment 17
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was narrower in scope and satisfied
the conditions of Section 59.
Amendment of a ‘use’ claim to a
‘method’ claim is not permissible
Claims directed to the mere use of
a substance are not allowed in India. A
claim directed to a method but written
in the form of a use claim is also treated
as a use claim in India. Accordingly, the
amendment of a use claim into a
method claim is likely to be rejected, as
held by the controller in Indian Patent
Application No. 7994/CHENP/2012.

Claim amendments made to
triggerdivisional applications

In Boehringer Ingelheim International v.
The Controller of Patents ([C.A.
COMM.IPD-PAT] 295/2022 &
1.As.10369-70/2022) before the
Delhi High Court, the applicant chal-
lenged an order of the controller refus-
ing its divisional application. As it
transpired, the claims of the divisional
application were based on new claims
that had been filed via voluntary
amendments to the parent applica-
tion. But the voluntary amendments
had not been taken on record in the
parent application, because they were
beyond the scope of the original
claims and thus in violation of Section
59.

One requirement of filing a divi-
sional application in India is that its
claims must be based on the claims filed
in the parent application. Here, the
claims of the divisional application
were not included in the parent applica-
tion and were instead based on the dis-
closure of the parent application.

The court said that once the sub-
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ject matter is disclosed in a patent spec-
that
considered as disclaimed, and thus unavailable for further

ification, subject matter is

claiming. The applicant’s appeal was rejected. Thus, not only
were the additional claims filed during the prosecution of the
parent application rejected, but also the divisional application

based on those claims.

Addition of a new dependent claim does not
expand the scope of the claim

The addition of new dependent claims often invites an
objection from the controller under Section 59. However,
the IPAB, in Tony Mon George the Regents of the University
of Michigan v. of Patents

Controller and  Designs

(OA/48/2020/PT/DEL), has clarified that inserting a de-

pendent claim is not the same as inserting a new claim. This
is because dependent claims merely qualify and limit the
scope of already-defined subject matter of the corresponding
independent claim.
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Amendments in revocation proceedings
before the High Court
Amendments to claims may also be permitted in revocation
proceedings, where the validity of a patent is challenged in
a suit before a High Court. The amendment may be allowed
at the discretion of the court. In such matters, besides clear
support for the amendment in the complete specification,
the court additionally examines the conduct of the patentee,
particularly whether there was an unjustifiable delay in seek-
ing the amendment.

In AGC Flat Glass Europe v. Anand Mahajan and Ors. (LA.
No. 13519/2007 in CS (OS) No. 593/2007), for example, the
Delhi High Court said that if the patentee knew of the objec-
tion for many years before publication, a delay in seeking
amendment would itself be a ground for refusal. In Enercon
India v. Aloys Wobben (ORA/6/2009/PT/CH), the IPAB said
it would be justified in refusing the amendment if the respon-
dent’s conduct was not fair. In the related case of Enercon India
v. Aloys Wobben (ORA No. 9/2009/PT/CH, ORA No.
20/2009/PT/CH and ORA/41/2009/PT/CH), the IPAB
said that an amendment sought after an unreasonable delay
would not be allowed unless the patentee shows reasonable
grounds for such delay.

Finalthoughts

The law and practice in India show that while amendments
to claims may be made, there is a limited set of conditions
under which such amendments may be sought and allowed.
The types of amendments are restricted to disclaimers, cor-
rections, or explanations.

Amendments can be sought during the course of prose-
cuting a patent application or to prevent a patent from being
invalidated through revocation proceedings. However, in all
circumstances, the amendment must be fully supported by the
specification as originally filed. Also, the scope of amended
claims must fall within the scope of claims originally filed.

The conduct of the patent applicant is also of relevance.
Any delay in seeking an amendment or a display of evident bad
faith can work against the applicant and may lead to the amend-
ment being eventually refused.

Adequate diligence and caution, therefore, must be exer-
cised while seeking an amendment to a patent or an application
in India.
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Game-changer:
the Intellectual
Property Division
of the High Court
of Delhi

and
of report on the
successful introduction of the
Intellectual Property Division in Delhi
and regional legislation that should
serve as an example for the rest of
India

nrecent years, the High Court of Delhi has come to be re-

garded as a leading venue for the resolution of intellectual

property rights (IPR) disputes in India. The creation of

the Intellectual Property Division (IPD) followed by the
Delhi High Court Intellectual Property Rights Division Rules,
2022 cements its position.

The IPD is a distinct and specialised division that was set
up to exclusively adjudicate matters pertaining to intellectual
property (IP). Apart from obvious advantages that stem from
specialist judges, the IPD is also very progressive in terms of
procedure.

The setting up of the IPD

On April 4 2021, the Tribunals Reforms (Rationalisation
and Conditions of Service) Ordinance, 2021 (later replaced
by the Tribunals Reforms Act, 2021) was promulgated,
which abolished the Intellectual Property Appellate Board
(IPAB). This development marked a significant shift in the
country’s IP practice as all matters pending before the IPAB
were transferred to the respective high courts.

The abolition of a specialised dispute resolution tribunal
such as the IPAB, and its replacement with generalist courts,
raised concerns on how the latter would perceive deeply com-
plex and technically nuanced IPR matters. There was also the
matter of the existing backlog before the high courts. Many
feared that timelines for the resolution of IP disputes were now
set to become even longer.

The High Court of Delhi received nearly 3,000 IP cases
transferred from the erstwhile IPAB. To resolve these cases ex-
peditiously and to streamline the adjudication of other IP dis-
putes, a committee was formed by the chiefjustice of the High
Court of Delhi.

After undertaking an extremely rigorous evaluation of
practices and procedures prevalent in almost 40 jurisdictions
across the world, the committee recommended the creation of
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an IP division, or, in other words, spe-

cialist IPR benches. The purview of

such a division would include all mat-
ters relating to IP, such as:

o Fresh and pending infringement
suits;

. Appeals against the decisions of
the patent/trademark/copyright
offices;

. Revocation/cancellation ac-
tions; and

. Applications for rectification of
the patents/trademark register.
The creation of the IPD at the

High Court of Delhi was announced on
July 72021 and, after consultation with
stakeholders, on February 24 2022, the
Delhi High Court Intellectual Property
Rights Division Rules, 2022 (the TPD
Rules’) and the High Court of Delhi
Rules Governing Patent Suits, 2022
came to be notified. Apart from provid-
ing new nomenclatures for different
kinds of proceedings before the IPD,
both sets of rules comprehensively lay
down the procedure and timelines for
various actions, including:

. Infringement suits;

«  Revocation petitions;

o Appeals arising from refusal or-
ders passed by the Indian IP of-
fices; and

«  Various other proceedings that,
in the past, were managed by the
IPAB.

It is appropriate to mention here
that the creation of commercial courts
in 2015 had already ushered in change.

All IP cases in the country are
now ‘commercial cases, which are sub-
ject to strict timelines and procedures
to shorten litigation. Inflexible dead-
lines are set for the completion of plead-
ings; case management procedures
allow judges to supervise, control, and
monitor the speed of litigation; sum-
mary judgments can be passed against
either party if it has no prospect of win-
ning at trial; and instances of appeal to
abigger bench of the high court against
interim orders of a single judge are
greatly reduced.

Changes in the High Court of
Delhi’s working rules in 2018 and 2020
also enabled electronic means of ser-
vice, the recordal of evidence through
videoconferencing, and the setting up
of ‘confidentiality clubs’ as a means of
exchanging confidential information

between parties.
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The IPD Rules reinforce these
concepts and add new ones, such as ‘hot
tubbing’ (the evidence of two opposing
experts is taken concurrently). Addi-
tionally, the IPD Rules empower the
high court to seek the assistance of sub-
ject matter experts and entitle judges to
appoint two law researchers to assist
them in techno-legal aspects on a daily
basis, in addition to law researchers ap-
pointed under the Delhi High Court
(Original Side) Rules, 2018.

Moreover, if the judges of the IPD
are of the opinion that parties to a suit
ought to explore mediation, the court
may appoint a qualified mediator or
panel of mediators, including mediators
with expertise in a particular stream of
IP.

Notably, the consent of the parties
is not required once the court is of the
opinion that an amicable resolution
needs to be explored by both parties.
However, the mediation proceedings
may proceed concurrently with the legal
proceedings before the court so as not
to delay adjudication.

The IPD Rules also contain spe-
cial provisions for persons with disabil-
ities.

Initially, two benches of the High
Court of Delhi were exclusively dedi-
cated to hearing all IPR subject matters.
More recently, a third bench has been
created given the large volume of IPR
cases before the court.

The IPD, apart from original juris-
diction, has infringement jurisdiction,
appellate jurisdiction from the IP Office,
revisional jurisdiction from the com-
mercial courts, and extraordinary writ
jurisdiction supervising the IP Office.

Charting progress

In hindsight, the abolition of the IPAB
has not proved disadvantageous for
rights holders. While the IPAB re-
solved several long-pending IPR mat-
ters in the six months before its
dissolution, the road was not entirely
smooth after the IPAB’s inception in
2003.

Administrative difficulties (such
as the appointment of technical/judicial
members) and a lack of resources
plagued the IPAB for long stretches and
disrupted its efficient functioning. From
time to time, the IPAB’s ability to adju-
dicate time-critical IPR cases swiftly was
gravely impaired and the fact that only
four benches of the IPAB sat in
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metropolitan cities across the country impeded many a right
holder from accessing the forum, especially those that resided
in smaller/remote towns across the country.

Nearly six months on from the establishment of the IPD,
the results are laudable. One stark difference between the hear-
ings before the IPAB and the IPD resides in the representation
by the Indian IP offices. The appearances of the Indian IP of-
fices before the IPAB were occasional, but this has changed.
The appearances of the nominated counsel for the Indian IP
offices before the high court are mandatory to ensure that both
parties are heard before justice is dispensed. Furthermore, a
steady stream of sound orders and judgments have been issued
from the IPD benches that are transforming Indian IP jurispru-
dence, as the decisions discussed below bear out.

Under the IPD Rules, if a trademark or patent is involved
in multiple suits, the court can consolidate the proceedings to-
wards a common trial. In a case pertaining to cancellation of a
trademark (Octave Apparels v. Nirmal Kumar trading as Apricot
Fashion Alloy & Anr. [C.O. (Comm.IPD-TM) 352/2022]), the
IPD bench directed a lawsuit filed before the district court per-
taining to an identical trademark between the same parties to
be transferred to the High Court of Delhi to be tried along with
the cancellation action filed before it. Consolidation, without
causing prejudice to the rights of either party, saves judicial
time and costs for litigants.

A recent case involving copyright (Phonographic Perfor-
mance v. Lookpart Exhibitions and Events; CS(COMM)
188/2022) highlighted another unique feature under the IPD
Rules through which the court can seek the assistance of an in-
dependent expert(s) relating to the subject matter of a dispute.
Here the issue was whether playing music in wedding and reli-
gious ceremonies amounted to copyright infringement or fell
within a statutory exception. An expert was appointed to file a
written note keeping in mind the legislative intent behind pro-
visions of the Copyright Act, 1957 and to assist the court with
foreign jurisprudence on the question. Persuasive and techni-
cally competent opinions would enable the court to pass well-
reasoned judgments while addressing nuanced questions in
IPR disputes.

With regard to patents, close to S00 patent matters (trans-
ferred from the IPAB) have already been listed by the registry
and are expected to be heard on merits by the IPD in the next
few months. In fact, there have already been pronouncements
of a few important judgments that have sought to clarify grey
areas in patent law.

For instance, in European Union v. Union of India
(W.P(C)-IPD §/2022 and 6/2022), the court carved out an
exception and held that while the Indian Patent Office may not
have the power to extend statutory deadlines, the court, in ex-
traordinary circumstances, may invoke writ jurisdiction under
Article 226 of the Constitution to condone delay. In particular,
the court was of the opinion that a missed deadline for respond-
ing to an examination report may be a condonable act when it
is clear that the applicant had no intention of abandoning the
application, and its Indian agent acted in a manner contrary to
the applicant’s intent. The court, however, clarified that exer-
cise of its jurisdiction to condone such delays is not a blanket
power and would be based on the facts of each case.

In Agriboard International v. Deputy Controller of Patents and
Designs (C.A. (COMM. IPD-PAT) 4/2022), the controller cited
several instances of prior art and refused the application at the
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stage of examination on the ground oflack of inventive step but
did not elaborate the reasons for his decision. Undertaking an
in-depth analysis of the technical features of the invention, the
IPD held that detailed reasoning was required to explain how a
person skilled in the art would arrive at the teachings of the
patent application by following prior art references. Underscor-
ing the necessity of detailed reasoning in orders issued by the
Patent Office, the controller’s refusal was set aside and the matter
remanded back to the Patent Office for fresh consideration.

Often, controllers at the Patent Office state that in amend-
ments of claims, no additional features from the description
can be added in the claims. In Nippon A&’L v. The Controller of
Patents (C.A. (COMM. IPD-PAT) 11/2022), the IPD held that
the amendments to a patent specification or claims before
grant ought to be construed more liberally rather than nar-
rowly. The court clarified that an invention before and after
amendment need not be identical in the case of an amendment
before acceptance “so long as the invention is comprehended
within the matter disclosed”.

Supervisory jurisdiction

Another noteworthy feature of the IPD Rules is the supervi-
sory jurisdiction granted to IPD benches. This has enabled
the IPD to pass orders to enhance the overall functioning of
the Indian IP office while hearing appeals emanating from
decisions issued by the IP office.

An order issued by the IPD on March 21 2022 with re-
gard to a batch of five writ petitions (Writ Petitions against the
Controller General of Patents, Designs and Trade Marks) is a
good example of the exercise of such jurisdiction as it clarified
alegal position on trademark oppositions for all IP holders.

On account of the COVID-19 pandemic, the Supreme
Court of India had extended limitation deadlines falling be-
tween March 15 2020 and February 28 2022 (an ‘extended pe-
riod’) through a series of notifications. The period was to be
excluded for the calculation of limitation under all statutes,
both before judicial and quasi-judicial bodies (which would in-
clude the Trade Marks Office).

However, certain individuals who wished to file trade-
mark oppositions during the extended period were disallowed
from doing so by the Trade Marks Office on the ground that
the statutory four-month period prescribed under the Trade
Marks Act, 1999 had expired. Rather, the office proceeded to
issue registration certificates in favour of certain trademark ap-
plications that the individuals had sought to oppose. Therefore,
the writ petitions were filed challenging the Trade Marks Of-
fice’s stance.

Ruling in favour of the petitioners, the IPD said that op-
positions could be filed beyond the initial four-month opposi-
tion window, as the Supreme Court’s orders on extended
period were applicable. Any registration certificates granted for
the trademarks in question were suspended until such opposi-
tions were decided.

In terms of trademark oppositions, as of March 2022,
more than 225,000 opposition cases were pending before the
five trade marks offices in India, a large number of which
awaited the appointment of hearings.

When the IPD was apprised of the issue of pendency in
March 2022, it directed the IP office to table a proposal on re-
solving the backlog, putting on record year-based details of all
pending opposition matters, including their stage of pendency.
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An affidavit was subsequently submitted by the IP office
revealing inadequate manpower as the chief reason for all de-
lays. Corrective measures were also outlined and with the re-
cruitment and training process of 30 new hearing officers and
18 new assistant registrars now complete, the appointment of
hearings in contested opposition cases is picking up pace. At
the time of writing, a further report on progress is expected to
be placed before the court by the IP Office in October 2022
indicating the number of hearings being conducted every day
at all five Trade Marks Offices in the country, along with statis-
tics on settlement and disposal of oppositions. In such manner,
the supervisory jurisdiction of the IPD will serve as an impor-
tant complement to streamlining the functioning of the IP Of-
fice.

Amodeltofollow

As various innovation indices bear out — whether it be the
Global Innovation Index or the Indian Innovation Index —
the fostering, protection, enforcement, and monetisation of
IP is gaining prominence in India. Rising IP filings at the In-
dian IP Office and a surge in IP litigation offer conclusive
proof of this. That said, IPR are time-bound rights and can
involve complex technical layers, particularly with regard to
patents. If there is a delay in the protection of rights or set-
tlement of disputes, the economic value of the intellectual
asset is threatened. Against this backdrop, the creation of the
IPD and the specialised set of rules by the High Court of
Delhi is praiseworthy.

Within one and a half years of the abolition of the IPAB,
one can clearly say that a tremendous positive step towards ef-
ficiency and a more streamlined IP jurisprudence has been
made. It is to be sincerely hoped that other high courts in the
country will follow the Delhi IPD model to ensure consistency
in the adjudication of IP disputes across India.
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PHILIPPINES 7 D E >

What trademark
owners should
know: An
overview of
Philippine
registration

,and of
answer the most
important questions relating to the
registration of trademarks in the
Philippines, including via the Madrid
System

What laws govern trademarks in your
country?

The legislation governing trademarks in the Philippines is
Republic Act No. 8293, or the Intellectual Property Code of
the Philippines (the ‘IP Code’).

Who canregistertrademarksin the
Philippines?

Natural or juridical persons may apply for trademark regis-
trations. If not domiciled in the Philippines, the applicant
must appoint a resident agent to whom the notices or pro-
cesses in proceedings affecting the mark will be served, by
issuing a power of attorney (POA) that needs to be signed
only. A trademark may also be filed in the name of more than
one applicant, who will be treated as co-owners of the mark.

How does one obtain trademark

registration in the Philippines?

A trademark application may be filed either:
By direct filing before the Intellectual Property Office of
the Philippines (IPOPHL), a so-called national filing; or
Through the Madrid System by designating the Philip-
pines.

Whatinformation and/or documents are

needed to register a trademark?

«  Asigned power of attorney. Notarisation or legalisation
is not required.
The name of the applicant as well as the country of
incorporation and principal place of business, if a

juridical entity.
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«  The enumeration of goods
and/or services to be covered.

«  Illustration of the mark (if any,
the size should not exceed 1MB,
in JPG format with the following
dimensions: 2” x 3”).

«  Colours to be claimed (if any).

. If three-dimensional, an indica-
tion of such.

o Ifwith claim of priority, the date
of filing the priority application
and the country or IP office
where the application was filed.

What can be registered as
atrademark?

Any visible sign capable of distinguish-
ing the goods (trademark) or services
(service mark) of an enterprise may be
registered as a trademark. A stamped
or marked container of goods may like-
wise be registered as a trademark.

What non-traditional
marks are registrablein
your country?

Non-visually perceptible marks such
as sound, smell, touch, and taste are
not registrable under the IP Code.
However, non-traditional marks such
as three-dimensional marks, position
marks, holograms, and motion marks
may be registered.

What marks may not be
eligible for registration?
The IP Code prescribes the various
grounds for non-registrability of
marks. If a trademark falls under any
of the absolute or relative grounds
under Section 123 of the IP Code, the
same will be refused registration.

A mark may be refused because it

is immoral, generic, descriptive, non-
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Editha R. Hechanova

President/managing partner
Hechanova Group
E: editharh(@hechanova.com.ph

Editha is the president of Hechanova & Co,,
Inc,, an IP consulting firm doing non-con-
tentious intellectual property work, and man-
aging partner of the law firm of Hechanova
Bugay Vilchez & Andaya-Racadio, engaged in
contentious IP work, and corporate law.

Editha has initiated various enforcement ac-
tions, including border control measures.
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distinctive, or a customary mark. These are the so-called ab-
solute grounds of refusal. On the other hand, a mark may be
refused registration based on relative grounds such as when it
is confusingly similar to, or identical with, previously regis-
tered marks, or marks with earlier filing or priority dates, and
with marks that are well known internationally and in the
Philippines.

Section 123.2 of the IP Code, however, recognises the
concept of secondary meaning or acquired distinctiveness.
Hence, marks that are descriptive, consist of the shape of a
good, or comprise a colour may be registered if they become
distinctive in relation to the goods for which registration is re-
quested as a result of the use that has been made of it in com-
merce in the Philippines. In this regard, proof of extensive
commercial use in the Philippines for at least five years before
the claim of distinctiveness is made may be accepted as prima
facie evidence that the mark has become distinctive.
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How is priority claimed?
An application with a claim of priority
right must be filed within six months
from the date the earliest foreign
application was filed.

If the fact of filing and/or registra-
tion is verifiable from the official web-
site of the foreign intellectual property
office where the earlier application was
filed, the applicant is not required to sub-
mit a certified copy of the foreign appli-
cation or registration that serves as the
basis of the priority right. Otherwise,
the applicant will be required to submit
a photocopy of the foreign registration
with an English translation, if not in
English.
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Noemi P. Rivera

Principal/vice-president
Hechanova Group

E: Noemi.rivera@hechanova.com.ph

Noemi is the vice-president and director for

trademarks of Hechanova & Co,, Inc.

How longdoesittaketo
obtain atrademark
registration?

She is a Certified Public Accountant with a
master’s degree in business administration
from the Ateneo Graduate School of Business.

Assuming smooth registration and no
objections/oppositions, the mark can
be expected to be registered within two
to three months from the filing date of
the application. The issuance of the orig-
inal certificate of registration (COR),
however, may take longer. The COR is
issued between three and six months
from the date of registration on average.

Is proof of use required for

atrademark application or

registration?

While evidence of actual use is not a
prerequisite to file an application, the
applicant must comply with the use re-
quirement within the periods desig-
nated by the rules. There are four types
of declaration of actual use (DAU) to
be filed to ensure that one’s application

Noemi consults on trademark matters, taxation

and valuation, and is a Certified Patent
Valuation Analyst.
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What happensifa
trademark owner misses
thefiling of any of the
above DAUs?

Failure to file any of the above DAUSs
will result in the removal of the trade-
mark from the registry. Trademark ap-
plications/registrations abandoned
or removed from the registry due to
non-filing of the DAU can no longer
be revived. The filing of a new appli-
cation is highly recommended to en-
sure continuity of protection of the
trademark.

When can an applicantfile
a declaration of non-use
(DNU)?

Non-use of a mark may be excused if

caused by circumstances independent

to the will of the trademark owner; for
example:

«  Useis prohibited by another gov-
ernment agency;

. A restraining order or injunction
issued by the courts or quasi-ju-
dicial bodies prohibits use of the
mark; or

o The mark is the subject of an op-
position or cancellation case.

Whatis the term of
protection of atrademark
registration? Istherea
grace period for thefiling
of arenewal application?
Ten years, renewable every ten years
subject to the filing of a fifth-year

DAU, and a mid-renewal DAU. The re-

quest for renewal may be made at any
time within six months before the ex-

piry of the period for which the regis-

tration was issued or renewed, or it
may be made within six months after
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Joy Marie G.
Tolentino

Assistant vice-president/junior partner
Hechanova Group
E: joymarie.tolentino@hechanova.ph

Joy Marrie is the assistant vice-president for
trademarks at Hechanova & Co, Inc. and is a
juniar partner at Hechanova Bugay Vilchez &
Andaya-Racadio. She specialises in inter partes
trademark cases.

Joy Marie obtained her law degree from
Arellano University and has a master's degree
in educational management from Saint Louis
University.
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such expiry upon the payment of surcharge fees. There is a
grace period of six months for the filing of a renewal appli-
cation.

Applications filed via the Madrid route

When is the date of reckoning of the
third-year DAU deadline for marks filed
via the Madrid route?

If the Philippines has been originally designated, the date of
reckoning is the international registration (IR) date, which
is also the indicated filing date. If the Philippines has not
been originally designated, or when the Philippines has been
subsequently designated, the date of reckoning is the date of
subsequent designation.
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Can atrademark filed via the Madrid
System be revived if the third-year DAU
has not been filed?

If a mark has been removed from the registry for failure to

file the third-year DAU, the same may no longer be revived.

However, the registrant has the following options to main-

tain protection over the subject mark:

«  Option 1 - File a subsequent designation of the IR for
the Philippines before the International Bureau or
through the office of origin of the registrant (Madrid
System); or
Option 2 — File a fresh application for the subject mark
through the national route directly with the IPOPHL
(direct filing).

Between re-designation of the mark through the Madrid
route and re-filing of the mark through the national route, Op-
tion 2, or re-application through the national route to facilitate
the registration of the subject mark, is recommended. Please
note that if the registrant decides to re-designate the subject
mark, it will still be evaluated by the office of origin, the Inter-
national Bureau, and, finally, the IPOPHL. The examination
of the application by the IPOPHL will commence only upon
receipt of notice of the recording of a subsequent designation
from the International Bureau.

After submission of a responsetoa
provisional refusal, are there any
payments/submissions that have to be
made to the IPOPHL?

There are no further payments/submissions to be made. No
notice of allowance/issuance will be issued since the al-
lowance and issuance fees have already been paid at the time
of filing before the World Intellectual Property Organization
(WIPO).

Assuming that there is no opposition
against a trademark filed via the Madrid
route, whatis the notice expected to be
issued by the IPOPHL?

A statement of grant of protection.

For provisional refusals wherein the only
issueis adisclaimer or clarification as to
colour claim and where the examiner
indicated that for failure to respond to the
refusal, the disclaimer will be
automatically entered and the mark will
be published in colour, is it still necessary
tofile aresponse? Will the application be
abandoned forfailure tofile a response?
It is no longer necessary to file a response. However, filing a
response is highly recommended, along with the submission
of a power of attorney so that a local agent will be recorded,
where future notices will be directly sent.

If the applicant has a local agent, it is easier to follow up
on the status of the application. In the event of opposition, the
applicant will also be notified through its local agent. Another

advantage of having a local agent is to ensure that timely re-

minders on the filing of maintenance requirements will be sent.
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Recent developments in trademark cases

Who may oppose a trademark
application? Wheniis the deadline to
oppose an application?

Any person who believes that they would be damaged by the
registration of a mark may, upon payment of the required fee,
file with the Bureau of Legal Affairs (BLA) of the IPOPHL
an opposition to the application.

The opposition must be filed within 30 days from the
date of its publication in the E-Gazette. A one-time extension
of 45 days is available. This period also applies to cancellation
actions, and the filing by the respondent of its verified answer.
It used to be three extensions of 30 days each or a total of 90
days under the old rules. The period was shortened to speed

up the registration process and resolve cases more expedi-

tiously.

Between the prior user and the first-to-
file registrant, who has a betterrighttoa
trademark?

In the landmark case of Zuneca Pharmaceuticals v. Natrapharm

(G.R.21850) in 2020, the Supreme Court clarified and un-
equivocally pronounced that ownership of a mark is ac-

quired through registration made validly under the IP Code.

This overturned its rulings in 2010 in the cases of Berris Agri-

cultural v. Abyadang (G.R. 183404) and E.Y. Industrial Sales v.
Shen Dar Electricity and Machinery (G.R. 184850), in which
it stated that the rights of a prior user of a mark prevail over
the rights of a first registrant of a confusingly similar mark.

What testis used by the courtsin
determining confusing similarity of
trademarks?

There were two tests applied in determining whether the
competing marks are confusingly similar: the dominancy
test and the holistic test.

In the 2021 case of Kolin Electronics v. Kolin Philippines In-

ternational (G.R.228165), the Supreme Court abandoned the
use of the holistic test. The dominancy test takes precedence

as it is the only test incorporated in the IP Code. This test fo-
cuses on the similarity of the prevalent features of the compet-

ing trademarks that might cause confusion or deception. If the

competing trademark contains the main, essential, or domi-

nant features of another, and confusion or deception is likely
to result, infringement takes place.
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Statistical
insights on
patent revocation
cases in Korea

of
analyses the results from the first
five years of implementation of the
ex parte revocation procedure in
Korea, including the rates of
dismissal and claim amendment

he ex parte patent revocation procedure was intro-

duced on March 12017 as an alternative option for

challenging an issued patent in Korea. Although the

ex parte patent revocation procedure in Korea is sim-
ilar to the patent opposition system in Japan, there are certain
differences therebetween, notably, with respect to the grounds
for revocation: the ex parte patent revocation procedure can
only be instituted for (i) lack of novelty/inventiveness based
on printed publications that have not been cited by the exam-
iner during the prosecution of the patent, and (ii) violation of
the (extended) first-to-file rule.

This article examines the statistical trends of the ex parte
patent revocation procedure in Korea, based on cases peti-
tioned during the first five years of implementation; i.e., from
March 2017 through December 2021.
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IPC classification for patent revocation cases

EF4FF 2 EE(IPC) B D EREE 1K

F3%

During the initial five-year period, there were a total of
733 patent revocation cases instigated (about 150 cases per
year). The statistics show that 45% of the respondents - i.e.,
the patentees — in these patent revocation cases were foreign
entities, among which the percentage of Japanese patentees was
around 58%.

The most common technical field for these patent revo-
cation cases resided in Section C of the International Patent
Classification (IPC) - i.e., chemistry/metallurgy — with 30%
of the cases belonging to that field. The second most common
field was Section H of the IPC - i.e., electronics — with 23% of

E 3% /
D 4%
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Detailed statistics on patent
revocation decisions

Issuance of .
.. . Claim
Decision revocation Rate
- amendment
notice
Yes Yes 17%
Revocation
Yes No 15%
Yes Yes 34%
Dismissal Yes No 4%
No - 30%

*Before the board renders a decision to revoke the challenged
claim(s), the patentee is to be notified of the reason(s) for revocation
and given an opportunity to submit a response thereto (possibly

together with amendment to the specification, claims and/or
drawings).

the cases. These statistics reflect the current industry develop-
ment trend in Korea - i.e., heightened competition in the fields
of electronic materials and electronics — and further under-
score that Japanese companies are front-runners in the field of
electronic materials.

Patent revocation case decisions
During the five-year period, the Trial Board of the KIPO ren-
dered decisions in 599 patent revocation cases, resulting in
181 patent (about 30.4%) revocations. The revocation rate
is lower than the invalidation rate (52.3% in 2021) through
invalidation trials, but significantly higher than the revoca-
tion rate in Japanese opposition proceedings (revocation rate
= number of revocation decisions / (number of revocation
decisions + number of dismissal decisions + number of in-
validation decisions + number of withdrawn cases)).

In a nutshell, (i) around 30% of the cases were dismissed
(ie., the challenged patents were maintained) without the is-
suance of any notice of reason for revocation by the board, (ii)
34% of the challenged patents were maintained with claim
amendment, (iii) 4% were maintained without any claim
amendment, (iv) 17% were entirely or partially revoked even
with claim amendment, and (v) 15% of the challenged patents
without any claim amendment were entirely or partially re-
voked. These statistics underline the difficulty of maintaining
claims without any amendment once the Board issues a notice
of reason for revocation.
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Patent revocation appeal
cases reviewed by the
Patent Court

Among the 181 patent revocation de-

cisions rendered by the Trial Board, 44
cases (about 24%) were appealed by
the patentees to the Patent Court.

Among them, the Patent Court re-
viewed 33 revocation appeal cases dur-

ing the five-year period, deciding 13
cases in favour of the patentees (about
39%).

SOUTH KOREA §&[F

Dong Uk Lee

Patent attorney, FirstLaw PC
E: dulee(®firstlaw.co.kr

Dong Uk Lee is a Korean patent attorney and
partner at FirstLaw. Mr. Lee primarily represents
major Japanese corporations in the
chemical/materials field, handling prosecution
matters, trials and litigations, and due diligence
work. While Mr. Lee has expertise in patents
invalving chemicals, polumers, chemical
engineering and processing, electric materials,
metals/alloys, and textiles, his strength lies in
patents involving converging hybrid technologies.

Mr. Lee obtained his MIP degree from Tokuo
University of Science and gained valuable
practical and theoretical insight regarding
Japanese patent practice in order to better
serve the firm'’s clients. Mr. Lee also stays up to
date with recent decisions, statistics,
amendments, and market trends, as he
regularly presents at conferences and
seminars in both Korea and Japan.
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Trust

Our relationships are forged

over decades of trust,
fortified by our commitment
to meeting and exceeding
the expectations of our
clients.

Paragon of
Professional
Excellence

Expertise

Our expertise and experience in all
facets of IP allow us to provide short
and long term solutions that help
unleash the potential of our client’s
innovations.

FIRSTLAW pC.

www firstlaw.co.kr - firstlaw@firstlaw.co.kr - T: +82-2-589-0010



RANKINGS

Top firms for patent work

Managing Intellectual Property is delighted to publish the
IP Stars 2022 rankings of the leading firms for selected juris-
dictions. These are the results from the research for IP Stars
2022, which started in September 2021. The rankings over
the following pages cover 16 selected jurisdictions. For the
full list covering over 70 jurisdictions, please visit
ipstars.com.

Ipstars.com is a searchable website with news and analysis
on firms and individuals practising IP. Bookmark it and
check back regularly for the latest updates on the ranked
firms and this year’s research.

IPSTARS is not a directory of all firms offering IP services
and therefore many firms, including those that participated

in research, have not been listed.

Congratulations to all the firms listed this year.

Methodology

These rankings are based on information available at the
time the research was completed (January 2022). The re-
search was conducted rigorously and impartially by our team
of researchers in London, New York and Hong Kong. No
firm can pay to be included or to influence the results, and
there is no fee to pay to participate in the research.

Each year our research analysts obtain information from
thousands of firms, IP practitioners and their clients through
interviews, emails and online surveys. Before compiling the
rankings, our research analysts also conducted their own in-
dependent research, including an analysis of publicly avail-
able information (such as court or IP office data) and
existing data we hold on firms. The aspects assessed for the
firm rankings include expertise, workload, market reputa-
tion/record, outcomes achieved for clients, and unique
strengths in a given practice area. Judgments about which
firms to include in the rankings, and which tier and practice
area they should be in, take account of all this information.
This makes IP STARS the most comprehensive and author-
itative survey of the IP legal market yet published. Firms are
ranked alphabetically in tiers, or as highly recommended or
recommended. The total number of firms listed varies from
jurisdiction to jurisdiction. For most jurisdictions, the rank-
ings are split into prosecution and contentious work. How-
ever, in smaller jurisdictions we evaluated and ranked firms
for their IP practice as a whole.

40

Except for name changes, any subsequent developments or
information that could influence our rankings will be con-
sidered during the research for the 2023 edition of IP
STARS, which starts in September 2022. For the avoidance
of doubt, the tables do not suggest or indicate that the IP ex-
pertise or services of the listed firms are limited to the prac-
tice area in question. Managing IP does not recommend or
endorse any particular firm for IP work. IP STARS rankings
are subject to change each year. Visit ipstars.com to learn
more about our research.
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RANKINGS Z>F >4

CHINA (DOMESTIC FIRMS)
PATENT CONTENTIOUS PATENT PROSECUTION
TIER1 TIER3 TIER1 TIER3
Fangda Partners AFD China Intellectual Property CCPIT Patent and Trademark AFD China Intellectual Property
King & Wood Mallesons Law Office Law Office Law Office
Lifang & Partners Han Kun Law Offices China Patent Agent (HK) Beijing East IP
Kangxin Partners King & Wood Mallesons Beijing Sanyou Intellectual
TIER2 Lung Tin Intellectual Property Liu Shen & Associates Property Agency
CCPIT Patent and Trademark Agent China Sinda Intellectual Property
Law Office NTD Intellectual Property TIER2 Jeekai & Partners
China Patent Agent (HK) Attorneys China Science Patent & Kangxin Partners
LexField Law Offices Zhong Lun Law Firm Trademark Agent Lung Tin Intellectual Property
Liu Shen & Associates Zhongzi Law Office NTD Intellectual Property Agent
Unitalen Attorneys at Law Attorneys Shanghai Patent & Trademark
Wanhuida Intellectual Property OTHER NOTABLE FIRMS Unitalen Attorneys at Law Law Office
An Tian Zhang & Partners Zhongzi Law Office Wanhuida Intellectual Property
AnJie Law Firm
Chang Tsi & Partners OTHER NOTABLE FIRMS
Jincheng Tongda & Neal Advance China IP Law Office
JunHe Chang Tsi & Partners
Watson & Band Han Kun Law Offices
ZY Partners
I T |

AFD China Intellectual Property Law Office
TERGEFENRATRREFRLAA

AFD China Intellectual Property is a top-tier
privately-owned IP firm in China. We have
over 250 people working in our Beijing Office.
Two third of them are IP practitioners including
patent attorneys, trademark attorneys, and

attorneys-at-law. We also have a client-sup-
porting team including several U.S. patent
agents located in Washington, U.S.A.

Utility Model

We provide services to clients worldwide in all

areas of intellectual property law, including
patents, trademarks, copyrights, unfair
competition, trade secrets, domain names,
licensing, and other legal areas dealing with
technology and IP.

Litigation
& Other Services

Head Office: Golden Towers, Tower B, 21st Fl.,
38 Xueqing Road, Beijing 100083, China

Tel: +86 10 8273 0790

Fax: +86 10 8273 0820
Email: afdbj@afdip.com
Website: www.afdip.com

WWW.MANAGINGIP.COM



RANKINGS S >* >4

CHINA (FOREIGN FIRMS)

PATENT

TIER1
Bird & Bird

TIER2

Baker McKenzie FenXun
DLA Piper

Jones Day

Orrick Herrington & Sutcliffe
Rouse

TIER3

AWA

Deacons

Hogan Lovells
Spruson & Ferguson

OTHER NOTABLE FIRMS

Allen & Overy

Finnegan Henderson Farabow Garrett & Dunner
Gowling WLG

Morgan Lewis & Bockius

Ropes & Gray

Simmons & Simmons

FRANCE

Trusted in-house intelligence
for over three decades.

Law firms need practical information when
advising their clients; not reactionary or

news-focused, but informed and actionable.

What keeps in-house

counsel awake at night?

Find out more

www.managingip.com

Get unlimited seven-day access simply visit
www.managingip.com or contact Tolu Babalola,
tolu.babalola@euromoneyplc.com | + 44 (0) 20 7779 8165

PATENT CONTENTIOUS

PATENT CONTENTIOUS

PATENT PROSECUTION

(LAW FIRMS) (PATENT & TRADE MARK TERY
ATTORNEY FIRMS) -
TIER1 Beau de Lomenie
Allen & Overy HIGHLY RECOMMENDED Lavoix
August Debouzy Bardehle Pagenberg Plasseraud IP
Bird & Bird Casalonga Regimbeau
Hoyng Rokh Monegier Santarelli
RECOMMENDED
TIER2 abello IP TIER2
Armengaud Guerlain Lavoix Casalonga
Duclos Thorne Mollet-Vieville & Associes Germain & Maureau
(DTMV) Marks & Clerk
Cide Lourette Nouel
Hogan Lovells TIER3
Jones Day Cevers
Schertenleib Avocats IPSIDE
LLR
TIER3 Novagraaf
Cousin & Assaocies
Linklaters OTHER NOTABLE FIRMS
Reed Smith Brevalex
Simmons & Simmons Ipsilon
Szleper Henry Avocats Nony

OTHER NOTABLE FIRMS
Dentons
Pinsent Masons

JAPANESE BUYERS' GUIDE 2022



GERMANY

RANKINGS S >F >

PATENT CONTENTIOUS

PATENT CONTENTIOUS

(LAW FIRMS) (PATENT & TRADEMARK
ATTORNEY FIRMS)

TIER1 OTHER NOTABLE FIRMS
Bird & Bird Ampersand TIERL OTHER NOTABLE FIRMS
Hogan Lovells Baker McKenzie Bardehle Pagenberg Braun-Dullaeus Pannen
Houng Rokh Monegier CBH df-mp (Dorries Frank Molnia & Emmerling

DLA Piper Pohlman) Michalski Huttermann & Partner
TIER2 EIP Hoffmann Eitle Peterreins Schley

Arnold Ruess

Freshfields Bruckhaus Deringer

Finnegan Henderson Farabow
Garrett & Dunner

Ter Meer Steinmeister & Partner
Wallinger Ricker Schlotter

\Vossius & Partner

Kather Augenstein Gleiss Lutz TIER2 Tostmann (WRST)
Krieger Mes & Graf von der Hengeler Mueller Cohausz & Florack

Groeben Linklaters Eisenfuhr Speiser

Preu Bohlig & Partner Simmons & Simmons Griinecker

Quinn Emanuel Urquhart & Taliens Maikowski & Ninnemann

Sullivan Maiwald

Rospatt Osten Pross

Taylor Wessing TIER3

Wildanger Kehrwald Grafvon
Schwerin & Partner

TIER3

Allen & Overy

Jones Day

Klaka

GERMANY

PATENT PROSECUTION

Boehmert & Boehmert
Isenbruck Bosl Horschler
Kanig Szynka Tilmann von
Renesse

Meissner Bolte

Samson & Partner
Wuesthoff & Wuesthoff

PATENT CONTENTIOUS PATENT PROSECUTION

TIER1 TIER3 TIER1 TIER1
Boehmert & Boehmert df-mp (Dorries Frank Molnia & Anand and Anand Anand and Anand
Griinecker Pohlman) Remfry & Sagar K &S Partners
Hoffrmann Eitle Dompatent von Kreisler Singh & Singh Lakshmikumaran & Sridharan
Maiwald Kanig Szynka Tilmann van Remfry & Sagar
Vossius & Partner Renesse TIER2 RK Dewan & Co
Kuhnen & Wacker K &S Partners
TIER2 Maikowski & Ninnemann Lakshmikumaran & Sridharan TIER2
Cohausz & Florack Manitz Finsterwald S Majumdar & Co Krishna & Saurastri Associates
Bardehle Pagenberg Viering Jentschura & Partner Saikrishna & Associates Rahul Chaudhry & Partners

Eisenflhr Speiser

Weickmann & Weickmann

S Majumdar & Co

Isenbruck Bosl Horschler

TIER3 Subramaniam & Assaociates

Meissner Bolte

OTHER NOTABLE FIRMS

Inttl Advocare

Samson & Partner Dreiss Krishna & Saurastri Associates TIER3
Uexkdll & Stolberg Kraus & Weisert Lall & Sethi Chadha & Chadha
Wuesthoff & Wuesthoff Michalski Hittermann & Obhan & Associates De Penning & De Penning
Partner RK Dewan & Co Kan & Krishme
Prifer & Partner LexQOrbis
Ter Meer Steinmeister & OTHER NOTABLE FIRMS Obhan & Associates

Partner

Khaitan & Co

Wallinger Ricker Schlotter
Tostmann
Witte Weller & Partner

OTHER NOTABLE FIRMS
Khurana & Khurana
LS Davar& Co

Rahul Chaudhry & Partners

WWW.MANAGINGIP.COM



INDONESIA

RANKINGS S >* >4

MALAYSIA

PATENT PATENT CONTENTIOUS PATENT PROSECUTION
TIER1 TIER1 TIER1
Hadiputranto Hadinoto & Partners Shearn Delamore & Co Henry Goh & Co
Rouse (in association with Suryomurcito & Co) Skrine Marks & Clerk
\Wong & Partners (Baker Shearn Delamore & Co
TIER2 McKenzie) Skrine
Am Badar & Am Badar
Januar Jahja & Partners TIER2 TIER2
K&K Advocates Wong Jin Nee & Teo Advanz Fidelis IP
Tilleke & Gibbins Zaid Ibrahim & Co KASS International
Wong & Partners (Baker
TIER3 TIER3 McKenzie)
SKC Law Chooi & Company + Cheang & Zaid Ibrahim & Co
Ariff
OTHER NOTABLE FIRMS Christopher & Lee Ong TIER3
AMR Partnership Rahmat Lim & Partners Mirandah Asia
Biro Oktroi Roosseno Shook Lin & Bok Pintas Consulting Group
FAIP Advocates & IP Counsels Tay & Partners Rahmat Lim & Partners

Spruson & Ferguson

Tay & Partners

MEXICO

PATENT CONTENTIOUS

PATENT PROSECUTION

OTHER NOTABLE FIRMS

Wong Jin Nee & Teo

Lee Hishammuddin Allen &
Glednill

Raja Darrul & Loh

Ram Caroline Sha & Suah

NETHERLANDS

PATENT CONTENTIOUS

PATENT PROSECUTION

TIERL TIERL TIERL TIERL
Arochi & Lindner Arochi & Lindner Brinkhof Arnold & Siedsma
Basham Ringe y Correa Becerril Coca & Becerril Houng Rokh Monegier De Vries & Metman
QOlivares Olivares NLO
Uhthoff Gomez Vega & Uhthoff TIER2 VO
TIER2 Bird & Bird
Becerril Coca & Becerril TIER2 De Brauw Blackstone TIER2
Calderon & De La Sierra Basham Ringe y Correa Westbroek AOMB
Uhthoff Gomez Vega & Uhthoff  Calderon & De La Sierra Freshfields Bruckhaus Deringer  EP&C
Dumont Hogan Lovells
TIER3 Simmons & Simmons TIER3
Dumont TIER3 Taulor Wessing Patentwerk
Goodrich Riguelme y Asociados  AVA \Vondst Vriesendorp & Gaade
ClarkeModet
OTHER NOTABLE FIRMS Goodrich Riquelme y Asociados TIER3 OTHER NOTABLE FIRMS
AVA Mendez + Cortes BarentsKrans HGF
Baker McKenzie Panamericana de Patentes y DLA Piper
Bufete Soni Marcas
Muggenburg Gorches y OTHER NOTABLE FIRMS
Pefialosa OTHER NOTABLE FIRMS Allen & Overy
Santamarina y Steta Baker McKenzie NautaDutilh

TMI Abogados

C&L Attorneys

Pinsent Masons

Iberbrand

Santamarina y Steta

TMI Abogados

JAPANESE BUYERS' GUIDE 2022



RANKINGS S >F >

PHILIPPINES

SINGAPORE

PATENT PATENT CONTENTIOUS PATENT PROSECUTION
TIERL TIERL TIER1
ACCRALAW Allen & Gledhill Marks & Clerk
Quisumbing Torres Bird & Bird ATMD Spruson & Ferguson
Sapalo Velez Bundang & Bulilan Dentons Roduk & Davidson Viering Jentschura & Partner
SyCip Salazar Hernandez & Gatmaitan Drew & Napier

TIER2
TIER2 TIER2 Allen & Gledhill
Cruz Marcelo & Tenefrancia Amica Law Amica Law
EB Astudillo & Associates Rajah & Tann Donaldson & Burkinshaw
Romulo Mabanta Buenaventura Sayoc & De Los Angeles Drew & Napier

TIER3

TIER3 Baker McKenzie Wong & Leow ~ TIER3
Castillo Laman Tan Pantaleon & San Jose Lee & Lee Baker McKenzie Wong & Leow
Federis & Assaciates Mirandah Law Bird & Bird ATMD
Hechanova Group Ravindran Associates Davies Collison Cave

Dentons Roduk & Davidson
OTHER NOTABLE FIRMS OTHER NOTABLE FIRMS McLaughlin IP

Baranda & Associates

Shook Lin & Bok

Bengzon Negre Untalan

WWW.MANAGINGIP.COM

OTHER NOTABLE FIRMS

Mirandah Asia




SOUTH KOREA

RANKINGS S >* >4

THAILAND

PATENT CONTENTIOUS PATENT PROSECUTION PATENT
TIER1 TIER1 TIER1
Bae Kim & Lee FirstLaw PC Baker McKenzie
Kim & Chang Kim & Chang Domnern Somgiat & Boonma
Lee &Ko YP Lee Mock & Partners Tilleke & Gibbins
TIER2 TIER2 TIER2
Shin & Kim Bae Kim & Lee Rouse
Yoon & Yang Lee International IP & Law Satyapon & Partners
Yulchon NAM & NAM
You Me Patent & Law Firm TIER3
TIER3 Ananda Intellectual Property
Darae Law & IP Firm TIER3 LawPlus
FirstLaw PC Darae Law & IP Firm ZICOIP
Lee International IP & Law Koreana Patent Firm
Lee &Ko OTHER NOTABLE FIRMS

OTHER NOTABLE FIRMS Muhann Patent & Law Firm S&l International Bangkok
AIP Patent & Law Firm SCL Nishimura & Asahi
You Me Patent & Law Firm OTHER NOTABLE FIRMS Spruson & Ferguson
YP Lee Mock & Partners AIP Patent & Law Firm

Hanol IP & Law

KBK & Associates

Yoon & Lee International Patent
& Law Firm

Yoon & Yang

UNITED KINGDOM (ENGLAND)

PATENT CONTENTIOUS

PATENT CONTENTIOUS

PATENT PROSECUTION

(LAW FIRMS) (PATENT & TRADE MARK
TIERL TIER3

TIERL ATTORNEY FIRMS) Boult Wade Tennant Abel & Imray
Allen & Overy TIER1 Carpmaels & Ransford Appleyard Lees
Bird & Bird Carpmaels & Ransford DYoung & Co Barker Brettell
Bristows EIP Dehns EIP
Hogan Lovells HGF Elkington + Fife
Pinsent Masons TIER2 JAKemp Farresters
Powell Gilbert HGF Law Kilburn & Strode Keltie
Taulor Wessing Marks & Clerk Law Mewburn Ellis

Potter Clarkson Potter Clarkson OTHER NOTABLE FIRMS
TIER2 AAThornton
Gowling WLG TIER3 TIER2 Beck Greener
Herbert Smith Freehills Venner Shipley Gill Jennings & Every Cleveland Scott York
Kirkland & Ellis Haseltine Lake Kempner Murgitroyd
Simmons & Simmons OTHER NOTABLE FIRMS Marks & Clerk Page White Farrer

Haseltine Lake Kempner Mathys & Squire Wilson Gunn
TIER3 Withers & Rogers Maucher Jenkins
Mishcon de Reya Reddie & Grose
Osborne Clarke Venner Shipley
WilmerHale Withers & Rogers

OTHER NOTABLE FIRMS

CMS

Fieldfisher

Freshfields Bruckhaus Deringer
Linklaters

Wiggin
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UNITED STATES

RANKINGS S >F >

PATENT CONTENTIOUS

PATENT PROSECUTION

PTAB LITIGATION

TIER1

TIER1

TIER1

Desmarais

Finnegan Henderson Farabow Garrett &

Finnegan Henderson Farabow Garrett &
Dunner

Finnegan Henderson Farabow Garrett &
Dunner

Dunner Fish & Richardson Fish & Richardson
Fish & Richardson Knobbe Martens Haynes and Boone
Gibson Dunn & Crutcher Sterne Kessler Goldstein & Fox Paul Hastings
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VIETNAM

PATENT
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Pham & Assaciates
Tilleke & Gibbins
Vision & Associates

TIER2
D&N International
INVESTIP

TIER3

Ageless

Baker McKenzie
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Wincao

OTHER NOTABLE FIRMS
Annam IP & Law
Banca

Trusted in-house intelligence
for over three decades.

Law firms need practical information when
advising their clients; not reactionary or

news-focused, but informed and actionable.

What keeps in-house

counsel awake at night?

Find out more

www.managingip.com

Get unlimited seven-day access simply visit
www.managingip.com or contact Tolu Babalola,
tolu.babalola@euromoneyplc.com | + 44 (0) 20 7779 8165
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AUSTRALIA

Davies Collison Cave

Address: Level 15, 1 Nicholson Street, Melbourne VIC 3000

Tel: +61 3 9254 2777

Fax: +61 3 9254 2770

Email: mail@dcc.com (English, for instructions or urgent enquiries)
JPmail@dcc.com (Japanese, for general enquiries only)

Website: https:/dcc.com

Contact: Michael Wolnizer — Group Managing Principal

No of partners: 37
Total no of attorneys and lawyers: Over 100
Languages spoken: English; Japanese; Mandarin

Main area of practice: IP

With a history that spans more than 140 years, Davies Collison

Cave (DCC) are leaders in Intellectual Property in the Asia Pacific

region. Practice areas include:

- Patent drafting, prosecution and counselling

- Trade mark filing, prosecution and counselling

- Design filing, prosecution and counselling

- Patent, trade mark and designs oppositions

- Legal services including: IP litigation and commercialisation;
technology, media and telecommunications (TMT) advice; and
privacy and data protection advice.

Our trademark practice

Our experienced attorneys work closely together to offer a full range
of trade mark services including expert advice in search analysis,
preparing and filing trade mark and domain name applications,
prosecution — both Australian and overseas including international
registrations, oppasitions, domain name disputes, portfolio, and
brand management.

Since 2000 DCC has filed more trade mark applications in Australia
than any other firm.

Our patents practice

DCC's patent practice is unrivalled. We have filed a large share of the
patent applications in the region for a number of years and we
consistently file amangst the highest number of originating patent
applications across all technical disciplines in Australia and New
Zealand. Our Singapore team files for the largest local filers in
Singapore, in addition to filing regionally for many of the world’s
largest companies and our Hong Kong and Malaysian teams bring a
wealth of experience and local knowledge to their markets. DCC has
a depth of technical expertise and legal experience across Asia
Pacific that our competitors find difficult to match.

DCC Law Practice
DCC's associated law firm, Davies Collison Cave Law (‘DCCL) is a

dedicated IP litigation and commercialisation firm.

DCCL is the largest dedicated IP law group in Australia (larger than

DAVIES
COLLISON
CAVE

our ‘full service law firm’ competitors) and has been highly successful
in protecting our client’s rights and defending their interests. In addition
to the DCCL IP litigation team DCCL also advises clients in the TMT,
privacy and data protection, tax and commercial law areas. When
appropriate DCCL works closely with DCC, whilst closely protecting the
confidential information of both the clients of DCC and DCCL, to
achieve the best possible resolution of disputes before Australian
courts.

Industry recognition

Year after year, DCC is recognised and awarded by peers and industry

badies for the qualitu of service provided. Some of our recent firm

awards include:

- Australian Patent Contentious (Patent and Trade Mark Attorney)
Firm of the Year, Managing IP Awards 2022

- Australian Trade Mark (Patent and Trade Mark Attorney) Firm of the
Year, Managing IP Awards 2022

- IP Law Firm of the Year in Australia, Global Law Experts 2021

- Australian Patent Firm of the Year, Asia IP Award 2020

Japan services

DCCs Japan Group is dedicated to our Japanese clients. With our team
of Japan-focused IP professionals we can assist with any of your IP
services. We represent some of the world’s most recognisable
Japanese companies and brands, as well as SMEs and cutting-edge
start-ups. Our expertise and long-standing experience in working with
Japanese clients and IP prafessionals give us an understanding of the
specific needs of Japanese clients, and ensure that we deliver high-
quality and timely services to protect their innovation, branding,
creativity and commercial success.

If you would like to make a general enquiry, please email us at
JPmail@dcc.com in Japanese, or mail@dcc.com in English.

(For sending formal instructions or urgent enquiries, please contact us
in English using mail@dcc.com or call us on +61 3 9254 2777).
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CHINA

AFD China Intellectual Property Law Office

Address: Golden Towers, Tower B, 21st FI, 38 Xueging Road, Haidian, Beijing, 100083, China
Tel: +86 10 8273 0790

Fax: +86 10 8273 0820

Email: info@afdip.com

Website: www.afdip.com

Contact: Xia Zheng

Total number of lawyers: 143

Languages spoken: English, Japanese, Korean, German, Chinese

Main area of practice: patents, trademarks, copyrights, domain names, integrated circuit layouts, trade secrets, unfair competition, IP
litigation, plant varieties, technology and legal translation.

AFD China Intellectual Property Law Office was founded bu Ms. Xia Zheng in 2002 upon the commitment of high-level IP services. With the
main office located in Beijing, China and a client-supparting team in Washington State, U.S.A., we offer one-stop solutions and comprehensive
range of intellectual property services in China to individuals and to corporate clients all over the world - including IP strategy, patent mining,
patent drafting, IP filing and prosecution, free-to-operating analysis, validity or invalidity analysis, portfolio management, investigation, IP due
diligence, dispute solutions and IP litigation - to strengthen and protect clients' IP rights in China.

Over the years, we have grown from a boutique firm into @ medium-sized firm with over 200 people. The professionals at AFD China are well-
versed in IP laws and some of them won titles such as ‘National IP Talent’, ‘Outstanding Patent Attorney of year’, ‘IP Star’, ‘Leading Individual’
and ‘IP Attorney to Watch'.

Our practice is distinguished by creative mindsets and effective approaches. Our working manner was described as “in the best spirit of the
law, rather than advising clients to sidestep regulations based on technicalities.” We provide forward-thinking advice at each step of the
prosecution or litigation process and utilize every possible opportunity during the course of a prosecution process to advance clients’ cases. It
has maintained a mandatory quality control policy that applies to all filings, opinion letters and litigation filings. A two-step inspection is
adopted at every key point to ensure consistency, accuracy, reliability and compliance. Its quality control also includes a complete set of
control procedures of problem finding, training, watching, auditing, retraining, re-watching and re-auditing.

We stay up to date with the latest changes in their respective areas of IP practice. We provide prompt communications with clients on changes
on governmental, statutory, regulatory laws and regulations, examination guidelines and specific handlings.

Because of the commitment to good practice and high professionalism over the years, we are constantly recommended and recognized by
clients, industrial associations, local authorities and professional rankings. We are a director firm of the Beijing Patent Attorneys Association, a
committee member firm of the China Intellectual Property Development Alliance, and a council member firm of the China Trademark
Association. We was accredited to local patent agency service standards as an AAAAA-level (top tier) Patent Agency in Beijing, awarded with
the titles of Outstanding Patent Agency and Preferred IP Service Providers for Medium Small and Micro Enterprises. Our litigation case was
selected as an exemplary IPR protection case by the Beijing Higher Court.
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CHINA

Kangxin Partners P.C.

Address: 16F, Tower A, InDo Building, 48 Zhichun Road, Haidian District, Beijing, China

Tel: +86 105 6571588

Fax: +86 105 657 1599

Email: event@kangxin.com

Website: http://en kangxin.com

Contact: event@kangxin.com

Managing partner: Samson G. Yu
Established: 1994

Number of Partners: 10

Number of IP practitioners: 410+

Languages: Chinese, English, Japanese, Korean
Network memberships: CBBC, INTA, FICPI, AIPPI

Since its establishment in 1994, Kangxin has grown into a leader
amongst IP law firms in China, with offices in Beijing, Tianjin,
Qingdao, Xi'an, Wuhan, Hangzhou, Guangzhou and Dongguan. Our
client base includes domestic Chinese enterprises and international
companies from around the world. We represent many different
businesses, including start-ups, well-known domestic entities, and
Fortune 500 multinationals.

With dedicated teams specializing in IP litigation, enforcement,
patents, and trademark prosecution, Kangxin remains a driving force
for intellectual property protection in China and around the world.
There is currently mare than 510 staff across our offices, 410 of
whom are specialized IP professionals. Kangxin is a full-service IP
firm and organized into several specific divisions.

Kangxin IP Platform

Combining IP, IT, and Al technology, Kangxin IP Platform, since its
launch in 2018, has developed into a comprehensive and digitalized
IP lifecycle management tool, backed by all the professionals from
Kangxin Partners, P.C. The Platform utilizes worldwide data on
trademarks and patents, Al tech for superior image search, transpar-
ent processes, a user-friendly interface, and real-person support
from our expert team.

Kangxin IP Platform provides trademark services, brand protection,
copyright protection and patent annuity service so far. It is con-
stantly updated and improved, providing customers with a one-stop
smart solution for global IP protection.

Our Service

Patents

According to the PCT rankings released by WIPO and Managing Intel-
lectual Property (MIP), Kangxin has been ranked among the top PCT
firms for years.

Our Patent team is divided into three main divisions: Electronics, Chem-
istry & Life Sciences, and Mechanics. Each division has experts in the
fields of chemistry, electronics, life sciences, pharmaceuticals, biotech-
nology, communications and computer technologu, and mechanics.

Trademarks, Copyrights & Domain Names

At Kangxin, we understand that trademark and copuright protection is
the essence of your business. Our professionals will help you deter-
mine the optimum strateqgy for protecting uour intellectual property
rights, and will work with you to enfarce these rights in the event of
third-party conflicts and counterfeiting.

Our expert services would not be complete without domain name ser-
vices. In today’s internet age, domain name issues can be a common
issue. Qur team has extensive experience in domain name registration
and dispute resolution. We will represent you to negotiate with third-
parties and domain name related disputes.

IP Enforcement

Kanagxin’s legal practice has experience in a wide variety of intellectual
property disputes, including those related to patents, trademarks, copu-
rights, trade secrets, unfair competition, and technology transfer disputes.

Our senior patent attorneys have over 20 years of practical field experi-
ence, while our litigation attorneus are intellectual property specialists with
backgrounds particularly suited for intellectual property related litigation.

IP Strategy and Design

Our IP strategy and design practice includes preliminary, invalidation,
and infringement searches. We provide IP strategic consulting services,
and create patent maps for clients. In conjunction with both the Chi-
nese government and corparate clients, we complete successful strat-
egy projects each year.

WWW.MANAGINGIP.COM
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INDIA

LS Davar & Co

Address: Globsyn Crystals, Tower 1, 2nd Floor, Block EP, Plot No, 11 & 12 Salt Lake, Sector V, Kolkata - 700 091, India.
Tel: +91 33 2357 1015 - 1020

Fax: +91 33 23571018

Email: mailinfo@lsdavar.in

Website: www.sdavar.com

Managing partner: Dr. Joshita Davar Khemani

Established: 1932

Number of partners: 3

Number of IP practitioners: 105

Languages: English, Hindi, Other Regional Vernaculars, French and German.
Network memberships: Cll, ASSOCHAM, FICCI, INTA, AIPPI, FICPI and APAA.

Founded and Head Quartered in Kolkata, L.S. DAVAR & Co. a Full-Service Intellectual Property Law Firm was established in the year 1932 by
Late Mr. L. S. Davar, an Attorney at Law. We are proud to be one of the Oldest and Largest IP law firm of Indian origin. The firm'’s present
Chairman, Mr. G. S. Davar a Patent Lawuyer has been recognized as an “IP Living Legend” by Assocham, has successfully carried forward the
rich legacy of the firm. Dr. Joshita Davar Khemani, the current managing partner has been honoured as one of the Top 100 Powerful Women
in Law. She has been recently recognized as the Top 10 Managing Partners in IP Law by Forbes India.

With 90 glorious years of experience and expertise in the domain, we offer professional as well as quality services in handling, protecting and
enforcing a multi-faceted portfolio of Patents, Trademarks, Designs, Copurights, Domain Names and Geographical Indication.

With zonal offices in Delhi, Guwahati and Bengaluru and an International office in Singapore and with associates in over 145 countries,
worldwide, we cater to a broad range of industries in India and in the neighbouring countries.

We cater to many Fartune 500 Companies also to Small and Medium-Sized Enterprises, Start-Ups, Government-Funded Industries,
Universities, etc,, ensuring that all their legal IP needs are fully met. From developing intellectual property portfolios worldwide to handling
infringement & litigating disputes, we offer a 360-degree solution to all legal IP requirements. We also assist in Advising, Handling, Protecting
& Enforcing their Diverse Portfolio of Patents, Trademarks, Designs, Copyrights, Domain disputes, and Geographical Indication.

We have a dynamic team of over 300 members and growing steadily which includes Patent Professionals including Engineers, Lawyers and
Technical Advisors who are experts in various practice areas relating to IP and beyond.

To maintain our superior service standards, the firm operates on a strong T backbone, implementing a world-class comprehensive ERP system
based on the latest cloud platform for timeline recordings, document management, and case management which are handled by a seasoned
team of Systems Engineers, Docketing Professionals and Paralegals. Our in-house IT experts have developed a number of tools and resources
for businesses to help them tackle IP protection more effectively for enforcement at home and abroad.

Under the leadership of Dr. Joshita, the firm has received several accolades, awards, and recognition from prestigious and globally recognized
organizations on various international platforms.

- Top Managing Partners of India in IP Law for the second consecutive year 2020 & 2021 by Forbes India.

Certificate of Recognition by Hon. Shri Suresh Prabhu, Member of Parliament, Rajya Sabha for her contribution in the field of IP.

- She has been recognized as the IP Expert from India by Asia IP.

- Top 100 Powerful Women in Law

- She has been — Ranked under Individuals: Prosecution table in the India chapter by IAM Patent 1000: The World's Leading Patent 2021 edition.
- Recognized as The IP Boutique of the Year in the year 2020 by the Asia IP

- “IP Star - Ranked Firm"” consecutively for the years 2018,2019 & 2020 by the renowned IP Stars

- Recognized as The Most Trusted IP Law Firm for the last four consecutive years i.e. 2018, 2019, 2020 & 2021 by The Economic Times (ET).
- IPR Leadership Award 2020 by NITI Aayog
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PAKISTAN

United Trademark & Patent Services

Address: 85 The Mall, (adjacent HANG TEN Stores) Lahore 54000 Pakistan

Tel: +92 42 36285588-90 and +92 42 3628 5581-4
Email: unitedtrademark@unitedtm.com and dubai@unitedtm.com
Website: www.utmps.com

Contact: Yawar Khan in Pakistan office and Maria Khan in Dubai office

Total no of lawyers: 69
Languages spoken: Japanese, English, Arabic, French, Urdu

Main area of practice: Trademark,Patent, Design, Copyright, Domain Name Registration, Litigation & Enforcement Services including custom

recordals and seizure services

United Trademark & Patent Services is the most well-known,
respected and largest Intellectual Property law firm in Pakistan
providing services in all areas of intellectual property from initial
opinion to registrations, enforcement and litigation. The areas
focused are patents, trademarks, copyrights, designs, IT issues,
geographical indications, transfer of technology, acquisitions and
mergers, competition issues, anti-counterfeiting etc.

The firm has been very active in giving shape to the modern
Intellectual Property Laws in Pakistan and its partners have been on
the committees constituted by the Government to make
recommendations with regard to amendments of trademark, patent
and copuright laws.

Faor the past decade our firm has been ranked as top tier firm in
Pakistan in IP matters in the yearly surveys conducted by various
organizations.

The Litigation Department has a dynamic team of lawyers and is
willing to assist clients to enforce their IP rights even on short notice,
as the firm believes that without proper enforcement the system of
IP registration has no justification. The firm is prosecuting the
highest number of IP related causes in various Courts of the country
including highest number of Patent infringement cases.

The Patent Section within the firm has qualified personnel, who
come from diverse scientific backgrounds, specifically trained to
handle patent matters. The firm has particular strength in handling
patents relating to pharmaceutical, biochemical, chemical,
biotechnological fields.

In the Middle Eastern countries, United Arab Emirates, Saudi Arabia,
Bahrain, Egupt, Lebanon, Jordan, Qatar, Oman and Sri Lanka,
Djibouti, Morocco, Sudan, Tanzania and Yemen our firm United
Trademark & Patent Services is maintaining its own independent
offices. Each office is adequately staffed and has an established
record of being a leading IP law practice in the respective territory.

The size of each of the local offices in terms of qualified IP
prafessionals is dependent on the economic condition and the general
IP activity in the respective country and is as follows:

Pakistan: 25 lawyers, 12 non-lawyer trademark & patent specialist
Bahrain: 2 lawuyers, &4 non-lawyer trademark & patent specialists.
Egupt: 2 lawyers, & non-lawyer trademark & patent specialists.
Jordan: 3 lawyers, & non-lawyer trademark & patent specialists.
Lebanon: 2 lawyers, 2 non-lawyer trademark & patent specialists.
Oman: 7 lawyers, 5 non-lawyer trademark & patent specialists.
Qatar: 2 lawyers, 5 non-lawyer trademark & patent specialists.
Saudi Arabia: 9 lawyers, & non-lawyer trademark & patent specialists.
UAE: @ lawuers, 10 non-lawyer trademark & patent specialists.

Sri Lanka: 2 lawuyers, &4 non-lawyer trademark & patent specialists.
Morocco: 1 lawyer, 2 non-lawyer trademark & patent specialists.
Sudan: 1 lawyer, 2 non-lawyer trademark & patent specialists
Tanzania: 2 lawyers, 4 non-lawyer trademark & patent specialists
Djibouti: 1 lawyer, 2 non-lawuyer trademark & patent specialists
Yemen: 1 lawyer, 2 non-lawyer trademark & patent specialists

Mare than 100 of Fortune 500 companies rely on UNITED
TRADEMARK & PATENT SERVICES for protecting their precious IP
rights.Since 1949 the firm has been in existence.

Contact persons:

Yawar Khan : yawarkhan@unitedtm.com
Maria Khan : maria khan®@unitedtm.com
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SINGAPORE

Donaldson & Burkinshaw LLP DONALDSON & BURKINSHAW

ESTABLISHED 1874

Address: 50 Raffles Place #14-01, Singapore Land Tower, Singapore 048623

Tel: +65 6533 9422

Fax: +65 6533 7806

Email: ip@donburk.asia

Website: www.donburk.asia

Contact: Michelle S. H. NG

No of partners: 16

Total no of lawyers: 36

Languages spoken: English; Mandarin (including dialects); Bahasa Melayu; Japanese
Main area of practice: Intellectual property practice; litigation and dispute resolution practice; real estate practice; corporate and commercial
practice; technology and data protection practice

Donaldson & Burkinshaw LLP (the LLP) is a full-service law firm and has one of the longest established, largest and leading practices in
Singapore in the field of Intellectual Property (IP).

Our IP team comprises highly qualified patent and trademark specialists, technical experts and professionals with impeccable academic
credentials. Our staff includes qualified patent agents who are Ph.D. holders, engineers and scientists, and professionals well-experienced in
trademarks prosecution. Amaongst the law firms in Singapore, our IP team has the most number of registered patent attorneys.

We have several decades of experience in providing a full range of IP services and practise the full spectrum of IP law. We handle trade and
service marks, patents and designs protection, enforcement litigation, and the complete management of IP portfolios, commercialisation and
licensing of IP and technology rights.

Market standing

Our experience in IP extends over more than seven decades. We are regularly lauded as a leading IP specialist in Asia and we have
consistently been ranked favourably in @ number of industry publications and ranking exercises. In particular, we have been ranked as one of
the best law firms in Singapore for Intellectual Property Law in the “Singapore's Best Law Firms 2022” ranking survey conducted by the Straits
Times which is the leading English daily newspaper in Singapore. We have also been ranked Tier 1 for Trade Mark Prosecution Practice in
Singapore in both IP Stars 2022 Rankings and Asia IP 2022 Rankings. Further, we have been ranked Tier 1 Intellectual Property Practice in
Singapore for both Patents and Trademarks/Copyright work in Asia Legal Business 2022 IP Rankings.

The LLP has also maintained its market position as one of the 5 top-filing practices in Singapore, cementing its status as a market-leader in the
field of IP.

Our clients include several of the world’s largest corporations with some of the best and most prestigious brands today. They include leading
domestic and multinational corporations, businesses, local and foreign Government bodies, educational and non-prafit organisations,
individuals, estates and trusts. We fully manage the local and regional patents, designs, trademarks and domain name portfolios for an
extensive number of these clients.

Services

Our services cover all aspects of IP ranging from searching, clearance (including risk management and regulatory compliance) and protection of
trademarks, service marks, patents and designs to the enforcement of these IP rights through litigation in the civil and criminal courts. For
patent matters, we have the technical know-how and expertise to provide advisory services and undertake the drafting of patent specifications
across many fields. We handle all aspects of IP litigation and enfarcement, patent and trademark invalidation and infringement, the
spearheading and implementing of anticounterfeiting efforts, injunctions, and search and seizure orders. We are experienced in handling and
negotiating issues relating to domain name disputes, Internet piracy, information technology and technology licensing.

We assist with the commercialisation, exploitation and licensing of IP rights and mau engage in negotiating, preparing and reviewing
agreements for the development and protection of such assets. We render advice and provide practical solutions relating to agency and
distributorship, protection of copyright, confidential information, trade secrets, data and computer software, issues concerning parallel imports,
the transfer of rights and technology, Internet domain names protection and disputes, information technology, electronic commerce,
advertising and entertainment.
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