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INTERVIEW: BATUR OKTAY, STARBUCKS

Protecting a brand name brew

Batur Oktay is director and corporate counsel at Starbucks Coffee Company in Seattle, where he manages worldwide patent and trademark
portfolios, works on IP litigation, drafts and advises on contracts and also handles copyright and trade secrets matters. Oktay spoke with Eileen
McDermott about some of the challenges of defending the brand name of the world's most well-known cup of Joe.

What is the Starbucks business model?

We have over 16,000 stores worldwide,
the majority in North America, the UK
and Japan. Our business model is that of
a coffee house and retail store, and then
we also have a food services business
where we sell coffee and other products
to cafeterias and in the grocery channel.
We also have an entertainment business
(Starbucks Hear Music), which is largely
music-focused.

How long have you been with the company
and what does your role entail?
I’ve been with the company for over

anti-piracy program, copyright litiga-
tion and trademark portfolio. Before
moving in-house, I was a litigator at
Foster Pepper & Shefelman, focusing on
intellectual property and employment
litigation.

My role at Starbucks is global in nature;
we have an IP team in Seattle that includes
five lawyers and six paralegals and we
head all IP for the company globally. We
have lawyers in other offices who handle
local issues, but all of the IP is done out of
Seattle. T handle a portion of our trade-
mark portfolio and the patent program
and I advise on IP litigation.

“The more famous the brand becomes, the more

infringements we see”

seven years. Before Starbucks, I was sen-
ior corporate counsel at the software
company Adobe Systems, managing its

How large is your IP portfolio?
On the trademark side, we have about
10,000 filings altogether and we have about
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140 patents. We also license our brands in a
very limited sense—we don’t license to one-
offs to brand their products. Overseas, we’ll
license our brand to a single operator, but
that’s a license of the entire retail brand
experience. In the US, we license to Host
Marriott—for example, in airports.

What are the main countries that pose a
problem?

The problem countries vary from year to
year, but we seem to have the most issues
in the US, followed by China, Mexico and
Brazil.

Is counterfeiting a major issue?
Not really—the margin is very low. We’ll
see forms of counterfeiting, like jewelry
that uses our logo, for instance.

Is online infringement a problem?

We don’t have much of a problem with
online trademark infringement—we’ll see
illegitimate coupons posted sometimes,
spamming and other issues that are more
related to consumer fraud.

What's your enforcement strategy?

Our first step is to send cease and desist
letters—probably about 95% of enforce-
ment matters are resolved after the first let-
ter. In some cases, a follow-up call is neces-
sary and in some cases we’ll take the last
possible resort, which is litigation.

How often are you involved in litigation?

We have between two and 10 trademark
lawsuits somewhere in the world in a given
year. We’re only occasionally a defendant
in trademark cases and we’ve had some
patent cases in the last few years, but we
try to respect the brands and IP of other
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companies, because we expect the same. A
lot of disputes never materialize because of
our relationships with our competitors.
Usually, we’ll pick up the phone and call
each other if there’s a problem—those rela-
tionships are really crucial.

Do you use the Madrid system
for filing your marks?
We don’t use Madrid
because we use
Canada as our home
country and they’re
not a member
However, we use
CTM filings in the
EU and the Andean
Pact in Latin
America.

Would you use the sys-
tem if Canada were to
accede?

If Canada were to join the Madrid
system, we’d have to reassess the pros and
cons and consider whether to use it.

Do you have a problem with the trade
dress of your stores being infringed?
That’s an interesting question—we’re
always looking at other ways to protect the
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Starbucks experience, but I haven’t seen a
case yet where the trade dress of a store
was mimicked without also copying the
logo of the store. In many countries there is
no basis for trade dress of a store’s environ-
ment, except in conjunction with also copy-
ing the store’s core mark.

How important is the con-
cept of famous marks
to protecting a brand
like Starbucks?
It’s one of the key
issues for us. We
have 10,000 fil-
ings, In nearly
every country of
the world. TDve
found that, regard-
less of how elaborate
the doctrine is in a par-
ticular country, if we have
a large presence there, the
argument of fame is much easier to
prove. If we don’t have a large presence,
then we try to rely on international
treaties, but it’s much easier to argue fame.

How has the economic downturn impacted
your IP strategy?
The biggest impact is that we’ve had to cut
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Some Starbucks brands
STARBUCKS DOUBLESHOT energy+coffee

costs, so we’re taking more work in-
house. We’re still pursuing cases and fil-
ings, but we’re not relying as much on
outside counsel.

FRAPPUCCINO beverages
Have you asked outside counsel to cut TAZ0 teas
costs for you? STARBUCKS liqueurs
We’re always very careful about costs and STARBUCKS chocolate

most outside counsel have been very
responsive to our requests, as a result of
having to adapt to a new economy. I have
seen firms offer flat rates, for instance. I
haven’t seen anyone offer lower rates yet,
but I've seen rate freezes. Universally,
firms have responded positively to our
proposals.

Starbucks fun facts

Starbucks opened its first store in Seattle's
Pike Place Market in 1971

Starbucks has 410 stores in the state of
Washington and a total of 7,138 US co-operat-
ed stores and 4,399 US licensed stores.
Internationally, the company has 5,338 total
stores.

What topics are you most interested in
learning more about at INTA this year?
The subjects I like to learn about most
are IP issues that are new or novel in spe-
cific countries, such as a new piece of
legislation. ’'m always on the lookout
for how trademark dilution is going to
be treated in other countries, for
instance.

fame increased, but I've found that the
more famous the brand becomes, the more
infringements we see. And the more
famous we become in one country, the
more likely we are to see infringement in
an adjacent country where we don’t have a
presence.

So, growing the fame of the brand and
staying on top of our case load as we do
that is the key challenge. B

What is the main challenge to enforcing
such a global brand?

You would think that the volume of
infringement would go down as a brand’s
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SEATTLE:

Bars

The Purple Café and Wine Bar
1225 4th Avenue
www.thepurplecafe.com

Purple, which combines an extensive wine
cellar with local food specialties, came to
downtown Seattle in 2006. It has won numer-
ous awards and commendations and is highly
recommended by visitors.

Vessel

1312 5th Ave (between
University and Union)

www.vesselseattle.com

Listed by Esquire magazine as one of the
best bars in America 2008, Vessel offers
beer, wines and a wide range of cocktails. It is
housed in the historic Skinner Building next
to the 5th Avenue Theater.

Pyramid Ale House

1201 First Avenue South
www.pyramidbrew.com

A Seattle institution, the Pyramid Ale House
offers a wide range of brews, as well as food
and merchandise, and has a beer garden that
is open before Mariners games. Try the
Pyramid Sampler if you want to discover
more about the local beer.

Pike Pub & Brewery
1415 First Avenue
www.pikebrewing.com

A family-owned pub in Pike Place Market,
where you can experience a wide range of
local and international beers. Hoppy Hour is
from 4pm to 6pm Monday to Friday. The
Market also features numerous Irish pubs,
such as Kells and the Owl & Thistle, and bars
such as Shea's Lounge with views out to sea.

Note that state law prohibits the sale
of alcohol after 2am.

Shopping

Nordstrom
500 Pine St

shop.nordstrom.com

Nordstrom can trace its origins back to 1901,
when it was founded by a Swedish immigrant
and sold just shoes. Today, its flagship depart-
ment store in downtown Seattle covers
383,000 square feet and sells men's,
women's and children’s fashions, shoes, cos-
metics and accessories. Nearby is Pacific
Place, a mall with Michelle Obama-favorite J
Crew as well as Club Monaco, BCBG and
Tiffany & Co.

Westlake Center
400 Pine St

www.westlakecenter.com

This mall contains a big mix of brand name
stores and local traders over four stories, as
well as a food court, bistro and café. If you
need to get all your presents and souvenirs in
a hurry, this is the place to come.

Elliott Bay Book Company

101 South Main Street
www.elliottbaybook.com

In the historic Pioneer Square District, the
Elliott Bay Book Company offers more than
150,000 titles in a reader-friendly environ-
ment, including used, signed and limited-edi-
tion books. The family-owned store was
founded in 1973 and also houses a café and
regular author readings—see the website for
listings.

Jack's Fish Spot
Pike Place Market

www.jacksfishspot.com
If you've enjoyed Seattle's seafood while stay-

Live music

The WaMu Theater near the
sports fields hosts acts such as
The Prodigy, Earth Wind & Fire
and Pink, but nothing was sched-
uled for this week when the INTA
Daily News went to press. Check
wamutheater.com for updates.
The Sasquatch! Music Festival is
taking place at the open-air
Gorge Amphitheatre (east of
Seattle on the I-90) this weekend.
Bands include Kings of Leon,

Yeah Yeah Yeahs and The Decemberists. A pre-party takes place at the Crocodile Café on 2200

Second Ave, on Wednesday. The Crocodile, a rock music institution, welcomes Lady Sovereign
on Thursday, and Mike Watt & The Missingmen on Friday: details at thecrocodile.com.

Also in Seattle, catch Karrin Allyson at the Jazz Alley in Belltown and The Flatlanders,
Jackopierce, Taylor Hicks and Gypsy Soul at The Triple Door in Downtown over the next few
days. The Emerald Queen Casino in nearby Tacoma welcomes KC and the Sunshine Band on
May 22. View the Seattle Post-Intelligencer's website (www.seattlepi.com) for full listings.

ing here and would like to take some home
(Customs regulations permitting), try this
Pike Place Market stalwart. They will package
the fish to give you a smell-free journey or
ship it directly for you. Order on the website
or go down to Pike Place and check out the
various fishmongers there.

Ye Olde Curiosity Shop
1001 Alaskan Way (Pier 54)

www.yeoldecuriosityshop.com

If you're really stuck for a souvenir, try the
store that some call Seattle’s most famous.
Buy a chocolate-covered insect, spider sta-
pler, Mt St Helens ash jewelry, a joker dollar,
Last Supper mints or any of hundreds of
other novelty items. While you're there, check
out the shrunken heads, the black diamond
and the fortune-telling machines.
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Seattle’s CityPass costs $54 (a saving of
$48) for adults and includes admission to
six local attractions: the Seattle
Aquarium, Argosy Cruises Seattle Harbor
Tour, Seattle Space Needle, Pacific
Science Center, Woodland Park Zoo and
the Museum of Flight or Experience Music
Project/Science Fiction Museum. Buy
online at http://www.citypass.com

Listings provided by Managing IP

Visit www.managingip.com or booth 721 for more details
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People should take advantage of the
downturn to protect their marks more

N aqggressively - and more intelligently.

| They should determine which are their

)| key brands and consider whether to swap
o | national filings for a CTM. Now really is
the right time to carry out an IP audit.

Florence Verhoestraete, NautaDutilh,
Netherlands

Trademarks - and IP generally - are not
always at the top of the list of priorities
for companies so | think they will be one
of the first things to be hit. But of course
as an IP professional | would say that
that is a mistake.

Maria I. lonnides, Christodoulos G.
Vassiliades & Co., Cyprus

Applicants will become more cost con-
scious and focus more on strategic pri-
orities in terms of products and markets.
But I don't think it will affect their will-
ingness to defend a mark. If there has
been an infringement they will still act.

Ann Levy, Bletry & Associes, France

| think it makes trademarks more impor-
tant and more valuable. It forces you to
retrench behind the brand. Lots of
clients are returning to their core
brands, trimming the outlying brands
and enforcing their marks more aggres-
sively.

Antony J. McShane, Neal Gerber
Eisenberg, United States

The first quarter of 2009 was at least
20% to 30% better for us, so it has had
a great effect on our business. If people
are starving, they become inventive. |
don't think the behavior of consumers
will change because of the crisis - the
worst is behind us.

Rolf Claessen, dompatent von Kreisler
Selting Werner, Germany
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I'm the president of the Turkish Patent

s Office and we've seen trademark appli-

cations fall by 10% so far in 2009. But |
think that people should invest in their
marks even in the downturn. That way

I they can turn the crisis into an opportu-

nity.

Habip Asan, Turkish Patent Institute,
Turkey

If you look at the history of economic

crises, people actually become more cre-

ative. The paradox is that there should
be more marks to register but in reality

o some of these don't get registered
¥ because of budgets.

Aderemi Adekile, Royal Heritage, Nigeria

In the Philippines the downturn has led

- to fewer filings. | expect that there will

be fewer defensive filings and that peo-
ple will make more deliberate choices as
to what marks to protect.

Gilbert RT. Reyes, Poblador Bautista &
Reyes, Philippines

| think people are opposing fewer marks.

But of course that's not what we would
advise them to do. It's important to be
cost conscious but it's also important to
protect your brand.

Tashia A. Bunch, Fish & Richardson,
United States

We just came out of bankruptcy on
Friday - we sold the brand to a company
and we're now operating on a strictly
licensing model. | think more businesses
are moving toward the licensing model
because it can be very cost effective.

Colleen Sarenpa, Polaroid Brand
Services, United States

It will have an especially significant
impact in South America, since the

economies of most Latin American coun-

tries are being further weakened by new
political regimes.

Patl Romero Osorio, Andrade & Andrade,
Ecuador

India hasn't experienced the downturn
to the same degree as the U.S. and
Europe. In India filings are still going up
because awareness of IP is growing. But
| suppose incoming work may slow a lit-
tle bit.

Vipul N. Bhuta, Aditya & Associates, India

I don't think it will affect things much.
People understand that trademarks will
be important once the economy recov-
ers. Clients are becoming more precise
about budgets but they are doing almost

*| the same number of filings as before.

Julia N. Semeniy, Konnov & Sozanovsky,
Ukraine

We haven't felt it affect us that much in
Asia so far. From what we've heard, IP is

.| holding up better than corporate law

given that there's not much M&A going
on right now.

Samuel Seow, Samuel Seow Law
Corporation, Singapore

Our clients’ budgets are getting tighter.
They want cheaper fees from service
providers. We need to provide a competi-
tive price or else we won't win their
orders.

Junko Kanayama, Thomson Reuters,
Japan

| haven't seen any impact from the
Indian angle. The value of trademarks
might have gone down, but only tem-
porarily. Goodwill equals strength in a
crisis.

Ramesh Mehta, Mehta & Mehta
Associates, India

From a business perspective, we're
always concerned that hasty decisions
might create problems later on.

Bruce Hall, Pioneer Hi-Bred, United
States
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