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FTC and Senate back reverse payment ban

epresentatives of the Federal
Trade Commission (FTC) and
he Department of Justice (DOJ)

on Thursday questioned the concept of
settlement agreements between generic
and brand drug companies, claiming that
they eliminate the ability to evaluate the
patent validity of a potentially important
drug. “Ironically, this should be troubling
to patent lawyers too,” said Will Tom,
General Counsel of the FTC. He added
that such agreements “also encourage friv-
olous challenges to strong patents.”

Tom spoke during a joint meeting of
the Antitrust Law and Biotechnology
Committees, where he was joined by his
colleague, Suzanne Michel, Bureau of
Competition Assistant Director for Policy
and Coordination at the FTC and Philip
Weiser, Justice Department Antitrust
Division’s Deputy Assistant Attorney
General.

On Thursday, the Senate Judiciary
Committee approved the Preserve Access
to Affordable Generics Act, which would
potentially ban such settlements. FTC
Chairman Jon Leibowitz said in a state-
ment that the Committee’s passage “rec-
ognizes the very real danger that these
sweetheart deals pose to Americans strug-
gling to pay their medical bills.” He esti-
mated that such so-called pay-to-delay set-
tlements cost consumers about $3.5 bil-
lion a year.

"This should be troubling
to patent lawyers too”

However, Ken Frankel, Chair of the
Antitrust Law Committee and moderator
of Thursday’s panel, said that passing leg-
islation would be “the wrong way to go.”
“This is complex stuff,” said Frankel, who

claimed that the courts should decide the
issue.

Michel told AIPLA members that the
FTC’s series of hearings on the “Evolving
IP Marketplace,” which began last year,
identified two major trends: 1) increased
technology transfer; and 2) a proliferation
of patents used exclusively for transferring
rights (i.e. patent holding companies).

In the second scenario, Michel said,
“none of that is increasing innovation or
helping consumer welfare. It’s not the way

the system is supposed to work.” Michel
pondered how to attack the problem with-
out harming the increasingly valuable
technology transfer industry.

“The Evolving IP Marketplace” series
has now wrapped up, but the Commission
will publish a report summarizing its con-
clusions and recommendations on such
issues sometime in the coming months.
“There’s a lot of value in talking to one
another; we need your engagement,” said
Weiser.

Successful women share their secrets

omen at the
top of their
profession

yesterday discussed the
challenges they have had
to overcome on their
journeys to secure posi-
tions of power in IP at a
joint breakfast meeting of
the Corporate Practice
and Women in IP Law Committees.

The panel also discussed “firsts”: Georgann Grunebach of Fox Group
was the first woman to be hired as a patent lawyer at Westinghouse in the
company’s history, while Meg Boulware of Baker & McKenzie was the
first female registered patent attorney in Texas. This led to obstacles such

as balancing work and
family in a male-dominat-
ed corporate world. “What
I had to go through in the
1970s and 1980s to get my
kids in daycare was a dis-
grace,” said Mary-Ellen
Devlin  of Boehringer
Ingelheim Corp.

While speakers agreed

that the playing field has leveled somewhat, particularly since the econ-

omy has forced companies to look hard at who is most valuable to them,
they said that there is still a need to mentor women who are just starting
out. In particular, the panelists encouraged young attorneys to become
involved in local bar associations and organizations like AIPLA.
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Bose bodes well for trademark owners

“ e are going to see far fewer
trademark cases with
claims or counterclaims of

fraud,” said Susan Hightower, a senior asso-
ciate of Pirkey Barber, in a session on fraud-
ulent procurement of copyrights, trade-
marks and patents yesterday.

Hightower helped to draft AIPLA’s ami-
cus briefin the breakthrough In re Bose ruling
of the Federal Circuit in August this year.
The case was an appeal of the TTAB’s 2007
decision to cancel Bose’s Wave mark

because the company had stopped using the
mark for all of the goods specified in its
trademark renewal application.

Many trademark practitioners had criti-
cized the Board’s criteria for establishing
fraud since its 2003 decision in Medinol v
Neuro Vasx, which the Federal Circuit ruling
overturned.

Hightower added that the TTAB has
already issued its first precedential opinion
denying a motion for summary judgment on
the ground of fraud.

Linda McLeod of Finnegan, who also
helped draft AIPLA’s amicus brief, told the
AIPLA Daily Report that the Board’s
October ruling in Enbridge Inc v Excelerate
Energy Ltd Partnership “signals the end of the
TTAB’s strict rule of fraud under Medinol
and underscores that post-Bose, a claim of
fraud must be proven by the rigorous clear
and convincing standard.”

At the session, Hightower said that uncer-
tainty over the definition of fraud remained.
In particular, the Federal Circuit did not con-

Prior results do not guarantee a similar outcome.
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sider the element of fraud defined in AIPLA’s
brief as “intent to deceive or, at least, a state
of mind so reckless as to the consequences
that it is held to be the equivalent of intent.”
“It’s really anybody’s guess when a case on
recklessness will come up before the TTAB or
the Federal Circuit,” she added. Overall, she
said that lawyers should still apply the same
standards for good faith and duty of candor
they used before the Bose decision: “The bot-
tom line is: keep doing what you're doing in
terms of being careful with applications.”

Back to the
future

rofessor F. Scott Kieff of George
P Washington University Law School

gave a thought-provoking speech yes-
terday on patent reform, arguing that reform-
ers should look to history for inspiration.
“Patents are not all about incentives to invent,”
he told a packed room. “They are about getting
inventions put to use and facilitating transac-
tions. Patents help people interact with each
other; they are not just about new technologies
but also new business models.”

In a talk spanning patent and antitrust law,
Kieff criticized conventional wisdom about
patent reform, such as the need for flexibility
and the call for post-grant oppositions, as well
as recent Supreme Court cases such as
MedImmune and Quanta. “Quanta says the sale
of a slice of bread means you have transferred
the whole loaf. If you have to sell whole loaves,
that is more expensive and interferes with deal-
making,” he said. “Changes are well motivated
but they are the wrong changes.”

The effect of recent developments, he
added, is that settlement negotiations are
based primarily on the cost of fighting, rather
than the real business or the technology: “In
mediation, all we're talking about is the cost of
litigation. That’s not an IP system.” He argued
that reform should not weaken patents, but
lead to more predictable enforcement, encour-
age deal-making and add symmetrical mecha-
nisms to deal with abusive litigation.
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Judges to discuss role of juries

James Nurton previews today's panel in which four current and former
judges will discuss the recently published national jury instructions

hat is a patent? What are the different types of
claims? Why might a patent be invalid? What
constitutes infringement and willful infringe-

ment? How are damages defined? Where does the burden of
proof lie in patent cases?

These are just some of the questions that are addressed in
the 77-page National Patent Jury Instructions, published in
June this year and created by a nine-member committee
appointed by Chief Judge Paul Michel of the US Court of
Appeals for the Federal Circuit.

Today, members of that committee will take part in a dis-
cussion on the jury instructions and their role in patent trials.
The panel comprises Judge Patti B. Saris, Judge T. John Ward
and Judge Ronald M. Whyte as well as former Judge
Roderick R. McKelvie and will be moderated by Edward R.
Reines, who chaired the jury instructions committee.

“We were tasked with coming up with jury instructions
that would be national in scope and also bring a judicial per-
spective,” says Reines. He adds that, while there are many
good regional or district jury instructions, it can be difficult
for judges to choose to follow one rather than another:
“Who’s to say that instructions from Iowa should be pre-
terred to those from California?”

The national jury instructions are therefore an attempt
to draw up a model set of guidelines that can be used in
courts throughout the country. They took more than a year
to put together, and involved “prodigious outreach to the

community” through IP associations and the blogosphere,
says Reines.

One valuable element in the process was the involvement
of judges on the committee , he adds: “Judges have to read
the instructions. They also try more cases than most trial
lawyers and have to debrief the juries afterward’s.” He
explains that the instructions have also not attempted to
cover in too much depth issues such as damages and obvious-

ness, where the law is in flux, but have emphasised simplicity
and accessibility. “They’re not as comprehensive as most
lawyer-written sets of jury instructions,” he says.

Still, with 65 pages of instructions and two appendices, the
instructions are certainly thorough. There are also footnotes
offering different approaches, where judges can select what-
ever is most appropriate in their case.

Reines says today’s panel will not focus just on the jury
instructions as such, but will also look at how they can be
used and adapted in practice: “In the panel we will attempt to
cover the thoughts that these experienced and respected
judges have on the jury instruction process generally, and in
particular how they see juries relating with judges.”

Despite the challenges of educating juries in complex law
and technology, he adds that — properly instructed — they
are an excellent way of “resolving real-world issues with
common sense.” He says that, at some level, most legal
cases are a “morality play” and the jury is tasked with decid-
ing what is right and wrong in society. The new jury instruc-
tions should help to ensure that determination is informed
and consistent.

There is a small shadow hanging over the role of juries,
however, thanks to a case pending before the US Supreme
Court. In a dispute with Kinetic Concepts, medical device
company Medela has asked the court to rule on whether an
accused infringer has a right to ask a judge, rather than a jury,
to determine whether a patent is obvious. The Court will
decide whether to hear the case next month, and Reines
(who has filed an amicus brief on behalf of a number of tech-
nology companies) says that, if it does so, the role of juries in
patent cases could be transformed.

Know your foreign filing facts

said Bradley Forrest of Schwegman
Lundberg Woessner (pictured) dur-
ing  Thursday’s  morning  session,
Understanding USPTO Restrictions and
Export Licenses. Forrest and other panelists

¢ I fyou’re not scared yet, that’s my job”

outlined the complexities of filing patent appli-
cations in a global world, including how to han-
dle inventions conceived by multiple inventors
from difterent countries; differing laws on com-
pany remuneration for employee inventions;
and USPTO restrictions on exporting informa-
tion about US inventions to other countries.
Panelist Joel Miller reminded attendees
of the USPTO memo circulated last July
warning patent applicants that a foreign fil-

ing license only allows for the export of
information for filing foreign patents. If
information is being sent to a foreign entity
for the purpose of preparing a US patent
application, applicants must comply with
authorities such as the International Traffic
in Arms Regulations (ITAR) and the Export
Administration Regulations (EAR).

Antoinette Paytas of Thomson & Burke
explained that these rules stem from the fact
that “the world is a dangerous place.”
However, they can greatly complicate life for
inventors and patent attorneys working in a
world where inventions are often created in
a multinational context.

Valentina Boyet of SAP advised appli-

cants to carefully study
the laws of each country
in which they plan to file
and to make sure they are
in compliance, as failure
to do so can have dire
consequences. For exam-
ple, in the US, applicants
can  approach  the
USPTO directly if they
have forgotten to request
a foreign filing license

without fear of major penalties. However, in
India “you must simply withdraw the appli-
cation as soon as possible before the inven-
tor goes to jail,” said Boyet.

The panel also dis-
cussed differences in
remuneration  require-
ments for inventions creat-
ed by an employee of a
company. Boyet said that,
while some countries do
not have remuneration
requirements, the decision
not to compensate one
inventor in a multinational
group could negatively
impact employee morale and team work.

“Understanding and knowing how to
deal with cross-border patenting issues is a
very important skill,” said Boyet.
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Looking forward, looking outwards

interviews A|an Kasper WhO takes over as AIPLA committees to monitor and engage in international debates

President this week

or an IP association which has “American,” as the
first word of its name, the AIPLA is anything but
insular. In a world of cross-border transactions and
international treaties, the Association is, more than ever
before, as likely to focus on reform of WIPO as on changes at
the USPTO. Under the leadership of Alan Kasper, the
AIPLA’s president-elect, that trend is only going to continue.

Kasper, a partner with Sughrue Mion, began his career as
an examiner at the USPTO, before working as an attorney
and later as the chief patent counsel for Communications
Satellite Corporation (COMSAT). The company provided
services for Intelsat, an international satellite organization.
After a move into private practice, Kasper headed to Japan in
1990 to lead Sughrue’s Tokyo office, where he was the resi-
dent partner for four years.

“I think my career path highlights my interest in all things
international,” says Kasper. “And I'm sure it was this back-
ground that led the AIPLA to consider selecting me to join
the leadership ladder.”

AIPLA leadership commits to a five-year program that sees
the President, immediate past-President and three future
Presidents work closely to ensure continuity in the way that the
Association’s plans are implemented. Part of its current Strategic
Plan is to extend the reach of the Association, both professional-

on IP. It recently established a special committee on genetic
resources, traditional knowledge and folklore that will start
work later this year, for example. “That’s a topic that has
great international significance,” says Kasper. Thomas T.
Moga of Shook, Hardy & Bacon has been tapped to chair the
committee and pharmaceutical and biotech specialist
DeAnn F. Smith of Foley Hoag will serve as vice-chair. It is
expected that the committee’s members will attend some of
the international meetings of organizations such as the
WTO and WIPO.

In another example of the AIPLA’s commitment to engag-
ing in cross-border debates, the Association is establishing a
committee to liaise with IP attorney associations in other
countries such as the JPAA in Japan and the ACPAA in
China. This committee will be responsible for finding areas
of common ground on areas such as cross-border privilege
and WIPO’s plans to reform the PCT, says Kasper. “It’s a
challenging opportunity. We’ve done some outreach to our
sister organizations and they are very enthusiastic.” The
AIPLA plans to hold a summit next year with representatives
of around 15 national organizations to develop a common
voice in IP advocacy.

Another area where the AIPLA wants to expand its
reach is in the Industry Trilateral — where it works along-
side other private sector organizations, namely the Japan
Intellectual ~ Property  Association, IPO  and
BusinessEurope, to monitor discussions between EPO,

ly and internationally. Earlier this year, for example, the Board of
Directors backed a proposal to amend the Association’s by-laws
to allow patent attorneys, as well as attorneys-at-law from other
countries to become members. But it is on the international IP
stage that the organization wants to have a bigger impact.

“The challenges that we as an IP organization and a pro-
fession face are global challenges and it is essential that the
AIPLA gets more involved in meeting those challenges,” says
Kasper.

To help it do that, the Association is setting up a series of

JPO and USPTO. As the Trilateral Offices move to include
representatives of the Korean and Chinese patent offices as
applicants from Asian countries grow in both importance
and number, Kasper says the AIPLA wants to strengthen
the role of the Industry Trilateral.
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How to survive Second Life

rademark challenges, from virtual

worlds and multimedia player

games to drafting watertight

licenses, avoiding litigation and surviving

bankruptcy, were discussed at a session on
Thursday.

Karen Berry, of Patterson Belknap Webb

& Tyler, described how life for trademark

owners has been transformed in the past 10

years, with the rise of online activities such as

4 3 g\ A

World of Warcraft, which has 10 million
players worldwide, and Second Life, which

has more than 15 million registered users.
These users have generated 18 billion min-
utes of voice chat, produce 1250 text mes-
sages every second and type 6 million words
every day. They are also worth $50 million
every month.

The scale of these activities means that
brand owners cannot afford to ignore virtual
worlds, said Lara Pitaro of Major League
Baseball Alternative Media. She said that
“engaging in this space is a little bit foreign

and alien” but added: “The opportunities are
not so different from traditional media.”

For MLB, that includes looking at ways of
reaching fans and customers through licens-
ing, subscriptions, advertising, micro-trans-
actions and cross promotion. “People are
more and more concerned with the ‘where’
every day,” said Pitaro, pointing out that new
online communities represent new opportu-
nities. “But you always have to remember to
protect your ‘what’ no matter where you are.”

Already, said Pamela Kilby of Microsoft,
virtual worlds have generated complex legal
issues, many arising from “rampant trade-
mark infringement.” She added: “There are
stores all over Second Life where you can buy
knock-ofts. There are millions of transactions
every year, so trademark owners ought to be
paying attention to virtual worlds.”

Issues include whether use of a trademark
in a virtual world amounts to use in com-
merce, what rights brands created in Second
Life (such as Tringo) will have in the real
world and whether trademark applications
should include Second Life in their clear-
ance searches when planning new brands.

As well as these, there are questions over
territory, jurisdiction and enforcement as
well as fair use and the First Amendment.
Some of these issues have been addressed in
cases over real estate and intellectual proper-
ty, such as those pursued by adult entertain-
ment company Eros. In its latest case, filed
last month, Eros filed a class action lawsuit

| %
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Every word has meaning

When it comes to reviewing trademark licenses, said Richard Raysman of Holland &
Knight at Thursday’s session, judges look closely at every clause in the contract: “A
misplaced comma or an omitted word can make a big difference.”

His comments came after Eli Nathanson of Pryor Cashman had provided a guide to
how to write watertight licensing agreements, particularly for extensions or derivatives
of existing brands. Raysman said recent high damages awards for companies such as
adidas, Verizon and Philip Morris showed how expensive mistakes or oversights can be.

One recent case arose after designer Joseph Abboud assigned rights in his name to
a company, JA Apparel, for $65.5 million. Although he signed a non-compete clause,
he was found to be preparing to use his name in another venture. The district court
granted an injunction, but in June the Second Circuit reversed it, ruling that non-trade-
mark use of the name was acceptable. In another case, a court upheld Ramada Inn's
right to terminate a franchisee’s agreement for quality control reasons.

Just like landlords and tenants, licensing partners can easily fall out over issues
such as payments and quality control, said Raysman: “These clauses really need to
be negotiated. Sometimes you have to slow the client down a bit.”

against Second Life’s owners alleging they
allowed users to sell counterfeit goods in
Second Life.

The outcome of such cases will be closely
watched particularly if, as Berry said, virtual

worlds expand to the extent that they begin
to rival the real world: “By 2014, maybe
those of us who can’t attend the AIPLA
Annual Meeting in person will be here as our
avatars instead.”

Horror stories show value of due diligence

few years ago, IP lawyer Gael

Diane Tisack was asked to con-

duct due diligence on a small
inventor, which had some impressive med-
ical device technology. “Everyone agreed
the patents looked great,” she said. But then
Tisack, of Terumo Cardiovascular Systems,
discovered a problem: “The company had a
loan from the state of Pennsylvania, which
had not been repaid, and the IP was securi-
ty. That meant the state of Pennsylvania
now owned the patents.” The deal was
called off.

Tisack told that horror story in yester-
day’s session on agreements, reps and
warranties and negotiating IP aspects. She
explained that due diligence must consid-
er issues such as whether maintenance
fees have been paid and whether all
assignments are recorded in the correct
names. “‘If one inventor isn’t named,
you've got to
Otherwise you no longer have exclusive

chase them down.
rights to that invention.”

Successful due diligence involves identify-
ing all the potential problems in a portfolio,
covering not just patents but other IP rights,
such as copyright and trade secrets. For
trademarks, key issues include ownership
and assignments, and whether the marks
have been used consistently with the registra-
tions and in all countries where registered.
Tisack pointed to five rules you can use to
assess the due diligence needed (see box)

One of the key issues is assessing free-
dom-to-operate. Tisack said another hor-
ror story she experienced involved the
acquisition of a smaller company, which
swore it had freedom-to-operate opinions
from outside patent counsel for its key
product, even though it was in a very liti-
gious field. “We did a freedom-to-operate
opinion and found seven patents that were
probably infringed, and which we didn’t
think we could invalidate,” said Tisack.
The deal didn’t go through. The target
company later launched its product, and
was immediately sued on six of the seven
patents that had been identified.

Deborah Peckham of Brown Levinson,
who spoke in the same session, had her own
horror stories. As an outside counsel, she
reported, she was often called by a deal
lawyer and asked to take a quick look over
the IP representations in the deal within a
matter of a few days, or even hours. That
time only allowed her to say: “Yes, these are
IP reps.”

Effective due diligence cannot be limited
in such a way, she added: “Particularly if you
represent the buyer, the onus is on you to
look beyond the reps. Think creatively about
other areas you need to protect.”

Peckham stressed the importance of flex-
ibility and negotiation, especially in the light
of uncertainty over issues such as the
patentability of business methods given the
pending Bilski case. Michael Geoffrey of

Tisack’s five rules for due diligence

1) Use an experienced IP specialist.

2) Understand why the investor wants the deal.
3) Define the scope of review consistent with (i) why the investor believes it is
attractive and (ii) the investor’s risk tolerance.

4) “"Review” not “do".

5) If the deal is done, make sure the company gets the benefit of review.
Source: Stephen Schaefer & Mathias Samuel, “Intellectual Property Due Diligence:
Getting the Most for Your Budget,” 2 MedTech Bus Rev 54

Reed Smith agreed, and used examples from

his work with Chinese companies to show
the importance of cultural considerations.
For her horror stories, Nancy Lutz of
Kelley Drye looked to post-closing filings,
and highlighted two cases where disputes
had arisen over the marks Rolls-Royce and
Shamu. “Clarify. Clarify. Clarify. There
isn’t room for serendipity,” she said.
Records should cover the chain of title (in
each jurisdiction), releases, licenses and
registered users as well as security inter-

"We had a freedom-to-
operate opinion and
found seven patents that
were probably infringed”
GAEL DIANE TISACK

ests. A recent case in Tennessee, Invisible
Fence Inc v Fido’s Fences Inc, involved a
mark that had been assigned, corrected or
had the name of the owner changed 10
times. With businesses changing hands,
and creditors assuming rights in the eco-
nomic downturn, making sure no stone is
unturned is more important than ever.
“You want a door closed so tightly it can-
not possibly be opened.... There’s no sub-
stitute for good due diligence up front,”
said Lutz.
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Patents and the art of time management

Judge T. John Ward has become one of the busiest and most controversial judges in the United States, thanks to
the emergence of the Eastern District of Texas as a leading patent forum. In advance of today’s panel on jury instruc-

tions, he spoke to

he modern courtroom has many high-tech acces-

sories — laptop computers, flat-screen monitors,

touch-screen technology. But go to Judge T. John
Ward’s court in the town of Marshall, in the Eastern District
of Texas and the most important tool you will see will be
based on a technology that is centuries old: a clock.

Judge Ward, who marks 10 years on the bench this fall,
uses the clock to measure litigators’ opening and closing
arguments, and it symbolises his disciplined approach to tri-
als. “Time limits are on everything,” he says, adding that set-
ting deadlines for discovery and imposing restrictions on oral
argument is “a great procedure for getting lawyers to use time
efficiently.”

The use of the clock in the courtroom was something he
learned from a judge in the Northern District of Texas,
Sidney Fitzwater. Ward was well into his 30-year career as a
litigator, where he worked mainly as a defense attorney in a
wide range of cases concerning matters such as product liabil-
ity and personal injury, when he appeared in Fitzwater’s strict
court and was told to keep his arguments within a time limit.
“I was just appalled — in more than 25 years I had never had
that happen.” But it says it taught him an important lesson: “I
think I used only 60% of the time he gave me.”

Litigators who have appeared in Marshall say Ward’s
approach to patent cases is demanding. He admits he is a
“strict” judge, but adds that he is one who is known for “com-
mon-sense”: “If the rules are enforced, it’s better for everyone
in the process.” His attitude has helped make the Eastern
District of Texas into one of the nation’s busiest patent
forums, in the process transforming the reputation of
Marshall, a town of just 25,000, which was previously best
known for its Fire Ant Festival held each October, and the
Wonderland of Lights — one of the largest light festivals in the
United States.

Ward was nominated to the bench on September 27 1999,
shortly after his one and only patent trial as a litigator, where
he represented Hyundai in a dispute with Texas Instruments
(TT) that led to a $25 million award against his client. At the
time, the court heard few patent trials — though TT itself saw
the advantages of bringing cases in a quiet but competent
court on its doorstep. As recently as 2002, only 32 disputes
were started — not a large number compared to the busiest
patent courts in California or Virginia.

However, under Ward’s leadership that position was
transformed over the next five years, and in 2007 some 350
cases were brought in the Eastern District of Texas. Ward
estimates that he alone wrote 25 patent judgments in that
year. The district had become one of the most popular juris-
dictions to hear high-tech cases in the whole country.
Plaintiffs felt that cases were dealt with quickly and efficient-
ly, and often resulted in large damages awards: in one of the
first big cases, in 2006, Tivo won $73 million in a case against
Echostar. Recently, i4i won an award of $290 million from a
judge in Marshall’s sister court in Tyler (a decision subse-
quently stayed by the Federal Circuit), while a jury in Ward’s
own courtroom awarded Centocor Ortho Biotech and New
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about clocks, juries and good advocacy

York University a record $1.67 billion,
finding that Abbott’s drug Humira
infringed their patent.

But there is another side to the story of
the Eastern District’s success — one that
starts with big corporations being sued
for infringing what they view as weak
patents, continues with furious debates
over so-called patent trolls, and leads to
calls for Congress to reform the patent
law to deal with the perceived problems
of patent quality and forum shopping.
The finale of this story has yet to be writ-
ten, but Ward for one believes change will
come, eventually: “I've always thought
there will be changes in several areas as
proposed, but it is for Congress to decide
what those changes will be. We will try to enforce whatever
they pass.”

Ward acknowledges that his court has gained attention for
what appear to be plaintiff-friendly verdicts, but says the
trend can be explained. “The first patent cases tried here were
plaintiffs’ verdicts and that probably started a trend. But, his-
torically, Marshall has always been considered plaintiff-
friendly, not just in patent cases. It’s also been viewed as
unfriendly to corporate defendants.” He says that perception
might be attributed to the nature of the juries: “Jurors in this
part of the world believe in personal property rights and they
trust in the government — so they are deferential towards
what the PTO does. And they’re not going to hesitate to
decide wilfullness. But that’s just my guess.”

But he insists that juries are fair and thorough, and as
capable of understanding the legal and technology issues as
any judge: “I think they’re close to right most times.” And
that statement comes from an attorney who spent 30 years
arguing cases in front of them: “I never had a runaway jury. I
got kicked around some as a defense attorney. I lost my
share of cases — maybe more — but I'd never say there’s no
basis for that.”

In any case, he adds, if you put aside a few celebrated
cases, the picture is more balanced than a lot of people
assume in the Eastern District. “Many times companies are
concerned about the venue where they find themselves but
over time defendants have won a lot of cases in many aspects
in this court.” And, this year, with a dozen or so cases decid-
ed, he estimates that outcomes are running 50-50: “There
have been huge verdicts for both plaintiffs and defendants in
the patent area.”

Marshall’s success in hosting patent litigation, like that of
other district courts before it, has meant that one of its attrac-
tions — speed — has suffered. Early on, thanks to his clock and
the implementation of rules for patent cases that Ward says
he adapted from those of the Northern District of California
(“I modified them and shortened some of the timeframes so
they would work for me”), patent cases were being tried in 16
to 18 months. Today, patent trials are taking some 26 to 30
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months, far longer than those in other
disciplines. Judge Ward estimates that
patent work now makes up about 25% to
30% of the number of cases, but about
75% to 80% of his workload.

The longer timeframe is one reason
why the number of patent cases in the
Eastern District is falling, with fewer than
300 expected to be filed this year. But it is
not the only reason. The court was also
criticised last December by the Federal
Circuit in the TS Tech case, where the
Federal Circuit said that the trial should
be transferred to a more convenient loca-
tion, which had more connection to the
key witnesses and physical evidence. It
also said the Eastern District could not
claim there was “a substantial interest” in having the case
tried there. Lawyers predicted that the case would have an
immediate impact on plaintiffs’ decisions about where to sue,
and encourage defendants to file venue transfer requests.

The roller-coaster of the past 10 years has given Ward a unique
perspective on patent trials in the United States. Overall, he
says IP litigators are impressive: “One good thing from a
judge’s perspective is that patent lawyers are always very well
prepared.” He also welcomes the use of technology and visual
aids in the courtroom: “People learn from visual teaching as
well as oral. You've got to have a story to tell the jury.”

But he says some attorneys could be more focused: “They
fight over things where they’re wasting their clients’ money.”
In particular, he says they should avoid presenting motions
for summary judgment that are of questionable merit (“that’s
wasting our time”) and resist over-using challenges to expert
witnesses. He also reminds counsel that “advocacy skills are
more than just reading”: “In Markman hearings, some attor-
neys simply read their brief back to you. That’s one of the
worst things they can do.”

Although Ward’s own experience as a patent litigator
comprised just one case, it clearly gave him an appetite for
patent law, which he describes as “intellectually very chal-
lenging.” He describes his only case as a litigator, represent-
ing Hyundai, as “a real bloodletting” and “a long, hard trial.”
He does not have a background in patents (he has a Bachelor
of Arts from Texas Tech University and a Bachelor of Laws
from Baylor Law School and spent a brief period drafting leg-
islation and as an assistant county attorney before going into
private practice) but he says: “I have a bathtub brain — some-
thing in, something out,” and this has enabled him to handle
the high volume of complex cases in his courtroom over the
past 10 years. Next week, in San Antonio, Ward will be pre-
sented with an award as Jurist of the Year by the Texas chap-
ter of the American Board of Trial Advocates (ABOTA), in
recognition of his high ethics, fairness and support of the
right to trial by jury. In two years’ time he will retire and take
senior status. How would he like to be remembered? “I tried
to be fair. That would be my goal,” he says.
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1. Increase the Reliability of Your Patent Database

Is your patent database reliable? In order to maximize the value of your patent asset, you need a reliable inventory of this
asset. CPI has a unique electronic audit service to assure that your data is reliable.

Ensure your cases are active, that cases are not missing and that assignee is correct.
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In addition to the above, the CPI audit assures completeness and accuracy of your data. Abstracts are added to your cases and
links to patent office sites to view claims and drawings for each case.

2. Acquisition and Divestiture Patent Due Diligence Audits

CPI has the unique ability to audit for due diligence electronically, avoiding the cost and time delay of obtaining this through
your foreign associates.

Official patent office electronic records are used to verify status, annuity payment and assignee on any number of patents, from
1to thousands. We can search for missing cases in a family or by assignee. Complete assignment history is also available.

CPI audit assures the completeness and accuracy of your data. Abstracts are added to your cases and links for each case to
patent office sites to view claims and drawings.

Audits can be performed with a minimum of information. If you only have a assignee or list of assignees, CPI can build you a
data base of all cases for the assignee. If you can only provide a list of patent numbers, we will complete the data.
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7:00-8:30 am Continental Breakfast Exhibit Hall A Exhibition Level

Plenary session

8:00-11:25 am Annual Review & Ethics Marriott Ballroom Salons 2 & 3 Lobby Level
11:25-12:00 noon  National Model Patent Jury Instructions: A View From the Bench Marriott Ballroom Salons 2 & 3 Lobby Level
10:00-11:00 am 2010 Mid-Winter Institute Planning Committee Meeting (Committee Members Only) Tyler Mezzanine Level

Luncheon (tickets required)
12:00-2:00 pm Networking Luncheon (tickets required) Virginia ABC Lobby Level
12:00-4:00 pm Board of Directors Meeting Delaware AB Lobby Level

2009 AIPLA Career Fair

10:00 am-4:00 pm Career Fair Office Washington Room 4
10:00 am-4:00 pm Career Fair Hospitality Room Washington Room 4
11:00 am—-4:00 pm AIPLA Career Fair Washington Rooms 5 & 6
4:00-6:00 pm Career Fair Reception Washington Room 3
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ATTORNEYS AT LAW - ENGINEERS VALUE

ADDED SERVICES

INTELLECTUAL PROPERTY
IN ALL ASPECTS
CORPORATE AND COMMERCIAL LAW OF LP.

Awarded in 2009 as the leading Patent Law Firm in Mexico, by Managing IP magazine.






